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THe TRADEMARK REPORTER 


Part I 


CONFUSION AND CONSUMER PSYCHOLOGY* 


By Hon. Daphne Leeds 
Assistant Commissioner of Patents 

‘*Tf it is true that we live by symbols, it is no less true that 
we purchase goods by them. A trademark is a merchandising 
short-cut which induces a purchaser to select what he wants, or 
what he has been led to believe he wants. The owner of a mark 
exploits this human propensity by making every effort to im- 
pregnate the atmosphere of the market with the drawing power 
of a congenial symbol. Whatever the means employed, the aim is 
the same—to convey through the mark, in the minds of potential 
customers, the desirability of the commodity upon which it ap- 
pears. Once this is attained, the trademark owner has something 
of value.’’ 

‘‘The creation of a market through an established symbol 
implies that people float on a psychological current engendered 
by the various advertising devices which give a trademark its 
potency.’’ 

‘‘The protection of trademarks is the law’s recognition of 
the psychological function of symbols.’’ 

You have just heard quotations from Mr. Justice Frankfur- 
ter’s opinion for a unanimous Court in The Mishawaka Rubber 
case—written thirteen years ago on May 4, 1942. From 1881— 
the year of the first constitutional Trademark Act—to today, 
seventy-four years later, there has been, in my opinion, no state- 
ment of concept more basic or rationale more realistic than that 
which I have just read to you. Too frequently, both before and 
since the Court’s decision, the Courts and the Patent Office have 
disregarded this basic concept and have proceeded on their merry 
way taking words apart, analyzing their component parts, putting 
them back together and, by some kind of mathematical formula, 
finding either that two marks are or are not ‘‘confusingly similar.’’ 

* Address delivered before The New York Patent Law Association, November 21, 


1955. 
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From whence did the phrase ‘‘confusingly similar’’ come? 
Nowhere in the statutes does it appear—yet decision after deci- 
sion through the years refers to ‘‘confusing similarity’’ of marks. 
The Act of 1881 referred to marks ‘‘which so nearly resemble[s] 
some other person’s lawful trademark as to be likely to cause 
confusion or mistake in the mind of the public, or to deceive pur- 
chasers.’’ Note that this refers to ‘‘the mind of the public.’’ The 
Act of 1905 referred to marks ‘‘which so nearly resemble a regis- 
tered or known trademark owned and in use by another and 
appropriated to merchandise of the same descriptive properties 
as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers.’’ Here again, reference is made 
to ‘‘the mind of the public.’’ The Act of 1946 refers to marks 
which ‘‘consist[s] of or comprise[s] a mark which so resembles 
a mark registered in the Patent Office or a mark or trade name 
previously used in the United States by another and not aban- 
doned, as to be likely, when applied to the goods of the applicant, 
to cause confusion or mistake or to deceive purchasers.’’ Not a 
word about ‘‘confusingly similar marks.’’ 

The repeated use of the phrase led me in a recent case (Otto 
Niederer v. National, 106 USPQ 415, 45 TMR 1395) to state: 

‘‘Trademarks are not, in the abstract and as a matter 
of law, ‘confusingly similar.’ In fact, the phrase ‘confusingly 
similar’ is perhaps an unfortunate one, for it encourages re- 
moval of the marks from the products in the marketplace and 
stimulates thought toward a comparison of the marks them- 

selves, abstractly and without regard to the commercial im- 

pression created by the appearance of the marks on the goods; 

whereas likelihood of confusion, mistake or deception flows 
from the use of marks on products.’’ 
* a ~ * a 

‘‘The question is not ‘confusing similarity’ of the marks 
themselves—but it is whether or not the purchasing public, 
upon seeing the involved marks on the products of the parties 
in the usual trade outlets, is likely to assume, because of the 
sound, appearance or meaning of the marks, that the products 
have a common origin.’’ 

To put it another way—and paraphrasing to some extent Mr. 
Justice Frankfurter’s decision—after man has created a market 
through an established symbol (or trademark) and has impreg- 
nated the atmosphere of the market with his congenial symbol, 
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he should be protected from another’s use of a symbol (or trade- 
mark) which engenders the same psychological reaction or impres- 
sion on the public mind if such symbol (or trademark) appears 
on products which the public would associate—consciously or sub- 
consciously—with the products or with the man who had first 
created the market. 

In the field of trademark law we are dealing not with tangible 
things which we can hold in our hands—but with psychological 
reactions and associations. We are dealing not with economics— 
but with applied psychology. It is true that our action or inaction 
with respect to a given mark may have economic results, but 
whether an action is to be taken or not—and the measure of its 
success—depends upon a psychological evaluation of what is 
likely to happen in the public mind in the marketplace. 

In determining whether or not to proceed against a given 
mark, it is not enough to look at past decisions and find cases 
where certain marks were found to be ‘‘confusingly similar’’ and 
then reason that the marks which you have under consideration 
are ‘‘just as close’’ as the earlier ones. That is using the mathe- 
matical formula. Nor is it helpful to find cases where this product 
and that product were found to be ‘‘ goods of the same descriptive 
properties’’—or more recently ‘‘goods of the same descriptive 
character’’—or even more recently ‘‘related goods’’—and then 
reason that the products under consideration are ‘‘just as close’’ 
as the earlier ones. The matter should be resolved by the practical 
application of the psychology of the marketplace. 

First, we must recognize the fact that the general purchasing 
public reacts psychologically in a normal manner—even as you 
and I. Then, we must look at the marks on the products—not as 
they appear on a drawing filed with an application, or in a printed 
copy of a registration, or on specimens completely dissociated 
from the goods. Then, we must look to the circumstances and 
conditions surrounding the purchase and sale of the involved 
goods. With this picture before us, we must apply the consumer 
psychology which is likely to surround the actual purchase of the 
goods by the average purchaser. 

Some specific examples of what I mean may be helpful. 

Many trademarks are ordinary words of the language arbi- 
trarily used. We must recognize the fact that in the mind of the 
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public there is a mental association of the word with something. 
Let us take, for example, promepary. All adults and most children 
above a very young age immediately associate mentally the word 
‘‘dromedary’’ with the desert animal with one hump on its back. 
But then we apply the word to a package of dates, and a market 
is created for dates known as promEepARy dates. The word now 
may create two different mental associations, depending upon the 
context in which it is used. 

Now let us suppose that another starts using DROMEDARY on 
cookies and crackers. Considering the circumstances and condi- 
tions surrounding the purchase of dates and cookies and crackers, 
what is likely to be the psychological reaction of the purchaser 
in the grocery store? Is she likely to associate the word with the 
animal or with the dates and their producer? Is she likely to 
think that the cookies and crackers are another product put out 
by the producer of promepary dates or are approved or spon- 
sored, or in some way connected with him—or is she more likely 
to think merely of the animal and this new use of the word? Now, 
let us suppose that the second user uses the word pRoMEDARY on 
penknives. Considering the circumstances and conditions sur- 
rounding the purchase of dates and of penknives, what is likely 
to be the psychological reaction or mental association of the 
word? 

Another example. Let us take camex. All adults and most 
children above a very young age immediately associate the word 
‘‘camel’’ with the desert animal with two humps on its back. But 
then we apply the word to a package of cigarettes, and a market 
is created for cigarettes known as camets. The word now may 
create two different mental associations, depending upon the con- 
text in which it is used. 

Now let us suppose that another starts using caMEL on cigar 
lighters. Considering the circumstances and conditions surround- 
ing the purchase of cigarettes and lighters, what is likely to be 
the psychological reaction of the purchaser at the cigar counter? 
Is he likely to associate the word with the animal or with the 
cigarette producer? Is he likely to think that the cigar lighter is 
another product put out by the producer of came. cigarettes, or 
is approved, or sponsored, or in some way connected with him— 
or is he more likely to think merely of the animal and this new 
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use of the word? Now let us suppose that the second user uses 
the word caMEL for penknives. Considering the circumstances and 
conditions surrounding the purchase of cigarettes and penknives, 
what is likely to be the psychological reaction or mental association 
of the word? 

Thus, we see that the thing to be evaluated when the products 
are different and the mark is the same is not whether the goods 
are ‘‘of the same character’’ or ‘‘related,’’ but, rather, the prob- 
able psychological reaction in the public mind. 

But what about those situations where the goods are the same 
(or might normally be found in a line of a single producer) and 
the marks are not the same? 

To digress for a moment, you will recall that the statute 
provides for refusal of registration if confusion, mistake or de- 
ception of purchasers is likely. These three terms—‘‘confusion’’ 
and ‘‘mistake’’ and ‘‘deception’’—are not identical terms—nor 
should they be used interchangeably. In a given case, it may be 
that all three are likely to result, but this does not necessarily 
follow in all cases. 

Consumer confusion results when two marks stimulate sub- 
stantially identical psychological reactions in the minds of pur- 
chasers when they see the marks on the goods, and a mental asso- 
ciation is created as between the involved products or their 
producers. TORNADO and cycLoneE on fencing, for example. 

Consumer mistake results when two marks sound so much 
alike or look so much alike that one product is purchased when 
the other is intended. NITEY-NITE and MIGHTY-MITE on children’s 
clothing; or coca-coua and cHERIOLA in the familiar white script 
on a red background on soft drinks—for example. 

Consumer deception results when two marks engender the 
same psychological impression, or look so much alike, or sound 
so much alike that unscrupulous dealers are led to believe that 
they can sell the second user’s goods for those of the first without 
fear of detection, or if detected, with an excuse believed sufficient 
to excuse the action. 

It is ‘‘consumer confusion’’ with which this paper primarily 
concerns itself. 

The determination of likelihood of confusion of purchasers 
is one of the more ‘‘inexact sciences’’ of our jurisprudence. It 
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cannot be resolved by mathematics of either the higher or lower 
order. A determination can be made only by evaluating the prob- 
able psychological impact of the marks upon the average pur- 
chaser as he buys the goods under ordinary circumstances and 
conditions of the trade. It requires a kind of ‘‘dual personality’’ 
of the person making it. I say ‘‘dual personality’’ because a knowl- 
edge of the law is basic in evaluating the evidence in the light 
of the statutes and decisions—and having made this evaluation, 
the judge or other hearing officer must then dissociate himself 
from his specialized legal knowledge and his ‘‘extra-conscious- 
ness’’ of trademarks, assume the traits and characteristics of the 
average purchaser buying the goods in the usual trade outlets, 
and try to determine what the psychological reactions and mental 
associations are likely to be as a result of what the trademark 
user has done. 

There are many facts and circumstances which are brought 
into play in arriving at a conclusion—and that is where the lawyers 
come in. No judge and no tribunal in the Patent Office can, in 
a given case, know all the facts which would be helpful in making 
a proper evaluation. 

As I have suggested, trademark rights do not exist in the 
abstract—nor do they exist in a vacuum. We want very much to 
make the register in the Patent Office reflect the rights of all inter- 
state users of marks. This is to say that we will, to the best of 
our abilities, make proper evaluations on the basis of facts which 
are presented and facts which are common knowledge. But the 
burden of giving the facts is upon the person asserting rights. 
In appropriate cases, we need to know—what is the commercial 
magnetism of the mark? Where and how much has it been used, 
and on what? Where and how much it has been advertised—or 
exploited—‘‘to induce a purchaser to select what he wants or 
what he has been led to believe that he wants?’’ What efforts have 
been expended to, as Mr. Justice Frankfurter said, ‘‘impregnate 
the atmosphere of the market with the drawing power of a con- 
genial symbol?’’ What ‘‘psychological current’’ has been ‘‘en- 
gendered by the various advertising devices which give a trade- 
mark its potency?’’ In use, is it the mark by which the product 
is known, or is it associated with a house mark or other primary 
mark? Has the advertising associated it with the primary mark 
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to the extent that the impression is one of ‘‘unity?’’ What are 
the practices in the trade or industry with respect to using single 
marks on different goods, multiple similar marks on different 
goods, or specific marks for specific products, none of which bear 
any relationship to each other? Where and how are the products 
sold? Who are the ‘‘average’’ purchasers? What are the circum- 
stances and conditions surrounding the purchase and sale? Are 
they impulsively purchased or is care exercised? Are the usual 
trade outlets self-service or otherwise? What, if any, practices 
in the trade or industry have ‘‘conditioned the mind’’ of the 
purchasing public so as to minimize the likelihood of confusion? 
What, if any, equitable rights exist? If you will give us these 
and other facts which will paint the picture in broad strokes— 
we shall then be better able to place ourselves in the position of 
the ‘‘average purchasers’’ and determine what their psychological 
reactions and mental associations are likely to be. 

‘‘The protection of trademarks is the law’s recognition of the 
psychological function of symbols’’—but that function can be 
evaluated only on the basis of the facts. 


a 
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CURRENT PROBLEMS IN TRADEMARK LAW 


in the December issue of the Reporter.—Eb. 


INTER PARTES PROCEEDINGS AND PRACTICE UNDER THE 
NEW TRADEMARK RULES* 


By Lenore B. Stoughton** 


Concurrent Use Proceedings 


As concurrent registrations and the proceedings leading up 
to them were innovations introduced by the Lanham Act, they 
must still be approached without benefit of the great background 
of decisional interpretation which gives so much guidance in the 
other types of inter partes proceedings. Consideration of them 
can well begin, however, by reference to the recent Chadbourn 
decision’ which contains some very interesting and helpful general 
discussion. 


One of the points made in the decision is that a concurrent 
registration is not intended to be a method of resolving a con- 
troversy. This highlights a significant difference from the other 
inter partes proceedings. The others all begin on a premise that 
a right claimed by one party conflicts in some way with the right 
claimed by another. The concurrent use proceeding arises from a 
claim of a directly opposite nature. It is an outgrowth from an 
application in which the applicant acknowledges the use of a 
similar mark by another, but makes no attack on it. On the con- 
trary, he asserts that there is in fact no conflict between the two. 


In the earlier days such an application was followed by the 
institution of the proceeding almost as a matter of course. The 
new decision points out, however, that such proceedings should not 
be instituted routinely—merely because a concurrent claim has 
been set up. The claim must be such as to make a prima facie 
ground for recognition of the separate concurrent rights without 


* Based on notes for lecture delivered before the Practising Law Institute on 
September 28, 1955, New York City. 

** Member of the New York bar; member of the firm of Rogers, Hoge & Hills, 
New York; Associate Member U.S.T.A. 

1. Ea parte Chadbourn Hosiery Mills, Inc., 107 USPQ 12, 45 TMR 1386. 
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Printed below are two additional papers presented during the Fall 
program of the Practising Law Institute. The first lectures were carried 
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apparent likelihood of confusion, mistake or deception of the pub- 
lic. From this, it follows that the Patent Office will, in future, 
exercise its administrative discretion in rejecting an application 
ex parte on the ground of likelihood of confusion, even though the 
application does make a concurrent claim. 

In instances where a concurrent use proceeding is set up, it 
can be said to have a dual purpose. In a sense, it is an exploratory 
proceeding which gives the Patent Office an opportunity to check 
on its first impression as to the propriety of the applicant’s claim 
of concurrent right. At the same time, it affords the other party 
an opportunity to protect his own right by contesting the claim if 
he wishes. 

The proceeding is contemplated by Section 2(d) of the Trade- 
mark Act and is initiated by the procedure now outlined in Rule 
2.99. It is instituted by the Examiner of Trademarks after he has 
decided that the applicant’s mark is otherwise ready for publica- 
tion or allowance. He then requires the applicant to supply extra 
copies of the application and prepares a formal notice of the pro- 
ceeding for each party involved. 

At that point, the whole case moves into the hands of the 
Examiner of Interferences. He forwards the notice and a copy 
of the application to each concurrent party named in it. If such 
party holds an application or registration which is specified in the 
concurrent application, he may file an answer to the notice if he 
wishes, but he will have an opportunity to offer proofs whether he 
files an answer or not. Unless he has offered his own mark to the 
Patent Office for registration, however, he must file an answer 
within forty days or he will be regarded as in default. He will 
then have no opportunity to offer proofs to controvert or limit the 
applicant’s claim. 

Nevertheless, proofs by the applicant will still be required 
to support and supplement the statements in the application. This 
more detailed showing is necessary not merely to confirm the 
claim, but to furnish the information which enables the Examiner 
of Interferences to arrive at an appropriate decision. It is his 
duty to determine first whether the concurrent registration should 
be granted at all. If it is to be granted, then he must also define 
the conditions and limitations which are to be specified in the 
certificate. 
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Since the whole question of the right to concurrent registration 
must be reviewed as a matter of statutory duty, the duty remains 
even when the parties themselves are in agreement. So, for ex- 
ample, in the Lincoln case* concurrent applications on that mark 
were rejected in spite of a showing that the two parties had agreed 
as to the trade fields in which they might respectively use it. On 
appeal by both parties the Examiner-in-Chief pointed out that, 
regardless of the agreement, the statute required a specific finding 
that confusion or mistake or deception of purchasers was not likely 
to result from the continued concurrent uses. He did not think 
he could make that finding after considering the close relationship 
of the goods involved—which were respectively radio receiving 
sets for home use and radios for automobiles—and so he refused 
to register the mark at all. 

Under the new Patent Office policy it seems probable that in 
these circumstances the concurrent use proceeding would never 
have been instituted. More likely the Examiner of Trademarks 
would have exercised his own judgment and rejected the applica- 
tions himself on the ground of the likelihood of confusion. 

However, once a concurrent use proceeding has been set up, 
the subsequent procedure in general follows the practice prescribed 
by the Rules for interference proceedings. And since the Rules 
often refer to steps to be taken by ‘‘the party in the position of 
a plaintiff,’’ it may be helpful to keep clearly in mind the designa- 
tions made in Rule 2.117(b). Under that rule the applicant is the 
party in the position of a plaintiff in this type of proceeding just 
as he is in an interference proceeding; or, if two applications are 
involved, the applicant having the later filing date takes that posi- 
tion. The adversary is then deemed to be in the position of a 
defendant. 

Interferences 

An interference is the only other type of inter partes pro- 
ceeding which is instituted by the Examiner of Trademarks. This 
too begins as a sort of exploratory proceeding for the information 
of the Patent Office. It is a means of ascertaining the priority of 
rights under apparently conflicting claims, represented on the one 
hand by a pending application and on the other by either an earlier 


2. Ford Motor Company v. Lincoln Radio § Television Corporation, 44 TMR 203. 
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application or a subsisting registration. No interference will be 
declared until the Examiner is satisfied that the mark with the 
later filing date is otherwise eligible for registration, and has 
passed it to publication. If he intends to declare it in interference 
with another mark, he will usually so notify the applicant at that 
time, and will declare the interference in due course after the time 
for opposition has expired. 

An interference proceeding is authorized by Section 16 of the 
Act and the course of procedure in the early stages is outlined in 
Rules 2.91 through 2.98. Such proceedings are comparatively in- 
frequent, because they can arise only within the rather narrow 
field defined in Rule 2.91. The application with the later filing date 
must assert a claim of use prior to the filing date of the other mark, 
and both marks must be within the purview of the Principal Reg- 
ister. There is no declaration of interference with respect to 
applications or registrations on the Supplemental Register or 
ynder the 1920 Act, or with respect to a registration which has 
become incontestable. 

The Examiner of Trademarks, having declared the interfer- 


ence, may then dissolve it on a motion presented by either party 
on any one of the grounds specified in Rule 2.94. These grounds 


are: 

(1) That no interference, in fact, exists; 

(2) That there has been irregularity in the declaration which 
will preclude a proper determination of the interference; 
or 

(3) That the applicant’s mark is not registrable. 

In connection with the first ground mentioned—the assertion 
that no interference in fact exists—it is interesting to note from 
the report of one concurrent use proceeding® that in at least that 
one instance dissolution of an interference between two applica- 
tions was granted on a joint motion in which the parties agreed 
to seek concurrent registrations. After that history it is further 
interesting to learn that in the ensuing concurrent use proceeding, 
the Assistant Commissioner held that the mark of one party was 
not eligible for registration because it did not perform a trademark 
function, and the other applicant was therefore entitled to an 
unlimited (not concurrent) registration. 


3. Wieta v. Young’s Merchandising Corporation, 100 USPQ 192, 44 TMR 686. 
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When dissolution of the interference is granted on a motion 
made by one party alone, the other party may appeal from the 
decision (Rule 2.95). If the motion is denied, there is no appeal 
and the case goes forward to the Examiner of Interferences for 
further proceedings. He will set the times for the taking of testi- 
mony, and the subsequent procedure will be before him until he 
eventually renders a decision. 


The primary issue on the declaration of interference is as to 
priority of adoption and use of the interfering marks (Rule 2.96), 
and the burden of proof in that respect is on the party having the 
later filing date. The issues may be enlarged, however, by the 
filing of a pleading by either party setting forth affirmatively any 
other matter which affects his own right or that of his adversary 
to receive or maintain a registration (Rule 2.97). The burden of 
proof as to such matters is on the pleader. 

The pleading must be filed within 50 days after issuance of 
the notice of interference. It may not attack the validity of an 
adversary’s registration except by way of an explicit request for 
its cancellation. A reply to such a request must be made within 
10 days. No reply to other affirmative defenses is necessary. 

At the conclusion of the case, the Examiner may make any 
order which he thinks appropriate: he may allow a registration 
to either party or both, or deny a registration to either or both. 
He may cancel an existing registration, even though that has not 
been specifically requested, if he is satisfied that the later appli- 
cant has a prior right and that there is a real conflict between 
the two marks. His authority in that respect is outlined in Rule 
2.96 and has its statutory basis in Section 18 of the Act. In one 
example of the use of this authority, in an interference between 
a new application and a subsisting registration, the similarity 
of the marks was clear and the applicant established priority of 
adoption and use—and so the new application was granted and 
the old registration was canceled.* In another case, a registration 
was canceled because it was found to have been improperly issued, 
although the applicant was held not to be entitled to a registration 
either.°® 


4. R. J. Moran Co. v. Gordon, 101 USPQ 206, 44 TMR 861. 
5. Industrial Abrasives, Inc, v. Strong, 101 USPQ 420, 44 TMR 1193. 
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Oppositions and Cancellations 

Oppositions are by far the most common type of inter partes 
proceeding. They and cancellation proceedings are so much alike, 
that to a large extent they can be considered together. 

Each is begun as a deliberate attack by one party on the 
right of registration claimed by another. Each is begun by the 
filing of a pleading in the nature of a complaint, which must con- 
tain all the allegations necessary to state a claim on which relief 
can be granted. It must state the specific grounds for the action 
(Rules 2.104, 2.112). It must show in what respects the pleader 
claims a right equal or superior to that of his adversary and must 
indicate the reasons why he is anticipating or already suffering 
injury. If it is deficient in any such respect, it is subject to a 
motion to dismiss. 

As both oppositions and cancellations are statutory proceed- 
ings, the requirements of the Act for their institution must be 
strictly observed. A notice of opposition is filed pursuant to the 
provisions of Section 13 of the Act and Rules 2.101—2.104. The 
time for filing runs for 30 days from the date of publication of 
the offending mark in the Official Gazette. If it is not feasible for 
the intending opposer to file a verified notice within that time 
limit, however, he still has two alternative ways to save his posi- 
tion. Before the expiration of the 30-day period he may either 
apply for an extension of the time, or file an unverified notice and 
pay the fee on it. 

In most instances it seems preferable to ask for an extension. 
Rule 2.102 requires that the request be accompanied or followed 
by a showing of good cause for it, but in practice the Office has 
been liberal in granting extensions on a simple request stating 
any reasonable ground. 

The other procedure—the filing of an unverified notice—is the 
one which always had to be followed to save the situation before 
the Act authorized the Commissioner to extend the time. It still 
has the advantage of avoiding any uncertainty about the granting 
of an extension. In other ways, it is more cumbersome, for an 
unverified notice must be followed by a verification or a verified 
notice within 30 days or such longer time as the Commissioner 
may fix. Also it is risky in a situation where the attorney does 
not yet have definite and full information as to the facts to be 
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alleged in it. It is essential to have such a notice correct and 
complete as to the grounds to be asserted, within the 30-day limit, 
because it cannot be amended after that time. 

Section 14 of the Act prescribes the times and conditions in 
which a petition for cancellation may be filed. In so doing it also 
indicates some of the possible grounds for cancellation. A peti- 
tioner is limited to the times but not to the grounds so indicated. 
Like an opposer, he may proceed on any ground on which he can 
predicate a claim of legal injury. Also, he may include in one 
petition applications for cancellation of two or more registra- 
tions held by the one registrant, with the proviso only that he 
must pay a separate fee in relation to each. The Rules in these 
respects and with respect to the formal institution of the proceed- 
ing are 2.111—2.113. 

Under Rules 2.106 and 2.114, either a notice of opposition or 
a petition for cancellation can be withdrawn without prejudice 
at any time before an answer is filed. After an answer is in, a 
withdrawal can still be made, but not without prejudice unless the 
adversary so consents. The time for answer is fixed in the official 
notice setting up the proceeding. The Rules require allowance of 
not less than 30 days for it. The present Office practice seems to 
be to allow 40 days routinely; and a still longer time is frequently 
allowed in special circumstances, such as when the defending party 
is located in a foreign country. 

An answer may contain any affirmative defense, including a 
request for cancellation of any registration pleaded by the attack- 
ing party. The permission to seek cancellation in this way is an 
innovation in the new Rules 2.106(b) and 2.114(b). This super- 
sedes the old practice which required a formal counterclaim for 
the purpose. The change is, however, quite in accord with the 
general intent expressed in Section 18 of the Act to permit the 
Commissioner to make a full determination of the true rights of 
each party to such a proceeding. And it is still true that no attack 
may be made on the validity of the pleaded registered mark except 
as a part of a request for its cancellation. 

The opposer or petitioner should reply to such a plea for can- 
cellation, but need not reply to any other affirmative defense in 
the answer. In considering defenses from a substantive stand- 
point, there is a new decision of special interest on a point which 
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has been a rather perplexing one. It is in the case of Salem Com- 
modities, Incorporated v. The Miami Margarine Company, 106 
USPQ 411, an opvosition proceeding decided by Assistant Com- 
missioner Leeds on September 12, 1955, and its importance lies in 
its discussion of laches, acquiescence, and estoppel as defenses in 
Patent Office proceedings. — 

Ever since we have had the Lanham Act in effect, we have had 
the provision of Section 19 that ‘‘in all inter partes proceedings 
equitable principles of laches, estoppel, and acquiescence, where 
applicable may be considered and applied.’’ This is a departure 
from the former concept that equitable considerations should gen- 
erally play no part in these statutory proceedings, and there has 
been a great deal of confusion and uncertainty as to the circum- 
stances in which such defenses are really ‘‘applicable.’’ 

In the Willson case® the Court of Customs and Patent Appeals 
finally confirmed that laches should be recognized as a defense 
precluding an unduly belated plea for cancellation of a registra- 
tion, even when the petitioner had had only constructive notice 
of it. A distinction was drawn by the Examiner-in-Chief in a later 
case’ on behalf of a petitioner who was trying to clear the record 
for registration of his own prior mark. That petitioner was not 
shown to have had any actual knowledge of the registration until 
it was cited against his application and it was thought improper 
‘to leave a registration in the hands of the later user while de- 
priving the earlier user of a registration.’’ 

But contesting parties and the Office tribunals have had more 
difficulty in trying to apply these equitable principles in opposition 
cases. The Salem decision confirms the doctrine enunciated in 
some of the earlier cases,® holding that laches is not a defense to 
an opposition. But it suggests that the principal difficulty in the 
pleading, argument, and application of these equitable defenses 
has come from the failure of both the parties and the tribunals 


6. Willson v. Graphol Products Co., Inc., 38 C.C.P.A. (Patents) 1030, 38 TMR 323, 
involving a delay of 10 years during which the petitioner had at least had constructive 
notice of the mark. 

7. The Erie Brewing Company v. Koller Brewing Company, Inc., 44 TMR 548. 

8. General Motors v. U.S. Air Conditioning Corp., 92 USPQ 257, 42 TMR 326, 
New Era Shirt Co. v. Frank, 90 USPQ 127, 41 TMR 864, Krantz Brewing Co. v. Kelly 
Importing Co., Inc., 96 USPQ 219, 43 TMR 312, Locatelli, Inc. v. Lucatelli Packing Co., 
97 USPQ 305, 43 TMR 978; and for comparison, Standard Oil Co. of N.J. v. Eddington 
Metal Specialty Co., 77 USPQ 399, 38 TMR 715, Mercury Mfg. Co. v. Mercury Clutch 
Corp., 79 USPQ 356, 39 TMR 65, Sleepmaster Products Co., Inc. v. Cleveland Welding 
Co., 89 USPQ 281, 41 TMR 619. 
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to recognize the distinction between laches and acquiescence. The 
discussion is too long to repeat in full here, but is recommended 
for careful reading. The conclusion reached is that while laches 
is not ordinarily applicable in an opposition proceeding, acqui- 
escence in use of the applicant’s mark may create an estoppel 
against any right the opposer may once have had to prevent its 
registration. 

In the Salem case, the applicant had pleaded not laches, but 
acquiescence and estoppel. Its mark had been used for 12 years 
before the application was filed, with opposer’s presumptive knowl- 
edge and without protest. The decision says that ‘‘opposer’s 
quiescence has been such that its assent to applicant’s continued 
promotion and sale of its product under the mark may reasonably 
be inferred. Opposer has been silent when it should have spoken.’’ 
This silent assent to the use of the mark is held to create an 
estoppel against objection to the registration. 

Nevertheless, dismissal of the opposition on that score did 
not end the Commissioner’s consideration of the application. There 
still remained the question of whether or not opposer’s registration 
required an ex parte refusal of registration on the statutory ground 
of likelihood of confusion. But the registration was granted, and 
the conclusion that it should be rests largely on the fact that ‘‘not 
one scintilla of evidence was presented to show or even suggest 
confusion’’ during the long period of concurrent use. Thus, in 
this aspect, the Salem case is another in the growing line of deci- 
sions holding that absence of confusion over a long period of the 
past creates a presumption that there will be no confusion in the 
future.°® 

Subsequent Procedure 

After the pleadings in opposition and cancellation proceed- 
ings are complete, the times for testimony are set. These cases 
are then at the same point which is more quickly reached in the 
other types of inter partes proceedings, and thereafter the same 
general procedure prevails in all of them. 


9. Including Myers v. Polk Miller Products Corp., 40 C.C.P.A. (Patents) 739, 43 
TMR 276; In re Myers, 40 C.C.P.A. (Patents) 737, 43 TMR 284; Standard Brands 
Incorporated v. Isenberg, 82 USPQ 106, 39 TMR 746; Fleetwood Coffee Co. v. H.P. Coffee 
Company, 91 USPQ 179, 41 TMR 1116; B.A. Railton Co. v. The American Sugar 
Refining Company, 99 USPQ 141, 44 TMR 312; Sleepmaster Products Company, Inc. v. 
American Auto-Felt Corporation, 104 USPQ 35, 45 TMR 229; Sunkist Growers, Inc. v. 
Redbanks Orchard Co., 102 USPQ 409, 45 TMR 106; Rohm § Haas Company v. The 
C.P. Hall Company, 105 USPQ 155, 45 TMR 734; and several others. 
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If there are motions to be made, the practice is prescribed in 
Rule 2.127. The motion must contain a full statement of the 
grounds for it, and must also contain or be accompanied by any 
brief which the moving party desires to submit to support it. A 
brief in opposition must be filed within 15 days unless otherwise 
specified or extended by the-ixaminer. There will be no oral hear- 
ing on a motion unless specially ordered by him. 

The present Rule 2.117 carries forward the old provision that 
the Federal Rules of Civil Procedure shall apply in these pro- 
ceedings ‘‘wherever considered applicable and appropriate’’ and 
‘fexcept as otherwise provided.’’ However, the new Rules them- 
selves deal with some matters which were previously left to 
adaptation of the Federal Rules, and provisions for discovery 
procedures are a major addition. Now Rule 2.120 makes de- 
tailed provisions, and the times for taking testimony are being 
set far enough in advance to allow ample time to any party to 
seek discovery if he wishes. 


Discovery Procedure 


Rule 2.120 deals first with the subject of written interroga- 
tories. It says that they may relate to ‘‘any unprivileged mat- 
ter peculiarly within the knowledge and control of the interro- 
gated party which may be relevant and material to the claim or 
defense of the interrogating party or reasonably calculated to 
lead to the discovery of admissible evidence in support of such 
claim or defense.’’ However, this broad language is modified 
by the specific limitation that the inquiries must relate to ques- 
tions within any one of five categories: 

1. The issues of abandonment, non-use, title or fraud; 

2. The existence, description, nature, custody or location of 
any books, documents or other tangible things; 

3. The identity and addresses of persons having knowledge of 
designated facts, material to the issues; 

4. A more particular description of the goods of the interro- 
gated party; 

5. The first date of use which the interrogated party may claim 
for his mark. 


The interrogatories are to be served in duplicate on the ad- 
versary. Within 15 days thereafter, he must serve, also in dupli- 
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cate, his answers to all interrogatories to which he does not make 
objection, and his objections to any which he thinks improper. 
The interrogatories and answers are not to be filed in the Patent 
Office, but objections must be filed, and both parties may file briefs 
with respect to them. Answers to these questions are to be de- 
ferred until a decision is rendered on the objections. The decision 
will fix a new date for answers, if necessary. 

The answers to interrogatories can be introduced into the 
record only by the interrogating party, and only by his filing a 
notice of reliance on them, setting forth in full each interrogatory 
and answer so relied upon. 

Discovery may be made by taking depositions instead, within 
the same limitations as written interrogatories and with the same 
requirement that a notice of reliance be filed, identifying the por- 
tions to be relied upon as evidence in the record. 

Requests for admissions may be made with respect to the 
genuineness of any relevant documents or the truth of any 
material or relevant facts which are believed to be within the 
knowledge of both parties. Such matters shall be deemed to be 
admitted unless a reply is made to the contrary or objections are 
filed. Objections to these requests are subject to briefing and 
determination in the same manner as objections to interrogatories. 

Motions to produce documents and other tangible articles for 
inspection and copying or photographing are limited to articles 
within the scope of the grounds for interrogatories and within 
the possession, custody or control of the adverse party. 

If there is failure or refusal to make answer to any proper 
question, or to comply with an order to produce, the Examiner 
may strike out all or any part of that party’s pleading, or dis- 
miss his action or proceeding in whole or in part, or enter judg- 
ment as by default against him, or take such other action as may 
be deemed appropriate. 


Testimony 


The new Rule 2.121 contains the old provisions for assign- 
ment of times for the taking of testimony, and the importance of 
offering evidence deserves some emphasis. These cases are cases 
of fact as to the rights of the respective parties, and most fre- 
quently involve questions as to likelihood of confusion. Patent 
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Office decisions have repeatedly stressed the need for facts upon 
which to reach a decision.’® 

Moreover, the failure of a party in the position of a plain- 
tiff to take testimony or offer other evidence in support of his 
claim may lead to its summary dismissal. Under the old Rule 24.4 
in such a situation, the adverse party could apply for an order 
to show cause why judgment 8hould not be entered as by default. 
This provision is continued under new Rule 2.132(b) with a fur- 
ther provision for the event that the first party has offered no 
evidence other than Patent Office Records. 

There are several new provisions relating to the presenta- 
tion of evidence. Under Rule 2.122, the files of any application 
or registration under attack form part of the record without any 
action by the parties, and may be referred to for any competent 
and relevant purpose. In conjunction with this provision, how- 
ever, there should be kept in mind the limitation prescribed in 
Rule 2.126 that allegations of dates of first use in an application 
are not evidence on behalf of the party who made them, nor will 
the specimens on file be considered as evidence of use of his mark 
unless they are identified and introduced as exhibits. 

The proof of registration and of title is simplified by para- 
graph (b) of Rule 2.122. A registration pleaded by an opposer 
or a petitioner for cancellation will be received in evidence and 
made part of the record if two printed copies of it accompany the 
pleading. The Patent Office will take notice of the fact shown by 
its own records of renewal of such a registration, publication 
thereof under Section 12(c), and the filing of affidavits under 
Sections 8 and 15; and no proof need be made with respect to such 
matters. The Patent Office will also take notice of a recorded 
assignment which is identified in any pleading, and no other proof 
as to such assignment need be offered. This is a useful point to 
keep in mind in preparing a notice of opposition or petition for 
cancellation based on a registered mark. 

Printed publications and official records may be introduced 
before the closing of the time for testimony, by serving and filing 





10. The Hewitt Soap Company, Inc. v. Lan-O-Sheen, Inc., 44 TMR 300; Carafol- 
Silverman Company v. Julette Originals, 44 TMR 314; Desmond’s Inc. v. The Shirtcraft 
Company, Inc., 44 TMR 569; The Crown Overall Manufacturing Company v. Eclipse 
Knitting Mills, Inc., 100 USPQ 233, 44 TMR 696; North Star Woolen Mill Company 
v. Caljax Incorporated, 44 TMR 210; Whitehall Pharmacal Company v. McPhail, 44 
TMR 213. 





20 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


a copy of the desired material with a notice under Patent Rule 
1.282. This continues the previous practice except that the new 
Rule 2.123(c) now specifies that a copy of an official record of the 
Patent Office need not be certified for this purpose. 

Rule 2.123(b) gives explicit permission for use of stipulations 
as to facts or stipulations as to what the testimony of a particular 
witness would be. There is a new provision for taking testimony 
by propounding written questions and cross questions to a wit- 
ness. This has been the regular procedure for the taking of for- 
eign testimony for use here, but it has not hitherto been permissible 
for examination of a witness within this country. The procedural 
steps are outlined in Rule 2.124, which also provides that if the 
adverse party objects for good cause, he may move for an order 
requiring the testimony to be taken by oral examination instead. 

The new Rules make no change in the procedure for giving 
notice and taking testimony by oral examination, but there is a 
change in the requirement as to the transcripts. Now, under Rule 
2.125, the original transcript and exhibits and one copy only are to 
be filed in the Patent Office. Another copy, with a set of copies 
of the documentary exhibits, is required to be served on each 
adverse party within 30 days after completion of the taking of 
the testimony. 

Briefs and Times 


Rule 2.128 deals with final hearing and briefs. It imposes a 
new requirement that a brief must contain an alphabetical index 
of the cases cited in it. It makes a much more significant change 
from the former practice by providing that there will be no oral 
argument unless it is specifically requested by a party by a 
separate notice filed not later than his brief. Without such request, 
the case will be decided on the record and briefs. 

With this abolition of the final hearing as a regular practice, 
there has come a new method of computing the time for briefs. 
Under the old Rule, the times were computed backward from the 
hearing date. Now they are computed forward from preceding 
dates: 


The first one within 40 days after the closing date for 
rebuttal testimony ; 
The answering brief within 30 days after service of the 
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first; and the reply within 10 days after service of the pre- 
ceding brief. 


In this connection and otherwise, however, attention is called 
to the new Rule 2.119 about times for service. There are many 
places in the Rules where the time for serving a pleading, brief, 
or other paper is fixed as a specified number of days after the ad- 
versary has served a preceding paper. The new Rule makes a 
general provision for extension of such times when the preceding 
paper has been served by mail. The date of mailing is considered 
the date of service, but 5 days are added to the prescribed time 
of the recipient for taking subsequent action. This additional 
time may be very useful when the parties are located at long 
distances from each other and the prescribed time is short, and it 
should be taken into account when docketing the receipt of papers. 
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PRESERVING AND POLICING TRADEMARKS* 
By John J. Horan** 


Assuming that you have selected the best possible trademark 
for your client’s purposes, what steps should you take to preserve 
the validity and integrity of that trademark for your client? 

The steps to be taken to preserve and police a mark prior to 
litigation do not, in general, involve any complex questions of 
law. It is my understanding that my task is to state to you one 
particular practical approach to this problem which has worked; 
you, of course, must decide whether or not it is the approach which 
will prove most effective for your client. 

Assuming that you have selected and cleared your trademark 
internally, what steps should you or your client take to preserve it? 

The first thing is, I believe, to establish the use of your mark 
as soon as possible. Often, as a practical matter, establishing use 
of a trademark will precede full scale commercial sale of a prod- 
uct under the mark. The initial use will, therefore, usually be a 
special one made for the specific purpose of establishing trade- 
mark use. 

We have established a special procedure for a preliminary 
label printing for this purpose. It involves a minimum run on 
labels in our print shop and is done on the basis of a routine re- 
quest embodied in a form memorandum. This procedure often 
saves several months’ time over waiting for the normal commercial 
label production. The initial use may, of course, be established 
with handwritten or typewritten labels. I would recommend that 
this be done only where time or economy prevents printing labels, 
since as a practical matter others with whom you may have 
disputes in the future will be inclined to look with suspicion on 
typewritten or handprinted labels, and question their legitimacy. 

The question will almost invariably be raised as to whether 
shipment of a product to another branch of your company located 
in a different state will be sufficient for establishing use. There 
is a definite question in the cases as to whether this is sufficient, 


* Lecture delivered before the Practising Law Institute, October 5, 1955, New 
York City. 

** Trademark counsel, Merck & Co., Inc.; member of New York bar; member 
Lawyers’ Advisory Committee U. 8. T. A.; Chairman, Patent and Trade Name Committee, 
APMA. 
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and I would strongly recommend that you take the position that 
it is not. Generally, you will find it possible to arrange for a 
legitimate sale of the product to a regular or prospective cus- 
tomer. The sale will often have to be at a reduced price but it 
should, if possible, be a regular commercial sale or at least as 
close to it as you can come. It is important to have the shipment 
made through the normal commercial channels with the routine 
invoices and bookkeeping entries. I suggest that you make sure 
that the invoice reads ‘‘trademark brand generic name’’, for ex- 
ample, ‘‘acme brand Aspirin’’. Have an extra carbon copy made 
of the original invoice and forwarded to you for inclusion in your 
trademark file. If possible, see that the usual commercial copies 
are also kept in your regular commercial files. This then will 
give you the legal date of first use of your mark in interstate 
commerce. 
Generic Name 


We have suggested that the original shipping invoice carry 
both the trademark and the generic name of the product. This 
presupposes, of course, that a common or generic name for a 
product exists or has been selected. The selection of a suitable 
generic name is indeed a most essential step in the preservation 
of a trademark. This problem is, of course, particularly acute in 
industries such as the drug or chemical industry where completely 
new compounds are being developed and marketed. 

The requirement that a generic name be provided for a new 
substance in order to prevent loss of distinctiveness of a trade- 
mark used with it is stated so frequently among trademark law- 
yers that it has become a professional platitude. It nevertheless 
continues to be one of the most frequently abused or ignored re- 
quirements of good trademark management. The only apparent 
explanation is that many firms are either poorly advised on trade- 
mark matters or deliberately jeopardize the distinctiveness of their 
mark for the purpose of acquiring the sales advantage that 
accrues to a trademark owner where the public is not aware of 
any other term by which to ask for it. I feel that as a trademark 
lawyer you should strongly advise your client against such a 
course. This misuse of a trademark jeopardizes not only your 
client’s mark but our entire system of trademark law, by encour- 
aging the propagation of the ideas still found in many courts that 
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a trademark is an artificial monopoly. There are innumerable 
instances of new products which have been marketed successfully 
without abuse of the requirements of the trademark law; where 
the labels and advertising have from the begining contained both 
the trademark and the generic name of the product. 

In this connection, I feel that there is no necessity to accord 
the same emphasis or typographical treatment to both. It is suffi- 
cient that the generic name be set out clearly so that it can be 
known and is available for use by any member of the public who 
chooses to use it. 

It is true that there are cases which would indicate that a 
trademark may be lost by becoming generic in spite of sincere 
efforts of the trademark owner to the contrary. I can only say 
that while there is some language in the cases and in the Lanham 
Act to support this view, I know of no case in which it has in 
fact taken place. I am moreover convinced that it is most unlikely 
that any court will hold a trademark generic where the trademark 
owner has from the beginning used a suitable generic name with 
the trademark in his advertising and on his labels. 

Piles 

I have suggested that you place your carbon of the original 
shipping invoice in your trademark file. Actually, your file should 
already contain a substantial amount of material. The file should 
accurately reflect the entire history of the selection of your mark. 
It should be possible to tell by perusal of the documents in the file 
what steps were taken and what problems were encountered in 
the selection of the trademark. 

An examination of the file should make very clear that 1) the 
mark was selected only after a careful search for possible con- 
flicting marks and a proper evaluation of the results of such 
searches, and 2) the mark originated with your client and was 
adopted in complete good faith. For example, one of our files for 
the selection of an important trademark included the following 
documents: a copy of a report from our Marketing Committee 
recommending that this product be added to our line and sold 
under a trademark; a memorandum circulated in the company 
requesting suggestions for trademarks for the product; list of the 
marks suggested and a subsequent memorandum to the Legal 
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Department requesting that a search be made of four of the 
suggested marks; the original search reports on these marks and 
copy of the evaluation of the search reports by the Legal Depart- 
ment which indicated which of the marks were anticipated and 
which were reasonably clear for use; an advertising sketch of the 
form of display of mark selected for use. 

Such information is often difficult or impossible to gather when 
you are confronted perhaps years later with an infringement suit. 
Trademarks and forms of display for them are often strikingly 
similar in the same industry. As everyone who has struggled with 
the selection of a new mark or a new package knows, it is indeed 
possible for two companies working completely independently to 
select marks for competing products which are similar, and display 
them on packages in a manner which suggests that one is a copy 
of the other. Clear proof that a mark was adopted carefully and 
with a real attempt to avoid infringement of any existing mark 
is of tremendous help in persuading others to withdraw objections 
based on prior use of a similar mark. 

The presence or absence of good faith in the selection of a 
trademark is, I am convinced, one of the most decisive elements 
of proof in a trademark infringement suit. I believe that its actual 
weight in influencing the court is far greater than that accorded 
to it by court opinions or by legal theory. Keep in mind then that 
your trademark file should if possible show by original documents 
or copies of them that your trademark originated with you and 
was adopted in good faith. 


Registration 

The next formal step after establishment of use of the mark 
is an application to register it in the U.S. Patent Office. This is 
generally a routine matter, the only likely question being your 
description of the goods and the selection of the class or classes 
in which to file. The usual tendency is to make the description of 
goods as broad as the Patent Office will accept in order to provide 
for future modifications in the product. It is indeed important 
that the description should not be so specific and restrictive that 
a slight modification in the goods will require the filing of a new 
application. The Patent Office, of course, does not like vague or 
general descriptions. It should be kept in mind too that 1) a 
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specific description may have the advantage of avoiding Patent 
Office citations of marks used on goods which are close to your 
general description but not to the specific goods on which you use 
your mark, and 2) a specific description will often enable the 
Patent Office examiners to accord a more intelligent protection to 
your registrations; they will be able to judge more soundly what 
new applications actually conflict with yours. An accurate decrip- 
tion will thus often save you future time and expense in filing 
oppositions. 

A frequently employed compromise is to use words of general 
description followed by specific enumeration, as for example: 
Antibiotics for human use including penicillin and streptomycin. 

You will at the same time wish to consider the advisability of 
foreign registrations. These can be filed directly through attorneys 
in the country in which you are concerned or, as is more com- 
monly done, filed through an American law firm which specializes 
in foreign trademark work. We found it desirable as a matter 
of practice to often file applications for registrations of an im- 
portant trademark in a selected group of foreign countries 
promptly, even though there are no immediate plans for market- 
ing the product in export. You will want to keep in mind the 
so-called ‘‘pirate’’ countries where the practice exists of noting 
new trademarks adopted for use in the United States and immedi- 
ately filing applications for them in other countries. In general 
we find that piracy is decreasing in many countries. Unfortun- 
ately, it is still prevalent in many Latin countries, and particularly 
in Cuba, Spain and some South American countries. Iran has 
recently joined the rank of the foremost offenders in this respect. 
Where an important new mark is to be filed in a large number of 
foreign countries, it is imporant to prepare and file the applica- 
tions as soon as possible after the United States application and 
to keep in mind that in the pirate countries at least applications 
should be filed before any substantial publicity is given to your 
new mark. 

Through prior arrangements with our attorneys abroad, we 
are able through simple cable instructions to have applications 
for registration of a mark filed throughout most of the world 
within a few days of its adoption. This is very useful at times 
although ordinarily such speed is not necessary. Many American 
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trademark owners overlook the fact that they may claim the 
priority of the filing date of their U. S. application on applica- 
tions subsequently filed abroad in the fifty or so countries which 
adhere to the Paris Convention. An application filed abroad within 
six months of the U. S. filing date will be accorded the priority 
of the U. S. application if this is requested. 


Records 


The maintenance of adequate records is, of course, absolutely 
essential to the maintenance of your trademark registrations and 
where your client owns a substantial number of marks record- 
keeping can become a very time-consuming chore. You will, there- 
fore, wish to keep your system as simple as possible. 

For domestic registrations, we would suggest that you use 
the soft copies of the registration which can be obtained at a 
nominal cost. Two forms of files would seem essential; an alpha- 
betical file keyed to the trademark itself, and a chronological file. 
When you obtain your U. S. registration you might order extra 
soft copies of the registration. Place one of these in your alpha- 
betical file. On another of the soft copies have typed in sequence 
the dates when the registration is to be called up for further 
consideration or action. The date should be six months prior to 
the deadline for the action concerned. On a U. S. registration, 
therefore, you would note, first, the date when you will wish to 
consider preparation of the six year affidavit of use. The second 
date will be perhaps the one on which you will wish to consider 
preparation of the application for renewal. This should be filed 
in a revolving chronological file with the first date indicated as 
the key. It will automatically rotate to the top of the file and 
indicate when a required action is due. Your secretary can then 
merely cross out the first date after the affidavit of use is filed, and 
re-insert the same sheet into the file as a reminder for renewal. 
A single revolving chronological file should serve for all trade- 
mark records. 

If your marks are also registered abroad, you may find this 
simple system inadequate and prefer instead to use some standard 
form for recording all registrations. Following are two forms 
which we have used. We have found the index card form the 
most useful and it is the one we now use. 
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TRADEMARK COUNTRY CALL DATE 


APPLICATION NO. AND DATE REGISTRATION NO. 


PROPRIETOR RENEWALS 


CLASS DATE OF FIRST USE TAXES 


DESCRIPTION OF GOODS - OR - SERVICE REQUIRED ON CALL DATE 


INDEX CARD 


Kither form is printed in three colors, one for an alpha- 
betical file by mark, one for the chronological file and one for an 
alphabetical file under a particular country. 

If you have a substantial number of trademarks, an addi- 


tional alphabetical file made up solely of soft copies of U. S. 
registrations is very handy. If you wish to improve its useful- 
ness, you may have noted on the back of each soft copy the coun- 
tries other than the U. S. in which the mark is registered. 

We also find it very useful to keep a brief litigation record. 
In it is filed a single sheet of note paper for each piece of litiga- 
tion in the Patent Office or in the courts. My secretary makes a 
very brief note on the sheet of the last action taken in the matter. 
This serves the sole function of enabling one to keep an eye on the 
general progress of litigation. It is particularly necessary for 
foreign problems. Since we often have forty or fifty particular 
pieces of litigation going on, it is impossible to keep them in mind. 
A glance through the litigation book once a month will remind you 
of oppositions or cancellation proceedings which it is otherwise 
easy to forget. 

Failure to make some such check often results in your hearing 
nothing whatever on a particular problem for several years. 
There can be no question that it is important to keep track of mat- 
ters being handled by foreign attorneys since there are very few 
of them on whose diligence you will feel entitled to rely. 
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ASSIGNMENT 
DATE OF FILING COUNTRY 


APPLICATION NO. TRADEMARK NO. 
DATE OF PUBLICATION IDENTIFICATION OF MARK 
DATE OF REGISTRATION 


REGISTERED UNDER ACT OF 
NAME OF REGISTRANT 


SPECIAL NOTES FOR U.6. REGISTRATION 


CLAIMS USE SINCE 


C) principar recisten 


REGISTERED ON 
SUPPLEMENTAL REG. Vane SaamEe 


TERM IN YEARS 
OPPOSITION CONVERTED TO REGISTRATION UNDER 


1946 ACT? SEE SHEET NO. TERM ExPiRnes 


USE AFFIDAVIT REQUIRED? DATE FOR NEXT 
CONSIDERATION 


IF SO, DUE DATE is 


CONSIDER 
AMENDED? SEE SHEET NO. 


AGENT FOR GERVICE OF PROCESS 


CORRES. U 8. REGIS. NO. 


BASIC REGISTRATION 
COUNTRY 


REGISTERED IN CLASS 


REGISTRATION NO. wanes 


RELATED PATENT 


RELATED TRADEMARK 


GOODS COVERED (PER TEXT OF REGISTRATION) 


TRADEMARK DIGEST 
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We also use a set of what we term ‘‘status sheets’’. I would 
think that these would justify the labor involved in keeping them 
only where the number of trademarks is very high in relation to 
the volume of business, as is clearly the case in the drug industry. 
We make up a loose leaf sheet for each trademark. The trademark 
is placed at the top of the page and a list made of all countries 
in which applications have been filed. The sheet indicates the 
date of filing the application, whether or not a registration has 
been granted, and sets forth specifically the names of countries in 
which the mark should not be used. Corrected sheets are issued 
from time to time, as necessary. The notations are made on a 
stencil by a typist when applications are filed or registrations 
received, or when we decide that we cannot use a mark in a given 
country. 

Sets of these status sheets are distributed widely throughout 
the company and our subsidiaries. We found that they have saved 
us a tremendous amount of time formerly required to answer in- 
quiries as to registration status. They keep our foreign branches 
and subsidiaries abreast of the trademark situation in their own 
country, as well as informing those concerned with export of the 
status of our registrations. A set of instructions which accompan- 
ies the sheets requests that we be informed whenever goods are 
to be shipped to a country in which an application has not been 
filed. We have found that the sheets once begun do not take any 
substantial amount of time to keep and we feel that on the whole 
they have been very helpful. 

I am sure that each of you has additional ideas for record- 
keeping which he finds useful. The important file to be kept most 
carefully is, of course, the chronological, since the preservation 
of your registration depends upon taking required actions for 
renewal, etc., on time. 


Supervising Use 


Supervising the use of the trademarks of your client is es- 
sential to the preservation of the integrity of the marks. 


The most important use of marks is, of course, on labels and 
cartons. All new labels or cartons are submitted to the Legal 
Department for clearance and we do not find that this constitutes 
too heavy a burden since labels normally continue in use for a 
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substantial period of time. Here I think it is very worthwhile 
to check the materials before they are used. 

Advertising presents a more difficult problem. It has been my 
observation that corporate practices vary widely here; in some 
companies all advertising is submitted to the attorneys for trade- 
mark clearance before release. In others, the Advertising Depart- 
ment has succeeded in keeping away from trademark attorneys 
completely and supervision is limited to correcting any misuse 
which the trademark attorney may be able to find in newspapers 
and magazines in which advertising is finally printed. 


We have found that checking all advertising before release 
constitutes a hopelessly burdensome task and is not necessary to 
ensure proper use of the marks. Sometimes we request and receive 
proofs of advertising and review it at our convenience, usually 
after the advertising has actually appeared in print. In general, 
we find it necessary only to spot-check this material and call mis- 
use of the mark to the attention of our advertising people. Essen- 
tially the problem is one of educating the copywriters or advertis- 


ing areas. Once they come to understand the basic requirements 
of good trademark use, little supervision of actual copy is required. 


We make two exceptions to this policy: 

First, we review in advance the first advertising copy for all 
new marks. This is part of the education process. It is particularly 
helpful since advertising agencies or departments tend to use a 
single consistent form of display for the mark, and establishing 
a proper form initially is a big help to future supervision. In the 
case of new products, we consider the first advertising extremely 
important in establishing distinctiveness of the mark as a trade- 
mark in public consciousness. 

The second exception is one we make in the case of very 
important trademarks which for one reason or another are felt 
to be in some danger of becoming generic or in which we expect 
this will be a defense in any suit brought to enforce rights in the 
mark. In such instances, we often insist on advance approval of 
advertising copy. On the other hand, in the case of products which 
have well established generic names and in which there is no real 
danger of the mark becoming generic, we can dispense with all 
review of advertising. 
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It is also important to supervise internal trademark usage, 
that is, the use made of the mark in internal memoranda, corres- 
pondence, instructions to salesmen, etc. This is an area frequently 
neglected. It is moreover true that most employees feel there is 
no necessity to guard against improper trademark usage on 
material that is not intended to be disseminated outside the com- 
pany. The cases have, of course, made it very clear that the 
manner in which the mark is used internally in the company is 
very important. We have found that the best way to supervise 
this use is to enlist the aid of the stenographers and typists. We 
have incorporated in the general instructions to personnel, issued 
to all stenographers, typists and secretaries, certain definite re- 
quirements for trademark usage stated as specifically as possible. 
We have found this a very successful means of obtaining proper 
trademark usage in all internal writing. 

A more general educational memorandum which explains the 
need for and sets out the requirements of good trademark usage is 
also helpful. In our own case, it has taken the form of a mimeo- 
graphed release circulated widely throughout the company. Many 
companies have made up attractive printed booklets on this sub- 
ject; the United States Trademark Association has, I believe, a 
collection of them in its library. 

It is very important in this entire problem of supervising 
trademark usage to adapt your system to the requirements of the 
particular trademark. We are frequently faced with the problem 
of marketing a new product which has no recognized generic name 
and for which for some substantial period of time we will have a 
complete monopoly. In such an instance, a very close and con- 
tinual supervision of trademark usage is imperative. I feel it 
desirable to see that no memorandum, label or piece of advertising 
appears which does not bear the generic name in addition to the 
trademark, which clearly indicates which is the trademark, and 
that you claim proprietary rights in it. No such close supervision 
is necessary or desirable in the case of the usual mark. 


Infringement 


The principal remaining problem in protecting and preserving 
your client’s mark is to discover and prevent infringements of it 
by others and avoid infringing the rights of others. 
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Unfortunately, no amount of searching will completely elimi- 
nate claims of infringement from arising after your mark is 
actually in use, either in the form of letters of objection or Patent 
Office oppositions. Here it has been my experience that proof that 
your mark was adopted in good faith and after thorough search 
is most helpful in persuading the objector to withdraw or com- 
promise his objection. If the objection is not completely unreason- 
able, it is simpler and less expensive in the long run to attempt to 
reach some compromise that it is to litigate. Perhaps the most 
frequent basis for settlement of such objections is an agreement 
to limit the use of your mark to particular goods. Often, too, a 
minor change in the mark of one or two letters will remove the 
similarity between it and the other trademarks. 


A fair and honest statement of the facts to the opposing 
counsel usually meets with a sympathetic response. I have found, 
for example, that showing the opposing attorney your search 
reports which do not contain his client’s mark, and informing him 
of the possible difficulties involved in modifying the mark is 
usually very persuasive. If he himself is concerned also with the 
selection of new marks for his client, he is usually conscious of 
the difficulties involved in choosing a distinctive mark and hence 
sympathetic to your problem and willing to compromise. It is 
often possible too to develop some personal contact between some- 
one in your company and someone in the opponent’s company. 
The principal conclusion that I have reached in regard to efforts 
to settle a threatened infringement suit is that persistence often 
succeeds where logic does not. 

Infringements of your trademarks are normally discovered 
through publications of applications for registration in the various 
Patent Office Gazettes or through reports from your marketing 
areas. It is our policy to require that all suspected infringements 
be reported to the Legal Department. It is important that sales- 
men and other employees understand that they should not take any 
action in regard to the infringing trademark other than reporting 
it to you. Otherwise you may find them objecting to trademarks 
which have prior use over your own and be faced with a claim that 
your objection constituted an admission of a confusing similarity 
of the two marks. The danger of premature objection is partic- 
ularly great in foreign subsidiaries. 
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Once a prospective infringement is discovered or is reported 
to you, the important thing, or course, is to determine the facts 
as to the mark, such as, the goods with which it is used, where it 
has been used, date of first use and whether the use of the mark 
has been continued since that date. 

Once you have determined to your satisfaction that there is 
an infringement of your mark, you should, I feel, attempt to make 
an estimate as to whether the infringement is inadvertent or will- 
ful and in bad faith. If the infringement appears to be a deliberate 
and dishonest attempt to steal your good-will, and your mark is 
of sufficient importance to justify the cost, I would strongly urge 
that evidence of confusing similarity be obtained before you object. 

In the usual case of prospective infringement where you feel 
that it is not deliberate, dishonest or fraudulent, an objection will, 
or course, be your first step. I would strongly advise that the first 
letter be as pleasant and informal as possible. It is your objective 
to settle the matter without the expense of litigation and in most 
cases you will have a better chance of doing this through a friendly 
approach. I have sometimes received letters of objection to in- 
fringement which by their harsh tone and abrupt demands im- 
mediately created an antagonistic frame of mind in my client and 
in me. Most corporations and corporate attorneys resent very 
strongly unfounded reflections upon the good faith or integrity of 
their company. I feel that many opportunities for an amicable 
settlement of a potential trademark dispute are dissipated by the 
first poorly written letter of objectioin. Your first letter should 
state clearly the basis of your objection, referring to your regis- 
tration and date of first use, and should without any commitments 
whatever convey your faith in the integrity of the addressee and 
your confidence that the problem can be settled. In keeping with 
this approach, the first letter should not be registered. 

Approached in this spirit the vast majority of potential trade- 
mark conflicts can be resolved amicably to the satisfaction of both 
parties. I think it is important that you adopt a spirit of compro- 
mise and insist on complete discontinuance of use of the mark only 
where it is clearly necessary from a business rather than a narrow 
or technical legal viewpoint. I feel rather strongly that an attorney 
who handles a substantial number of trademarks for his client 
will not in the long run do a good job if he insists upon his ‘‘ pound 
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of flesh’? whenever he is fortunate enough to be in the position of 
a prior user; for he will inevitably in the long run encounter the 
same attitude on the part of others and will cost his client unneces- 
sary expenses for trademark litigation and in loss of trademark 
rights. 

It is, as I have indicated, important to separate if possible 
the fraudulent infringer and treat him differently. He will if 
possible drag out the settlement negotiations over a long period 
during which he profits from his bad faith. In such a case obtain- 
ing evidence of confusing similarity immediately and before ob- 
jecting is extremely important. Then make your objection by 
registered letter. If no reply is received, file suit promptly for a 
preliminary injunction. A prompt suit for a preliminary injunc- 
tion will often succeed where one brought a year or two later when 
the infringer has made it more difficult to obtain evidence of con- 
fusion will not. 
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THE INDUSTRIAL PROPERTY CONVENTION AND THE 
“TELLE QUELLE” CLAUSE 


By L. A. Ellwood, M.A., LI. B. 


The following paper was read recently by Mr. Ellwood before the Members of 
The Institute of Trade Mark Agents, London, and we are reprinting it here with the 
kind permission of the author and the Institute. Mr. Ellwood, whose article “Coke and 
Dubonnet” was printed in the April 1953 issue of The Trademark Reporter, is associated 
with Unilever, Ltd. and is one of the most widely known international attorneys in the 
trademark field. He is Vice-President of The Institute of Trade Mark Agents and 
the Trade Marks, Patents and Designs Federation; he is Rapporteur of the Trade 
Marks and Copyright Committee of the International Law Association and technical 
adviser of the Industrial Property Commission of the International Chamber of Com- 
merce. 

The Editorial Board believes that Mr. Ellwood’s article on the much-discussed 
“Telle Quelle” clause should be of special interest to the readers of The Trademark 
Reporter.—Eb. 


The Preface to the 5th Edition of Sebastian’s Law of Trade 
Marks, 1911, begins with the words: 

‘‘The history of the Acts for regulating the registration 
of trade marks is the history of a continued struggle on the 
part of the mercantile community to bring about a state of 
the law suited to their practical requirements, of repeated 
attempts on the part of the Legislature to comply with those 
requirements, and of a succession of discoveries of the failure 
of the language employed, when submitted to judicial decision, 
to carry out the objects arrived at.’’ 

A continued struggle is also noticeable in the formulation and 
adoption of the various texts of the Industrial Property Conven- 
tion and the language employed in those texts seems at times not 
only to fail to carry out the objects arrived at, but even to obscure 
the practical requirements desired. Article VI of the Convention 
is one which has suffered from this struggle, and to understand 
its provisions and the practical requirements associated with the 
words telle quelle one must go back to the very beginning. We 
shall then find that telle quelle was born of a Franco-Russian 
compromise and acquired its appellation from the Delegate for 
Brazil. 

The text of the International Convention for the Protection 
of Industrial Property, signed at Paris on March 20, 1883, rep- 
resented the culmination of a whole series of drafts the first of 
which was prepared by the French in 1878 following the Paris 
Exhibition of that year; the idea of a Convention having been 
stimulated by the Vienna Exhibition of 1873. The French draft, 
as originally submitted to the Diplomatic Conference which met 
in November 1880, did not contain any telle quelle provision. Its 
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clause 5 which later developed into telle quelle was in its origin 
concerned not with stating the rights which a trade mark proprie- 
tor might acquire in another country, but in specifying how the 
true owner should be ascertained, apparently contemplating that, 
apart from definition, there might be different owners in different 
countries. Consequently that original clause provided that prop- 
erty in designs or industrial models and trade marks should be 
considered in all the countries of the Union as legally belonging 
to those persons who, in accordance with the legislation of the 
country of origin, made use of the said designs or models and 
trade marks. That clause did not satisfy the Conference which 
twice sent it back to the drafting commission for revision. Clause 
7 of the original draft, which was not adopted, stated that the 
deposit of any trade mark should be accepted in all the states of 
the Union, at the risk of the applicant, whatever the nature of 
the product bearing the mark. That was an early attempt to 
circumvent legislation prohibiting the registration of trade marks 
in respect of pharmaceutical products or food. 


In the discussion in Conference the Russian and French dele- 
gates successively explained that Russian law protected only marks 
written in Russian letters so that in the past no French mark 
could have been accepted in Russia. That situation was rectified 
after correspondence between the two Governments whereby it 
had been agreed that French marks duly deposited in France 
should be admitted in their original form and protected in Russia 
although their lettering was in French. ‘‘Les marques frangaises 
réguliérement déposées en France seraient admises telles quelles 
et protégées en Russie, bien que libellées en caractéres frangais.’’ 
Here then is the origin of these famous words. The French dele- 
gate mentioned that the text which he was putting forward had 
been drafted by the delegate of Brazil. I had better read that 
text, as it is the foundation stone upon which the whole of Article 
VI has been built. 

‘‘Hivery trade mark validly registered in the country of 


origin shall be admitted for registration in the form originally 
registered, in all the other countries of the Union. 


‘‘That country shall be deemed the country of origin where 
the applicant has his chief seat of business. 


‘‘Tf this chief seat of business is not situated in one of the 
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countries of the Union, the country to which the applicant 

belongs shall be deemed the country of origin. 

‘‘Registration may be refused if the object for which it is 

solicited is considered contrary to morality or public order.’’ 

(Actes, 1880, 2nd Edition, p. 105) 

The example quoted of the French application in Russia makes 
it quite clear that the framers of the telle quelle provision in- 
tended that the proprietor of a trade mark in one country, when 
applying for a registration in another country of the Union, 
should if necessary have greater rights than a national of that 
other country. A Frenchman could get a registration in Latin 
letters in Russia: a Russian could not. What is not clear is how 
a clause of that kind could be reconciled with the underlying prin- 
ciple of reciprocity set out in Article I]. There is perhaps no 
answer to that problem save the possible one of expediency. I 
suppose that if we were confronted with a law that required us 
to transliterate our clients’ marks into Japanese or Arabic char- 
acters we should cast about for ways of getting that law altered. 

What sort of registration or deposit would be required in the 
home country? That question was fully debated in the 1880 Con- 
ference. Some wanted the home registration to have been made 
‘*réguliérement’’—in due form: others insisted that it should have 
been made ‘‘valablement’’—validly. The Belgian delegate pointed 
out that except in the countries having prior examination, a regis- 
tration or deposit by itself does not prove the title of the applicant 
in the country of origin. Consequently in another country of the 
Union where the mark was applied for, the validity of that mark 
might be open to question in law, although in such case the law 
to be applied ought to be that of the country of origin. The Con- 
ference finally decided by a majority to adopt the word ‘‘réguliére- 
ment’’ (in due form) and instead of the word ‘‘valablement’’ to 
add the words ‘‘et protégée’’ (and protected). The Swedish dele- 
gate still saw some difficulty although he agreed to support the 
majority and the Belgian delegate suggested that future Con- 
ferences would have to decide on the nature of the signs which 
could be used as trade marks in all the countries of the Union. 
He asked for his point to be put in the Minutes. How right he 
was; but I wonder whether we are any nearer an internationally 
agreed definition now than the Conference was in 1880? (Actes, 
1880, 2nd Edition, p. 108). 
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After nearly three weeks’ work in Paris in November 1880 
the diplomats returned to submit the result to their respective 
Governments. The views of the British delegates are not re- 
corded. Possibly they thought that the advantage to a Briton of 
being enabled to register his mark in Latin characters in Russia 
outweighed the disadvantage that a foreigner might claim regis- 
tration here telle quelle of a mark which a Briton could not 
register. In any case the Registration of Trade Marks Act of 
1875 with its narrow definition, roughly speaking limiting regis- 
trable marks to a name, a signature or a distinctive device or 
combination of them, needed modernising. An attempt at such 
modernisation was made in the Patents, Designs and Trade Marks 
Act, 1883. In introducing the Bill preceding that Act on April 16th 
of the same year, Mr. Chamberlain said with regard to trade 
marks ‘‘Those parts contained provisions that involved details 
of importance, but still they were details and did not raise any 
question of principle . . . the principal change was in the definition 
of trade mark which would be considerably extended so as to 
include for instance a fancy word and also brands such as were 
used in the tobacco and cigar trades.’’ I cannot trace any concern 
in the House or in the Committee about the Clause which was 
enacted as Section 103(3). ‘‘The application for the grant of a 
patent or the registration of a design or the registration of a 
trade mark under this section must be made in the same manner 
as an ordinary application under this Act, provided that, in the 
ease of trade marks, any trade mark the registration of which 
has been duly applied for in the country of origin may be regis- 
tered under this Act.’’ Thus on August 25, 1883 something re- 
sembling telle quelle took root in the statute law of this country 
four months after the signature of the Paris Convention of 
March 20, 1883 and eight months before this country’s accession to 
that Convention. The provision was re-enacted in Section 91(3) 
(b) of the Patents and Designs Act of 1907. The sub-paragraph 
(3) (b) of Section 91 became almost untraceable by being re- 
numbered (4) (b) by H.M. Stationery Office under statutory au- 
thority in 1932. It was finally repealed by Section 7 of the 
Patents, etc., International Conventions Act 1938. 

The diplomats re-assembled in Conference at Paris on March 6, 
1883; they were joined by a delegate of Spain, a country which 
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had not been represented in 1880. He expressed his doubts about 
Article VI. Many of the delegates had specific instructions from 
their Governments which rendered them unwilling to jeopardise 
the whole Convention by altering it. So the expedient was adopted 
of putting interpreting clauses in the Final Protocol. The relevant 
paragraph 4 reads :— 
‘‘Paragraph 1 of Article VI is to be understood as mean- 
ing that no trade mark shall be excluded from protection in 
any State of the Union, from the fact alone that it does not 
satisfy, in regard to the signs composing it, the conditions of 
the legislation of that State, provided that on this point it 
comply with the legislation of the country of origin, and that 
it had been properly registered in said country of origin. 
With this exception, which relates only to the form of the 
mark, and under reserve of the provisions of the other Articles 
of the Convention, the internal legislation of each State re- 
mains in force. 
To avoid misconstruction, it is agreed that the use of 
public armorial bearings and decorations may be considered 
as being contrary to public order in the sense of the last 
paragraph of Article VI.’’ 
The Romans had a word for it: ‘‘Obscurum per obscurius.’’ 

When what I call the telle quelle provision of our 1883 Act 
came to be tested in the Courts its meaning was reduced to very 
narrow limits. The Comptroller General’s refusal of the regis- 
tration of syrup oF FIGS was upheld by Stirling J. in 1883 and 
a similar refusal in respect of CARTER’S LITTLE LIVER PILLS Was 
upheld by North J. in 1892.1 The Attorney General appeared for 
the Comptroller General in each case. On each occasion the Court 
refused to look at the Convention apart from the Statute and 
construed that as requiring a foreign applicant (albeit a member 
of a Union country and producing a home certificate) to submit 
to the test of the section defining a trade mark. 


Supporters of the Convention in France talked privately about 
‘¢nerfidious Albion’’ and in public voiced repeatedly the theoretical 
advantages which an exporting trade mark owner would have if 
only he could force importing countries to recognise and register 
his trade mark on production of his home certificate. They were 
desolate on discovering that importing countries often had other 
ideas. Of course, the Convention did not have one hundred per 


1. 6 R.P.C. 126; 9 R.P.C, 401. 
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cent support in France. Some Frenchmen thought it was bad for 
French trade. I have noted a precious piece of vituperative jour- 
nalism in ‘‘Le Petit Journal’’ in 1885.” 


By the courtesy of the Berne Bureau I have seen the enquiry 
which the British Government initiated in 1888 and had circulated 
to other Union countries, with a view to ascertaining the respective 
laws in those countries on the subject of Articles VI to X of the 
1883 Convention. All except one of the thirteen replies showed 
that each country claimed that its national law already was, or had 
been altered to be, in line with Article VI. The incomplete reply 
was that of Brazil which referred to its requirements of a dis- 
tinctive form in trade marks registered there. In the light of the 


2. Translation Extract from “Le Petir JouRNAL” of August 10, 1885. 
DEFENCE OF OUR NATIONAL INDUSTRY 
* * — 7+ * 


According to the comments published by his paper, Mr. Gonzel (Editor of a legal 
periodical) believes that the French delegates who were entrusted with the negotiations 
acted under the influence of generosity, which is the keynote of our character; they 
were apparently carried away by the sort of Quixotic behaviour which has so often 


led us into so many follies. 
* * * ~ 


Then, without the views of the chambers of commerce or of any industrial syn- 


dical chamber having been sought, without Parliament having devoted the slightest 
attention or discussion to it, the convention was promulgated on 6th July 1884, 
with eleven signatory countries; Belgium, Switzerland, Holland, Spain, Brazil, 
Italy, Portugal, Guatemala, Salvador, Serbia and France, while to all intents and 
purposes, the world of trade and industry remained in ignorance of it. 

Article 5 of the international convention cancels and stipulates, that: “The 
introduction into France by the patentee of articles manufactured abroad shall 
not result in forfeiture.” 

By this article 5, we have therefore made a most dangerous concession to 
foreign industry, without any compensation, since we have given up a clause which 
might constitute a solid advantage for France at a time of industrial slump. 

- * * * * 


What is the remedy? There is only one, and it is to denounce the convention. 
* * * * * 


The denunciation is, indeed, a matter of urgent necessity. 

But it is not enough. An enquiry must be made into the part played by the 
French delegates. * * * 

If these delegates have been simpletons and dupes, let them be dismissed from 
their present posts; if they have sacrificed the interest of France for an unworthy 
reason, let them be brought before a High Court of Justice and punished as 
they deserve. 

Thomas Grimm. 
* * ” * 
Extract from “Le Prerir JouRNAL” of August 13, 1885. (Letter to the editor from 

J. BozERIAn) 

I was the chairman of the International Conference for Industrial Property. 
The other two delegates were Mr. Jager-Schmidt, former director of consulates 
and Mr. Girard, former director of home trade. 

These delegates will be happy if the enquiry which Mr. Thomas Grimm con- 
siders essential takes place; they will also be happy if it is considered necessary 
for them to appear before a High Court of Justice. 

They have only one desire, and that is to find themselves as soon as possible 
in the presence of impartial and disinterested judges, and to be given an oppor- 
tunity to make short work of accusations which go so far as to call their honour 
in question. 
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two subsequent Court decisions I have just referred to, the reply 
for Great Britain is of special interest. It was :— 

‘‘Article VI of the Convention is reproduced in substance in 

Section 103 of the Patents, Designs and Trade Marks Act 

1883.’’ 

Before the diplomats could agree on the original Convention 
two sessions were neded, those of 1880 and 1883. Two sessions 
were also needed to agree a revision, those at Brussels in 1897 and 
1900. During the interval the respective Governments were able 
to formulate or clarify their own views. The British view was 
set out in correspondence between the Foreign Office and the 
Board of Trade which was published. I will not detain you with 
the British delegates’ arguments in 1897, but as a matter of 
history I have set them out in a footnote.’ It is, however, most 
important to note that the British delegation made a formal state- 
ment of reservation at the resumed session on 12th December, 
1900 as follows :— 


‘‘Her Britannic Majesty’s Government attaches itself to a 
proposal of the French Govenrment for retaining the present 


text of Article VI of the Convention of 1883 and Clause 4 of 
the final protocol, provided that it be understood that the 
contracting parties remain free to retain their actual law upon 
this point. It is nevertheless understood that assimilation 
exists upon this point between foreigners and natives.’’ 
(Actes, 1900, p. 356 & Transactions I.A.P.1.P. 1940, p. 165) 


I must pause to consider what is the legal effect of a state- 
ment of this kind. There are conflicting views but I am bold 
enough to support one of them. 

The sixth edition of Kerly, p. 673, expressed the view that 
our law did not carry out the international agreements constituted 
by Article VI of the Convention. Sebastian, Fifth Edition, 1911, 
had been more cautious (p. 15) :— 


3. “As regards * * * Article 6 of the Convention relative to the registration of a 
trade mark ‘Telle quelle,’ Her Majesty’s Government would be disposed in view of the 
exchange of opinion which took place at Brussels in 1897, to look favourably on the 
maintenance of the existing text of Article 6 of the Convention, and the paragraph 
relating to it in the Final Protocol, provided it be clearly understood that Great Britain 
is at liberty to maintain her existing municipal law as touching this point. The English 
law as it stands appears in fact to be substantially to the same effect in practice as 
the laws of several states of the Union in so far as it does faithfully carry out the 
main object of the Convention, viz. to grant to foreigners exactly the same protection 
as is granted to British subjects.” 

(Papers and correspondence relative to the recent meeting at Brussels of the ad- 
eg?” gmat of the Union for the Protection of Industrial Property. 1901 ed. 

3 p. 
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‘*No direct conflict of laws has as yet arisen in the English 
Courts with respect to trade marks, although on some oc- 
casions such has appeared likely to be the case.’’ 


The footnote adds :— 


‘*Unless the refusal to register in England trade marks al- 
ready registered in the United States is to be considered as 
such.’’ 


Reference was then made to the syrup or FIGs and CARTER 
cases. I myself support the more cautious view upon the grounds 
that, after those two cases, the British delegates at the Diplo- 
matic Conferences made this country’s legal position abundantly 
clear by the reservation I have just quoted. In arguing the case 
they emphasized the assimilated over-riding principle (Article 2). 
They gave an example:- Ought England or the United States to 
be forced to register pigiron merely because it had been registered 
in one of the Union countries? (Actes, Brussels, pp. 165, 166.) 


Commenting on this development at Berlin in 1904, M. Vidal- 
Naquet repeated a hope that had been voiced twenty years ear- 
lier :- ‘The ideal course would evidently be to find a definition 
of a mark which would be identical in all States. On the day that 
unification is realised, Article VI will become useless.’’ (I.A.P.I.P., 
Transactions 1904, p. 165) 


In my view, the British delegation’s express reservation, re- 
corded on the minutes, although disapproved by the Italian dele- 
gate, constituted formal notice to all concerned of the way this 
country would construe Article VI and paragraph 4 of the Final 
Protocol. There is authority for my proposition which I have 
quoted in a footnote.* 


Despite the discussions at the Brussels Conference but sub- 


4. In “The Law of Treaties, British Practice and Opinion” Dr. A. D. MeNair, 
0.U.P. 1938, Chap. IV, Form, the following statement appears at p. 48: 

“The only record of an informal agreement might be found in the proces-verbal 
of an international conference. The United Kindom Government has been advised 
on these matter in substantially the following terms: 

‘There is no reason based on its informality why such a record should 
not constitute adequate evidence of an international engagement. International 
law prescribes no form for international engagements. There is no legal dis- 
tinction between formal and informal engagements. If an agreement is intended 
by the parties to be binding, to affect their future relations, then the question 
of the form it takes is irrelevant to the question of its existence. What matters 
is the intention of the parties, and that intention may be embodied in a treaty 
or convention or protocol or even a declaration contained in the minutes of 
a conference.’ ” 
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ject to the British statement on its interpretation, the telle quelle 
article retained its text unchanged from 1883 to 1911, when the 
Washington Conference reshaped it. Mr. Innes, the United King- 
dom Ambassador at Washington, presided over the meeting at 
which the article came under discussion. According to the records 
(Actes, p. 296) he thought it useful to divide the discussion into 
eight points and defined them under seven headings. I propose 
to quote those seven headings and to indicate shortly what hap- 
pened under each of them. 


1. Third Party Rights. 1. New clause agreed unani- 
mously; marks which are of 
such a nature as to prejudice 
rights acquired by third 
parties in the country in which 
protection is applied for 
might be refused or cancelled. 

. Respect for the Law of the 2. Agreed to substitute ‘‘regis- 
Country of Origin. tered’’ for ‘‘deposited’’ in 

first paragraph. 

. Failure of a mark to con- 3. The British delegate con- 
form to the law of the firmed the stand it had taken 
country of importation. at Brussels. 

. Determination of the 4. Debated; nothing achieved. 
country of origin. 

. Refusal for reason of moral 5. No international definition of 
or public order. these terms was practicable, 

but two points were empha- 
sized in the debate: (a) that 
‘‘public order’’ should not be 
made a mere excuse for re- 
fusing registration of a mark 
applied for telle quelle and 
(b) national emblems like the 
Swiss flag should be respect- 
ed. The latter point was dealt 
with in the final protocol. 

6. Refusal in case of free 6. The following paragraph was 
marks. agreed: 

‘*In arriving at a decision 
as to the distinctiveness of the 
character of a mark, all the 
circumstances of the case 
must be taken into account, 
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and in particular, the length 
of time that such a mark has 
been in use.’’ 


7. Independence of marks. . Hotly debated, but no pro- 
gress was made. 


The eighth point was a French suggestion to make a home 
certificate plus first user prevail over third party user in another 
country. The voting was six for, three against and six abstained, 
and so the point was not covered in the final text. 

The expression ‘‘Independence of marks’’ which appeared in 
the Washington Report is one which has been often used at con- 
gresses since 1911 and I had better explain it. 

The insistence by some countries, notably France, that the 
law of the country of origin should be applied to a mark sought to 
be registered telle quelle led to a converse claim, namely that there 
must be a country of origin. This meant that the French, for 
example, would not recognize as valid in France an application of 
a United Kingdom national using a Common Law trade mark. 
They would demand the home certificate which obviously could 
not be produced if the mark were incapable of being registered in 
the United Kingdom. Yet the mark in question might be suitable 
for deposit in France. Counter arguments against this led to the 
title ‘‘Independence of marks’’. 

If you cannot get your colleagues to agree that you are right 
you may find some consolation in getting them to admit that you 
are not entirely wrong. That is in effect what the French and 
their supporters did over their insistence on the production of 
home certificates. In the final protocol at Washington the follow- 
ing paragraph was adopted in relation to Article 6. 


‘‘Tt is understood that the provision of the first paragraph 
of Article 6 does not exclude the right of requiring from the 
person registering the mark a certificate proving due regis- 
tration in the country of origin, issued by a competent 
authority.’” 


5. In view of the preparations already being made for the next Diplomatic Revision 
Conference at Lisbon next year or the year after, it is interesting to note that for 
the Washington Conference of 1911 the Berne Bureau prepared a Table of the various 
congress Resolutions or “voeux” from 1873 to 1909. It arranged them in the order of 
those relating to: 

1. International Protection. 
2. Provisions of the Convention. 
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At the Hague in 1925 the old subject of ‘‘independence of 
marks’’ was hotly debated again. The French said in effect a 
trademark must have a country of origin and the law of that 
country must apply to it. If it cannot be protected in its country 
of origin why should its proprietor come to France and claim to 
protect the mark there? There being no prior examination in 
France, the requirement of a home certificate effectively prevented 
foreigners from applying for the deposit of a mark which might 
deceive the public or constitute unfair competition. (Actes p. 444) 
The British reasoning was ‘‘Under Article 2 a British applicant 
in France is entitled to the same advantages as a French applicant 
and he ought not to find that those advantages are in fact cur- 
tailed against him by a particular construction of Article 6.’’ The 
final result was a compromise. It was provided in the Hague Text 
that the renewal of a home registration should not necessitate 
renewal of the foreign registration: It was declared that the first 
paragraph of the Article did not preclude the requirement of 
production of a home certificate (without legalisation) and the 
paragraph of the Washington final protocol was thus perpetuated. 


So that we may better understand what happened to Article 6 
at the Hague, I must quote the last paragraph of the original 
text of 1883: 

‘‘Registration may be refused if the object for which it is 

solicited is considered contrary to morality or public order.’’ 

‘‘Registration may be refused if ...’’. These words become a 
peg upon which there subsequently could hang a whole series of 
conditions. First it was felt that well known marks needed special 
treatment. The general idea that a well known mark or anything 
resembling it should not get into wrong hands is clear enough 
but the practical application is difficult and we still have not 
arrived at a satisfactory definition of what is a well known mark 
or a mark of world wide renown. However, Article 6 bis was 
introduced as an attempt to protect a trade mark which is a 
reproduction of or an imitation capable of creating confusion 


3. Extension of the Union. 
4. National Laws. 

Two differences in the Washington Text as compared with the Paris Text revised 
at Brussels are worth noting. Ordinary figures displace Roman figures in identifying 
Articles. The French version appears to have been retranslated in H.M.Stationery Office 
English Text. 
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with a mark considered by the competent authority of the country 
of registration to be well known in that country as being already 
the mark of a person within the jurisdiction of another contracting 
country, and utilized for the same or similar classes of goods. 
Interested parties had three years from the date of registration 
to claim removal of such mark, except in the case of marks regis- 
tered in bad faith when the time limit did not apply. 

Another problem, almost equally difficult, was tackled by 
Article 6 ter, viz. the utilization without authorisation by the com- 
petent authorities, either as trade marks or as elements of trade 
marks, of armorial bearings, flags and other State emblems of the 
contracting parties, official signs and hall-marks indicating con- 
trol or warranty adopted by them and/all imitation thereof from 
an heraldic point of view.*® 

The Diplomatic Revision Conference held at London in 1934 
met from 1st May to 2nd June of that year. The report covers 
620 pages. Its index contains 39 references to Article 6 and its 
appendages. I am resolved to find a foolproof route through the 
maze of details contained in those pages and I propose, therefore, 
to look at the heavy type in the Berne Edition of the Convention 
under Article 6, with a glance at Article 6 quater introduced in 
1934. I can thus summarise and explain the revisions under four 
headings: 

(a) Production of Home Certificate. The mechanics of pro- 
duction introduced a time factor. It was agreed that it 
should be sufficient to produce the home certificate before 
registration; that is to say, in countries having a prior 
search, it would not be necessary to make the home cer- 
tificate available at the time of the first application. 
Marks Contrary to Morality or Public Order. 

‘What does ‘Public Order’ mean?’’ 

Our Registrar, no doubt fortified by the Ministry of Agri- 
culture, Fisheries and Food, would probably decline to 
let me have in respect of margarine a registration of the 
device of a cow, whether photographic or stylised. He 
could adopt the same attitude towards a foreigner lodg- 
ing an application telle quelle and point to the 1934 Revi- 


6. To tidy minds a final Protocol, having equal force and effect with the main pro- 
visions of the Convention, must be anathema. No such protocol appeared in the Hague 
Text but there flourished a hardly less objectionable species bis and ter; their sequels 
quater, quinquies and sexies have been rampant in recent years. 
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sion of the Convention, which added after ‘‘ Public Order’? 
the words ‘‘in particular those of such a nature as to 
deceive the public’’. Though this addition was finally 
agreed, it had been opposed in Committee by France, 
Morocco, Tunisia and Syria and Lebanon. 

A proposal, withdrawn for lack of majority support, 
or rather, because of determined opposition, envisaged 
a fourth ground for refusal, viz. that the mark applied 
for constituted as act of unfair competition within the 
meaning of Article 10 bis. This proposal may be revived 
at Lisbon. 


(c) Small differences. Some of the Administrations com- 
pared the home certificate and the application in great 
detail, using, as it were, a magnifying glass. If small 
differences occurred they would throw out the applica- 
tion. So the London text added the following subpara- 
graph (2) to paragraph B: 

‘‘Registration of trade marks in other countries of 
the Union shall not be refused for the sole reason that 
such marks differ from the marks protected in the country 
of origin only by elements which do not alter the distine- 
tive character and do not affect the identity of the marks 
registered in the said country of origin.’’ 

That, I believe, was a useful step in advance. 


Independence of Marks. This banner was raised again 
and carried to victory. 
‘‘T, When a trade mark has been duly registered in 
the country of origin and then in one or several other 
countries of the Union, each of these national marks 
shall be considered, as from the date of its registration, 
as independent of the mark in the country of origin, 
provided it conforms to the domestic legislation of the 
country of importation.’’ 
To Article 6 bis giving power to refuse or cancel a 
registration of a trade mark capable of creating con- 
fusion with a mark considered by a competent authority 
of the country of registration to be well known, there 
was added a useful rider: 
‘‘These provisions shall also apply when the essen- 
tial part of the mark constitutes a reproduction of 
any such well known mark or an imitation capable 
of creating confusion therewith.’’ 


I must not comment on Article 6 quater as it would take me 
beyond the limits of my subject but I should mention that it went 
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a little way, but only a little way, to meet the need for assignments 
of trade marks, with a partial or local goodwill instead of whole 
goodwill which some legislations required. 


Most of us would find it hard to recall a single instance in 
which we have secured a registration solely by invoking the telle 
quelle provision of the Convention. We should not much mind if 
telle quelle were given the coup de grace. No such coup seems im- 
minent as the provision has recently sprung into effective life 
again in a recent United States case which has altered the practice 
requiring use in commerce in the States to precede a British or 
foreign application for a trade mark there The British Insulated 
Callender’s Cables Limited case in 1949 seemed to have settled that. 
(83 USPQ 319, 39 TMR 1057) This year the American practice 
has been successfully challenged by a French company with whose 
products some of us are not unfamiliar (Ex parte Société Froma- 
geries Bel 105 USPQ 392 45 TMR 846). The application recited 
ownership of French registration No. 421,923, dated August 12, 
1952 but it did not recite use of the mark. The examiner of trade 
marks refused the registration on the ground of non-user, relying 
on the British Insulated Callender’s case. The appeal tribunal, 
comprising two Assistant Commissioners and an Examiner in 
Chief, examined thoroughly the text of the Convention and referred 
to the opinion of Judge Van Valkenberg in Rossman v. Garnier 
(4 TMR 183).’ The view of the Tribunal may be summarized in 
the following extract :* 

‘Reduced to its simplest form, Article 6 merely means 
that when a registration of a mark has issued in an applicant’s 
home country (‘country of origin’) in accordance with the law 
of that country, the United States Patent Office will, upon 
receipt of a properly executed application, a copy of the home 
registration, a drawing of the mark, and the filing fee, accept 
the foreign registration at face value and issue a registration 
in the United States, unless the mark infringes rights pre- 
viously acquired by another, if it has no distinctive character, 
or is contrary to morality or public order. And this is true 


7. “This may be said, however, that if the appellee could and did obtain French 
trade marks, as she swears she did in her affidavit for registration, then under Article 6 
of the treaty for the protection of industrial property of March 20, 1883 (25 Stat. 1376) 
to which both France and the United States were parties, she would be entitled to 
protection in this country, whether or not we would have allowed such a mark as an 
original proposition under our laws.” 

8. Extract from The Trademark Reporter, July 1955, Vol. 45, No. 7, pp. 854-855. 
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even though as Judge Van Valkenberg said, ‘we would not 

have allowed such a mark as an original proposition under 

our law’.’’ 

During the last few years numerous drafts revising Article 6 
have been discussed by the International Association for the 
Protection of Industrial Property and by the International Cham- 
ber of Commerce. A British motion to repeal the telle quelle 
provision as inconsistent with Article 2 did not receive support 
from other countries. The latest draft is that of the International 
Chamber of Commerce adopted at its Congress at Tokio in May, 
1955. I have set out a copy in the Appendix. From the British 
point of view this appears an improvement on the existing text 
but we should like to see certain further safeguards in the Con- 
vention. For instance, the suggested Article would be better if 
besides specifying reasons for refusing registration of a mark it 
also expressly authorised the cancellation of a mark which ought 
not to remain on the register because, for example, it has been 
abandoned or there has been no use of it or intention to use it. 

Over the years, on the subject of telle quelle thousands of 
words have been written and still more spoken. In daring to offer 
my humble addition to that spate of words, I have been encouraged 
by the fact that you, Sir, asked me to do so, and the belief that 
a summary of struggles in this field during the last eighty years 
would be of interest to this generation. 


APPENDIX 
Limitation of the Reasons for Refusal of Trademarks. 
(Translated from French) 


The International Chamber of Commerce considers that a 
clear distinction should be drawn in the Union Convention be- 
tween the protection of ordinary trademarks and that afforded 
to ‘‘telle quelle’’ marks. 

It therefore urges the governments concerned and the Berne 
International Bureau to substitute the following two articles for 
the present Article 6 of the Union Convention: 


ARTICLE 6 
1. The conditions in which trade or commercial marks are filed 


and registered shall be determined in each country by the 
national legislation, 
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2. 


However, no mark filed by a member of the Union in a country 
belonging to the Union can be refused or invalidated merely 
for the motive that the mark in question has not been filed 
or registered or renewed in the country of origin. 


ARTICLE 6 quinquies 

When a trade or commercial mark is not in conformity with 

the legislation of the country in which protection is requested, 

but when it has previously been registered in the country of 
origin, it must be admitted for filing and protected ‘‘telle 
quelle’’ in the following conditions: 

Trade or commercial marks can only be refused for regis- 

tration, or invalidated, in the following cases: 

1. when they are such that they impair rights acquired 
by third parties in the country in which protection is 
requested ; 

. when they are in fact devoid of any distinctive character- 
istic; the following shall be considered as such: 

(a) descriptive marks, i.e. marks composed exclusively of 
signs or indications which may be used in business 
to designate the kind, the composition, the quality, 
the quantity, the destination, the value, the place of 
origin or the time of production of the products to 
which the mark applies; 

(b) marks considered as generic, i.e. marks which have 
become usual in everyday language or in fair and 
constant commercial use in the country in which pro- 
tection is requested; 

(c) marks considered for other reasons are being devoid 
of any distinctive characteristic; 

. when they are contrary to good morals or public order, 
particularly when they are of such a nature that they 
deceive the public; it is understood that a mark cannot 
be considered as contrary to public order merely for the 
reason that it is not in conformity with some provision 
of legislation on marks, except in the case in which that 
provision itself concerns public order; 

. when they have been filed in circumstances constituting 
an act of unfair competition in the meaning of Article 
10 bis. 

In order to judge whether the mark has a distinctive character- 

istic, all the circumstances should be taken into account, 


particularly: 
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. the fact that the said mark has been accepted for regis- 
tration in the country of origin or in another country 
belonging to the Union after an examination of the con- 
ditions for acceptance or that it has been admitted to be 
distinctive in a country belonging to the Union; 

2. the fact of the duration or the extent of its use in the 
countries belonging to the Union; 


3. the fact that the circles concerned consider it as the dis- 
tinctive sign of the product which it covers. 


The country in which registration is requested can require, 
before finally registering it, the production of a certificate 
of its registration in the country of origin delivered by the 
competent authority. No legalisation shall be required for 
such certificate. 

A trade or commercial mark cannot be refused or invalidated 
for the sole reason that it is not strictly identical with the 
mark registered in the country of origin and, in the case of 
a mark having priority of registration in the country of origin, 
the benefit of such priority cannot be refused for the same 
reason. The difference made must, however, not obscure the 
distinctive characteristic of the marks; they must leave a 
possibility of identification. 

When a trade or commercial mark has been regularly regis- 
tered in the country of origin, then in one or more other 
countries belonging to the Union, each of these national marks 
shall be considered, as from the date on which it has been 
registered, as independent of the mark in the country of 
origin. 

The country of origin, for the purposes of the present article, 
shall be considered as being the country belonging to the 
Union in which the registrar has an actual and genuine in- 
dustrial or commercial establishment, and, if he has no such 
establishment, the country belonging to the Union in which 
he has his domicile, and, if he has no domicile in the Union, 
the country of which he is a national, in the event of him 
being a national of a country belonging to the Union. 


NN 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Concurrent Registrations 


These remarks will supplement Patent Office Note of March 
1955, 45 TMR 272 on the same subject. 

The March Note concluded with the observation that con- 
current use proceedings are not instituted routinely in the Trade- 
mark Office, nor are concurrent registrations issued as a matter 
of course. That point deserves emphasis, and is well illustrated 
in recent Commissioner’s decisions in Hx parte Chadbourn 
Hosiery Mills, Inc., 107 USPQ 12, 45 TMR 1386 and Bisceglia 
Brothers Wine Co. v. The Globe Distributing Company, 107 USPQ 
301. An earlier decision which is also relevant is Flintkote Co. 
v. Merriam & Co., 88 USPQ 390, 41 TMR 358. 

Granting federal registrations for the same mark to more 
than one party is directly opposed to trademark theory and prac- 
tice in this country, and to do so is an unusual thing. It is done 
only when extraordinary circumstances show it to be a necessary 
measure to prevent injustice or hardship. 

Under Section 2(d) of the Trademark Act of 1946 the Com- 
missioner may grant concurrent registrations. Under Section 18 
the Commissioner may cancel or restrict a registration on the 
basis of concurrent use. These provisions are permissive, not 
mandatory. The Commissioner does not issue such registrations 
merely because a mark was concurrently used prior to the filing 
date of at least one of the applications involved. On the contrary, 
the Commissioner must weigh all the facts, and then in the light 
of those facts decide whether concurrent registrations may, under 
the particular circumstances, issue at all; and if so, the limitations 
which should be attached to the continued use so that confusion 
will not be likely to result therefrom. 

Two questions must be resolved in the Commissioner’s evalu- 
ation of the facts before a concurrent registration can be granted. 
First, whether the use of the marks prior to the earliest filing 
date involved was of such nature that actual substantial trade- 
mark rights had already been acquired by the parties at the time 
of that date of filing. Second, whether or not confusion among 


* Trademark Examiner, U. 8S. Patent Office; Member, District of Columbia Bar. 
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the purchasing public is likely to result from continued concur- 
rent use of the marks under those conditions and limitations on 
use which are prescribed in the registration. 

The facts which are the basis for resolving these questions 
must be placed before the Commissioner by the parties. In fact, 
before a concurrent use proceeding can be instituted by the Trade- 
mark Examiner, enough of this information must be furnished to 
enable the Examiner to ascertain that there is a prima facie prior 
right. The evidence does not have to be complete and conclusive 
at that time, although it must be before final determination of the 
case by the Commissioner. 

Concurrent use proceedings are not intended to be a solution 
of private controversies, and are not to be used to divide up the 
country between parties merely upon their mutual agreement to 
do so unsupported by a pre-existing established right in such use 
by the party who would otherwise have been refused registration. 
The usual course when two or more parties happen to have started 
to use the same mark is to refuse one mark outright upon the 
basis of the other use, or to determine by interference or cancela- 
tion proceeding which is entitled to use of the mark for the entire 
United States. Institution of a concurrent use proceeding is an 
exception to that course, and must be justified by facts showing 
extraordinary circumstances, that is, a pre-existing right which 
is entitled to protection by this extraordinary means. 

If insufficient information is furnished by the appropriate 
party, the Examiner of Trademarks and the Commissioner may 
be compelled to assume that no right had been acquired. 

The general types of information suitable to bring out the 
facts in this respect are length of use, amount of sales, selling 
methods, and quantity, type and coverage of advertising. There 
is no hard or fast rule as to when or how much information must 
be furnished; the particular combination of circumstances in 
each case governs that. Each party should examine his situation 
and furnish whatever information he believes necessary to give 
a complete and accurate picture to the Office. 

The party who files his application first is not relieved of 
the responsibility of proving his right to use the mark, and the 
extent of his right. Mere filing does not give any substantial or 
substantive right. Ordinarily, the party first to file for regis- 
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tration has the procedural advantage of the assumption that he 
is entitled to exclusive use of the mark throughout the entire 
United States, but after that assumption is challenged by another’s 
use, the entire situation must be scrutinized carefully with a 
view to determining the rights of the parties on the merits of 
their cases and to applying equity as the facts may require. 

The statute does not specify what the limitations on con- 
tinued concurrent use shall consist of. The limitations which the 
Commissioner will apply are flexible and may vary greatly in 
nature from case to case. They will be suited to each set of 
circumstances as may be equitable to protect the established 
rights of the parties and to protect the right of the public to be 
free from confusion. But continued concurrent use will not be 
sanctioned by a registration unless there is a substantial prior 
right justifying an exception to exclusive use by one party, and 
unless the particular circumstances make possible the imposing 
of practical limitations which will give reasonable assurance of 
elimination of future confusion. 

In concurrent use cases, variations in fact situations and in 
types of limitations are innumerable. But along with the varia- 
tion there is one thing which is certain, to which all parties involved 
should give serious consideration—that concurrent registrations 
should not be lightly sought, and that they are not lightly issued 
by the Office. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Opposition Proceedings 


An application to register the trademark FrruBex in respect 
of ‘‘Medicated health foods used in the treatment of Vitamin B 
complex deficiencies, alcoholic cirrhosis, neuritis and fatigue and 
liver diseases’’ was opposed by the owners of the trademark Bex 
which had been registered, inter alia, in respect of ‘‘A medicinal 
preparation’’ and in respect of ‘‘Chemical substances prepared 
for use in medicine and pharmacy, but excluding a medicinal 
preparation.’’ Bex is a well-known and widely used trademark in 
Australia, having been used at least for the last twenty years in 
respect of a medicinal product manufactured by the opponent. 
The Registrar of Trade Marks held that sex and rrusBex were not 
confusingly similar. An important factor leading to this decision 
was the fact that there were quite a number of two syllable trade- 
marks already on the Register and in common use in the pharma- 
ceutical trade having the suffix sex. Since sex was established as 
being a common element in use in the same market, the Registrar 
held that the ordinary purchaser would tend to concentrate on 
some feature of each mark that would distinguish it from the other. 
Another factor in this decision was the holding that rrusex would 
normally be pronounced with the emphasis on the first syllable. 
Having held that the marks were dissimilar, the Registrar then 
went on to consider the goods involved. The Registrar mentioned 
the content, color, purpose and packaging of the goods in relation 
to which rruBEx was proposed to be used and the goods in relation 
to which sex had been and was being used. The Registrar then 
concluded : 


‘‘The evidence then shows that the applicant’s and the oppo- 
nent’s goods are similar only in two respects, in that both may 
be in powder form and that both may be sold by chemists. 
However, the goods are completely dissimilar in colour, pack- 
aging, dosage and purpose, and on this basis I must hold that 
the applicant’s proposed trademark rrusex and the opponent’s 
registered trademark sex will not be applied in respect of the 
same goods or description of goods ...’’ 
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The opponent took an appeal to the Law Officer who upheld 
the Registrar’s decision that nex and rruBex were not confusingly 
similar. The Law Officer also considered it important that there 
were a large number of two syllable marks ending with the suffix 
BEX which had been registered and were in every day use. With 
respect to the comparison of the goods involved, the Law Officer 
was careful to point out that, although the opponent had used its 
mark in relation to only one product and such limited use might 
be the foundation for proceedings for rectification, it was his duty 
in the opposition proceedings to consider the matter from the 
point of view of the goods in respect of which sex was in fact 
registered and assume use by the opponent in a normal and fair 
manner for any of the goods covered by their registrations. He 
held that those registrations include goods of the same descrip- 
tion to the goods covered by the opposed application. However, 
since the marks were held to be dissimilar the opposition was 
dismissed. 

It should be noted in passing that during the course of the 
proceedings before the Registrar mention was made of the fact 
that when the opponent was applying for registration of its own 
mark a prior registration for copex was cited thereagainst. This 
citation was overcome and the Registrar commented ‘‘ This is not 
relevant to the present issue but it does indicate that the views 
of parties in such cases as to the manner of pronunciation of a 
word are conditioned by the circumstances in which they find 
themselves.’’ 25 Official Journal of Patents, Trade Marks & 
Designs 1839. 


British Guiana 
New Trade Marks Ordinance 

The Trade Marks Ordinance, 1952, and the Trade Marks Rules, 
1955, came into effect January 1, 1956. The new Ordinance amends 
and consolidates the law relating to trademarks in British Guiana 
so as to bring it into line with the law now existing in the United 
Kingdom. In many respects the new Ordinance is similar to the 
British Trade Marks Act, 1938. The new Ordinance provides for 
registration in British Guiana based upon corresponding registra- 
tions in Great Britain and also provides for registrations inde- 
pendent of any registration in Great Britain. There are also 
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provisions for assignment of trademarks apart from good will and 
for the entry of Registered Users. It should be noted that the 
Ordinance contains a provision for a whitewashing period which 
excuses previous unrecorded licensed use of a trademark if an 
application to enter the licensee as a Registered User is made 
within one year from the commencement of the Ordinance and the 
licensee is so entered as a Registered User. 


Great Britain 
Passing Off 


In Peak’s Furnishers, Ld. v. H. W. Peak, Ld., 72 R.P.C. 339, 
the plaintiff brought action against the defendant alleging pass- 
ing off and breach of an agreement by which the defendant had 
undertaken, inter alia, not to accept orders intended for the 
plaintiff. Both parties carry on the same type of business in 
Cambridge. The undertaking had been given as a result of an 
earlier dispute. All of the evidence related to a single instance 
of alleged confusion or deception when a customer went into the 
defendant’s shop accompanied by her son and her daughter-in- 
law, they, or some of them, or one of them, bought a refrigerator. 
The customer was under the impression that it was the plaintiff 
from whom she was making the purchase with whom she had a 
deposit account. Although the salesman had been given instruc- 
tions not to allow the two businesses to be confused he failed to 
explain the difference to the customer. When the plaintiff learned 
of the incident, a letter was written to the defendant demanding 
that they take back the refrigerator and give a written apology 
together with assurance that the practice of passing off will cease. 
The defendant never answered the letter and the plaintiff took 
action in the High Court of Justice-Chancery Division, where 
Mr. Justice Vaisey pointed out: 

‘¢... although it may have been necessary for the purpose of 

preserving goodwill, I think it is unfortunate that in such a 

town as Cambridge there should be two retail shops dealing 

in the same class of commodity with names which are quite 
certain to cause confusion. I suggested—it seems a very ele- 
mentary suggestion which I should have thought could have 
been put forward by anyone over the age of, say, 9144 years— 


that each of these companies had better display prominently 
in its shop a notification what its name is and, in appropriate 
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words, emphasizing for the sake of anybody who can read, 
and has not left his or her glasses behind, that ‘This shop has 
no connection with the shop next door or any other shop in 
Cambridge.’ ”’ 


The Judge held that, although the suit was apparently brought 
about by the defendant’s failure to reply to the plaintiff’s letter, 
it is obvious that the plaintiff has suffered no damage and it is 
unlikely that any damage will ever be suffered except by some 
gross inadvertance, which no injunction can stop. The case was 
dismissed without costs. 


Nicaragua 
Annuity Payments 

A new law, effective January 3, 1956, requires the payment 
of annuities in connection with trademark registrations and re- 
newals. All registrations now in force and dated subsequent to 
June 30, 1946 require a payment in a lump sum of the annuities 
due for the unexpired portion of the ten-year term of registration. 
Such payment must be made prior to May 3, 1956. In the absence 


of such payment, the registration is automatically forfeited. 


TT 
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YEAR END REPORT 


The Year End Report for 1955 in trademark matters has just 
been released by U.S.T.A. and circulated to its membership. The 
report reviews briefly the highlights and important developments 
in the trademark field, summarizing the most significant decisions 
in trademark cases handed down by the Courts, the Court of 
Customs and Patent Appeals and the Patent Office. 


The Patent Office reported the following figures: 


Calendar Years 


1955 1954 


Trademarks registered 18,212 15,954 
Trademark applications 21,682 20,651 
Applications awaiting action 10,503 14,269 
Cancellations for failure to file affidavit of 

use under Sec. 8 of the Trademarks Act. . 7,658 2,654 


PATENT OFFICE 


The following notice appeared in the Trademark Section of 
the Official Gazette on January 3 and 10, 1956, vol. 702, nos. 1 and 2: 


Availability of Forms 


On and after January 1, 1956, printed forms of trade- 
mark applications for individuals, partnerships and firms, 
and corporations will be available to all practitioners and 
to the public without cost. In the interest of saving cler- 
ical time and the time of Examiners in making the exam- 
ination, practitioners before the Patent Office are urged 
to make use of these forms in filing applications to regis- 
ter, or at least to follow the format in preparing appli- 
cations for registration. The forms may be readily 
adapted for service marks, collective marks and certifica- 
tion marks. 


Requests for printed application forms should be ad- 
dressed to the United States Patent Office. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 
Fromm, Hilda F. 


Legal Aspects of Packaging. (Modern Packaging Encyclopedia, 1956, pp. 38-40, 
42, 44). 


What makes International Nickel run? (Printers’ Ink, December 16, 1955, pp. 28-83). 


Jones, Thomas M. 


When to Use Premiums—a Checklist with typical Examples of Use in each Case. 
(Printers’ Ink, December 30, 1955, pp. 52-55). 


Philip Morris’ bold Change-Over. (Modern Packaging, v. 29, no. 4, December 1955, 
pp. 83-86, 220, 222). 


Swaziland. The Swaziland Registration of South African Trade Marks (Amend- 
ment) Proclamation no. 21, 1955. (Patent and Trade Mark Review, v. 54, no. 2, 
November 1955, pp. 44-45). 


Swift’s Frozen-Meats Bid. (Modern Packaging, v. 29, no. 4, December 1955, pp. 
88-89, 214). 

Biggest Packer’s Answer to the Problem of Brand Identification is a new Carton 
Package. 


Trinidad and Tobago. Trade Marks Ordnance No. 11-1955. (Patent and Trade 
Mark Review, v. 53, August 1955, pp. 311-316; September, pp. 359-368; v. 54, 
October 1955, pp. 7-15; November, pp. 30-37). 


World Trade Information Service. Washington, Dept. of Commerce, Bureau of 
Foreign Commerce. 


Part 2: Operations Reports. Trademark and Patent Regulations. The first 
list of countries for which such information is available was carried in the 
July issue of The Trademark Reporter. Since then the following countries 
were added: Brazil, Costa Rica, Dominican Republic and Peru. 


* Copies of these articles are available in the Association’s library. 
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Part Il 


AMERICAN JUNIOR AIRCRAFT COMPANY v. L. M. COX 
MANUFACTURING CO., INC. ef al. 


No. 15889-C — D.C., $.D. California — March 24, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
U-CONTROL is descriptive and invalid as a trademark; plaintiff defendants, who 
advertise YOU MAY CONTROL THE PLANE IN FLIGHT, may not preclude from advising 
public how their products operate. 


TRADEMARK AcT oF 1946—REGISTRABILITY—GENERIC TERMS 


Common LAW TRADEMARKS—NATURE OF RIGHTS 
U-CONTROL has become generic to indicate type of flight control and has lost 
all trademark significance; where plaintiff has granted his licensees permission to 
use mark without retaining control over nature and quality of goods, public will 
no longer be able to know that trademark U-CcONTROL with the letter “U” refers to 
plaintiffs’ goods or goods of like nature and quality. 


Action by American Junior Aircraft Company v. L. M. Cox Manu- 


facturing Co., Inc., and Le Roy M. Cox for patent and trademark infringe- 

ment. Complaint dismissed. 

Robert W. Fulwider and Fulwider, Mattingly & Babcock, of Los Angeles, 
California, W. Elmer Ramsey, of Portland, Oregon and J. Pierre 
Kolisch, of New York, N. Y., for plaintiff. 


Lyon & Lyon and Charles G. Lyon, of Los Angeles, California, for de- 
fendants. 

CarTER, District Judge. 
The court now decides the above entitled case, heretofore tried and 


submitted for decision. 
THE 416 PATENT 


The court finds that the St. Clair plane, Exhibits A, A-1 and A-2, is 
prior in time to the alleged Walker invention and that it was in public 
use, and plans for it were on sale more than one year prior to the filing of 
Walker’s application on December 26, 1940. The court finds that the St. 
Clair plane was made and used prior to the time that Walker conceived 
his alleged invention. 

Every element of each claim of the *416 patent [No. 2,292,416] is 
present in the St. Clair plane, except that St. Clair used a lever on the 
wings and ’416 patent calls for a guide ring or rings. The lever is the full 
mechanical equivalent of the guide rings and the substitution of this equiva- 
lent by Walker would not void infringement had the St. Clair plane been 
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patented. The lever on the St. Clair plane and the guides on the Walker 
devices have the function of giving lateral stability. 

In the Walker devices, the wires pass through the guide and have a 
device for the attaching of the tether line. Thus, there is a continuous line 
with a joint in it between the plane and the holder of the tether line. In 
St. Clair the lines are attached to the lever, which is the equivalent of the 
joint and there is a continuous line from the holder of the tether to the plane. 

The fact that plaintiff contends and argues that in 1946 and 1947 it 
placed a construction on its patent which would place the St. Clair structure 
beyond the scope of the ’416 patent, even if true, is immaterial to the 
issues at bar. 

The ’416 patent is further invalid for lack of invention over Sampson 
953, in view of the St. Clair plane. Sampson taught the use of a pair of 
continuous flexible lines running to the bell crank in the fuselage to operate 
a push rod attached to the horn of the elevator. Had Sampson guided his 
lines through guides on the left wing, his patent would have contained 
every element in ’416. St. Clair supplied the missing element. It would 
not be invention for a man reasonably skilled in the art, to have combined 
Sampson and St. Clair as was done by Walker in patent ’416. 

The court further believes the testimony in the depositions of Mr. and 
Mrs. St. Clair and that they disclosed the St. Clair plane to Walker in the 
fall of 1937. This Walker does not deny, but merely states he does not 
recall it. 

We can ignore Stanzel ’348, which has a guide for the flexible lines, 
since apparently Walker’s ‘‘swearing back’’ takes Walker’s patent back 
before the starting date of Stanzel. 

It must be recalled that this particular field of the art concerning 
miniature planes, came into being after miniature planes were installed with 
motors, and after miniature planes were engaged in free flight through 
the use of motors. The next step, of course, was to tether the plane, causing 
it to fly in a circle, and inventors immediately devoted their skill to methods 
to cause the plane to dive and rise through controls supplied by lines. It 
is obvious, and certainly not invention, to know that the tether would have 
to be attached to, or through or near the wing tip nearest the holder of the 
tether line. Any school boy would know you could not attach the line alone 
to the tail or to the nose. There would obviously be some range of area to 
which the tether line could be attached, in view of the fact that the plane 
with a motor would have momentum which would carry it forward. How- 
ever, to keep the plane from rolling over sidewards, it is obvious, and not 
invention, to decide that there should be a guide or lever or some device on 
or near the wing tip nearest the operator to give the plane lateral stability. 
This is what St. Clair did; this is what Walker did. 

The court has explored the possibility as to whether or not some limited 
claims of Walker might be held good in the ’416 patent and particularly 
Walker’s claims for arranging the guide lines—one forward and one aft 
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of the center of mass. However, the alleged infringing devices of the de- 
fendant have both guide lines aft of the center of mass and the court is 
inclined to believe that the guide lines on plaintiff’s models purportedly 
made pursuant to the ’416 patent, likewise have the guide lines aft of the 
center of mass. This was difficult to demonstrate because plaintiff’s planes 
in evidence were not equipped with a motor and therefore were deficient 
in forward weight. 

However, the court concludes that there is no invention in having guide 
lines arranged one fore and one aft of the center of mass; that in each 
instance the problem is one of balancing the plane and attaching the line 
to the plane in such a manner as to have the Jine not too far forward or 
too far to the rear, and obviously the weight of the engine and the general 
shape and style of the plane would be controlling factors as to where the 
line should pass. In any event defendant’s devices have guide lines both 
rearwards of the center of mass and would not infringe, even if the limited 
claims were good. 

The court finds that patent ’416 is invalid because anticipated by St. 
Clair, and because of lack of invention over St. Clair in view of Sampson. 


THe ’874 PATENT 


This patent [No. 2,406,874] discloses a reel having a double spool, a 
common crank and a common brake for each spool. The claims call for 
reeling in and paying out the lines simultaneously from two spaced points 
sufficiently spaced to permit gripping the handle there between. 

Only the defendant’s Skylon reel is accused, it being stipulated that 
the defendant’s other reel does not infringe. The prior art shows many 
patents which have a bearing on the problem. 

Walker’s ’416 patent shows a handle grasped in the hand of the 
operator permitting the lines to be spaced and the lengths of the lines to 
be varied by a turn of the wrist. 

Adler ’893 shows a common spool for two lines with the spacing and 
handle. 

Canney ’772 shows a double reel for clothes lines. De Haven ’529 shows 
the use of lines on kites and miniature airplanes. Krulan ’943 shows a reel 
with two spools for spooling in and paying out lines simultaneously; a 
common crank for operating both spools, lines emerging from the frame at 
spaced points. Krulan does not show a handle on the reel but such a device 
is well known in the art of reels. Stibbins ’604 shows a kite string holder, 
a single reel with a spool and a handle grip for spooling out or paying in 
the kite line. It shows a brake. Willard ’506 shows a handle grip for spacing 
the lines. 

Going back to Adler 893, it also shows a spring-applied and thumb- 
released brake used in paying out the line. 

The file wrapper discloses that after the claims were rejected, con- 
tention was made by the applicant that he had invented a means ‘‘by which 
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the path of flight may be lengthened or shortened, and, also restricted to a 
circular path.’’ This obviously meant that the applicant claimed he had 
invented a means of varying the path of flight by lengthening it or shorten- 
ing it while the plane was flying. It is clear that no one would even contend 
he had an invention for prior to flight arranging for a longer or shorter 
line. The contention also means that out-of-round flight is possible by the 
operator, since the contention was that ‘‘flight is no longer restricted to a 
circular path.’’ Thus, applicant was contending for the ability to vary the 
radius of the plane in flight so that the plane, instead of making a true 
circle, would make an elongated circle or out-of-round flight. 

It was after this contention and explanation by the applicant that the 
874 patent was granted. The court concludes that the claims of the ’874 
patent are limited to varying the radius of the toy airplane during flight. 

The court further concludes that the defendants have not infringed 
these limited claims. The defendants do not contend that the Skylon reel 
is made or intended for this purpose. They do not advertise it as being 
capable of this purpose. There is uncontradicted testimony that ordinary 
users of the Skylon reel could not or do not vary the radius during flight, 
and any attempt to do so repeatedly would result in damage to the reel 
or the plane. 

The accused Skylon reel has a series of holes for threading the line 
back and forth through a plastic plane and such threading is not conducive 
to the varying of the radius of the plane in flight, but instead would at such 
time tend to cause the line to bind or to grip at the places where it is 
passed in and out of this series of holes. 

On the other hand, Mr. Walker took a Skylon reel and demonstrated 
that he was able to use the device to vary the radius of a plane in flight 
using one of the plaintiff’s ‘‘Fireballs.’’ Evidence is undisputed that he is 
the outstanding demonstrator and operator of toy airplanes in the United 
States. The Skylon reel is made commercially for boys and for men with 
hobbies, and is not made solely for the use of one or more expert flyers. 
The court concludes that only an expert flyer under optimum conditions 
of weight of plane, speed and string size and style, would be able to reel 
in and out a plane with a Skylon reel during flight; and that the vast 
majority of users would not be able to do so. This limited use by a super 
expert under such conditions would not cause the Skylon reel, in connection 
with a use not intended, to infringe the limited claims of Walker’s patent 
"874. 

The court, if counsel desires, will consider enjoining the defendants 
from contending or advertising that the Skylon reel can be used to vary the 
radius of flight while a plane is in flight. 


THE U-CONTROL TRADEMARK 


The court has previously found that this mark is invalid, and that 
there has been no infringement of the mark by the defendants, The plaintiff 
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has attempted to appropriate a descriptive term, and any validity in the 
mark would be limited to the use of the symbol ‘‘U’’ in connection with 
the word ‘‘control.’’ All the defendants have done is to advertise that 
YOU MAY CONTROL THE PLANE IN FLIGHT. Plaintiff, by using a mark descrip- 
tive of the operation, may not preclude others from advising the public 
how their products operate. 

Moreover, U-CONTROL with the letter “U” has become generic to in- 
dicate a type of flight control and has lost all trademark significance. Plain- 
tiff has granted his licensees permission to use the mark U-cONTROL without 
retaining control over the nature and quality of the goods. Thus, the public 
will no longer be able to know that the trademark U-cONTROL with the letter 
‘*U’’ refers to plaintiff’s goods or goods of like nature and quality. 


CONCLUSION 


Defendant will prepare findings of fact and conclusions of law and 
decree, within the time provided for by the rules of this court. 


WARSHAWSKY v. CARTER 
No. 4698-52 — D.C.D.C. — July 19, 1955 


CoPpYRIGHTS—INFRINGEMENT—IN GENERAL 


Plaintiff seeks injunction, accounting for profits and attorney fees based on 
alleged infringement of copyrighted story WOMAN OF DESTINY originally written by 
plaintiff in 1916 with subsequent revisions and adaptations as play, by defendant’s 
story MADAME PRESIDENT. Theme of both stories is that of a woman becoming 
vice-president of the United States and then president upon the sudden death of the 
president in one case and upon his mental incapacity in the other. Conclusions of 
stories are different. While there are many and substantial similarities in the 
theme they are those that would normally occur in two stories dealing with that 
subject matter. To constitute infringement there must be copying, intentional or 
unintentional, of the work done by another. Mere fact that there has been access 
and there are similarities does not mean that it is the result of copying. Circum- 
stances do not justify conclusion that defendant’s story was not independent work 
despite opposite verdict of jury in suit against publisher. 

CoPYRIGHTS—BASIS OF RELIEF—ATTORNEY FEES 

Suit brought in good faith particularly in view of verdict of jury in previous 

suit and hence plaintiff will not be held accountable for attorney fees. 


Action by Samuel Jesse Warshawsky v. John Franklin Carter for 
copyright infringement. Complaint dismissed. 
William B. Wolf, Fulton Brylawski, and William B. Wolf, Jr., of Washing- 
ton, D.C., for plaintiff. 
Joseph W. Wyatt, of Washington, D. C., for defendant. 
Morris, District Judge. 
This is a proceeding in which the plaintiff seeks injunctive relief, an 


accounting for profits, costs, and attorneys’ fees from the defendant, pur- 
suant to Title 28 U.S.C., Section 1338, and Title 17 U.S.C., Sections 101, 
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112 and 116, for the alleged infringement of a copyrighted story, of which 
the plaintiff is author, entitled WOMAN OF DESTINY, originally written by 
the plaintiff prior to February 29, 1916, and numerous revisions thereof, 
one of which culminated in a play, which was publicly produced in New 
York City and other summer theaters under the same title, one of which 
was revised in the serial publication under the title THE HEART COMPELLED 
in the Woman’s Home Companion magazine in the issues of February, 
March, April and May of 1933, and which story was also published in book 
form under the title of womMAN of DESTINY during the year 1936, all of 
which were duly copyrighted. The plaintiff claims that his copyrighted 
story was infringed by a story of which the defendant is author entitled 
MADAM PRESIDENT, which was published serially in the issues of March 13, 
20 and 27 and April 3 and 10, 1948, in Collier’s Magazine, which story 
was also duly copyrighted. It has been stipulated between the parties that 
the net profits which accrued to the defendant from the sale and publication 
of his story are $10,000. About a year prior to the institution of the instant 
suit, plaintiff procured a judgment for damages, pursuant to a verdict 
by a jury, in a suit for infringement brought in the United States District 
Court for the Southern District of California against the publisher of the 
defendant’s story, and in which suit the defendant was not a party. 

The plaintiff alleges that the defendant ‘‘knowingly followed the plot 
and the theme of plaintiff’s work, intentionally adopted leading characters 
therefrom and copied largely therefrom, paraphrasing plaintiff’s material 
in many instances.”’ 

The theme of both stories is that of a woman becoming president of 
the United States. In each case the leading character is a woman who has 
attained some political prominence, and who is ambitious to secure national 
recognition of a program to which each is dedicated. In both stories there 
is a political leader unsympathetic, or even hostile, to the program so 
advocated. In both stories the leading character gains a position of strength 
in the national political convention which results, with various and some- 
what different maneuvering, in the nomination of the leading character as 
vice president on the national ticket; in both stories this was to the dis- 
comfiture of the party leader. Neither story deals with the progress of 
the ensuing election, but in both instances the nominees were elected, and 
the leading character in each becomes vice president. Thereafter the pre- 
sident in the plaintiff’s story dies suddenly of a heart attack, and the 
leading character becomes president; and in the defendant’s story the 
president becomes mentally incapacitated, and the leading character assumes 
the office of president. In the plaintiff’s story a declaration of war had 
been made on the eve of the leading character becoming president, and her 
incumbeney was opposed by the party leader, who did not want the war 
to be interfered with, and originally by all of the cabinet members. In 
the defendant’s story the party leader and cabinet members also opposed 
the incumbency of the leading character as president, and, as in the de- 
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fendant’s story, threatened resignation at a meeting of the cabinet members. 
In both stories evidence of discreditable action by the party leader had been 
secured and was used to stifle further opposition from that source, and to 
enlist such party leader in the woman president’s administration. In the 
plaintiff’s story the objective of the woman president was achieved in that 
the declared war was brought to an immediate peaceful conclusion, with 
apparent popular approval, and the story closes with her still in office as 
president. In the defendant’s story the objective of the woman president, 
which was the enactment of laws improving the general social welfare, with 
particular reference to veterans, made substantial progress with promise 
of ultimate success, but was not finally achieved. She, feeling it wise that 
she no longer remain in office, married her secretary of state, who, upon 
her resignation, under legislation enacted since her election as vice president 
returning the succession of the presidency to the cabinet members, became 
president. 

Each of these stories differ widely in the personalities of the several 
characters, although many of them perform similar functions in advancing 
the plot of the story. The emphasis of each story is quite different, though 
unquestionably they both lead to the selection of a woman president by 
way of her original nomination and election as vice president. The love 
interests are quite different. The dynamic character in the defendant’s 
story who turns to the leading character’s advantage the various political 
trickery and manipulations of the party leader finds no real counterpart 
in the plaintiff’s story, though unquestionably political trickery and double- 
crossing tactics play a part in both, but this feature is not as prominent 
nor as realistic in the plaintiff’s story as in the defendant’s. 

There can be no question that there are many and substantial similari- 
ties in the themes of the two stories, nor, however, can there be any doubt 
that substantially all of those similarities are those which would normally 
occur in two stories dealing with a woman becoming president of the United 
States. There is, of course, no infringement simply because one person 
writes and publishes a story upon the same theme previously used by 
another, even though copyrighted. To be infringement, there must be a 
copying, intentional or unintentional, of the work done by another, and this 
does not occur simply by writing on the same subject or theme. Similarity 
ean, of course, occur from copying, but that may also occur by reason of 
the subject matter and setting with which both stories deal. Certainly 
there can be no property right in the plaintiff by reason of his copyrighted 
story on the subject matter of a woman becoming president of the United 
States, and it would be naive indeed to assume that one could be nominated 
and elected as such instead of succeeding as an elected vice president. There 
may or may not be any verity to political trickery, manipulation and 
double-cross dealings in political conventions, but one thing is very certain, 
and that is that there is no novelty or property right in the view that there 
is. It is quite unrealistic to assume that any woman could aspire to be, 
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much less succeed in being, nominated as a vice presidential candidate 
without some substantial support and backing for an advocated program 
that had some appeal among a substantial number of voters. There can 
hardly be said to be any novelty or property right in this idea, and so 
throughout both stories, it seems more reasonable that the many similarities 
that do occur are those which are almost compelled by political imperatives 
rather than to conclude that which is absolutely and emphatically denied by 
the defendant, that they are the result of either reading or copying the 
story of the plaintiff. 

It has been authoritatively stated that there can be no infringement 
without access and similarity. This is unquestionably true, but the converse 
does not follow—that, simply because there has been access and there are 
similarities, such are the result of copying. If by access is meant the op- 
portunity of a person to have seen, to have read, and to know the work 
of another, there can be no question in this case that there was such access. 
The various publications of the plaintiff’s story, the production of it in 
dramatic form in certain summer theaters, articles published about it in 
newspapers and book reviews, which made some mention of the story, and 
the filing of copies in the copyright office, which were available to the 
publie for inspection, all afforded an opportunity which possibly the de- 
fendant could have availed himself of to become familiar with such story. 
In its dramatic form a copy was turned over to a literary agent for handling, 
which agent subsequently handled certain business transactions respecting 
the defendant’s story. The defendant, who for many years has been 
intimately familiar with political matters and has done much writing in 
connection therewith, absolutely denies any knowledge from any of these 
sources, or any other, respecting the plaintiff’s story. Again, access and 
similarities are but circumstances from which a logical inference of infringe- 
ment may be reached, but like other circumstantial evidence, such conclusion 
cannot be reached if they are susceptible of any reasonable inference other 
than the guilty one of infringement, and here I am convinced that the 
circumstances do not justify the conclusion that the defendant’s story was 
not an independent composition of his own. I am not unmindful that the 
verdict of a jury, and a judgment thereon, in the United States District 
Court for the Southern District of California reached a different conclusion. 
It is interesting, however, in that connection that the jury added to its 
verdict the statement: ‘‘In rendering this verdict in favor of the plaintiff, 
we the members of the jury unanimously wish to state that we feel the 
infringement was not intentional on the part of J. Franklin Carter, Jr.’’ 
As heretofore stated, in certain cases there can, of course, be unintentional 
infringement. It is charged in the instant case, however, as heretofore 
stated, that the defendant ‘‘knowingly followed the plot and the theme of 
the plaintiff’s work, intentionally adopted leading character therefrom and 
copied largely therefrom, paraphrasing plaintiff’s material in many in- 
stances.’’ It is beyond my comprehension, however, that this could be done 
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without a deliberate intention to do so, and the whole force of the plaintiff’s 
theory of the case rests upon the premise that this was done. I cannot 
reach the conclusion that there was either any intentional or unintentional 
infringement here, and judgment will be entered accordingly. 

I do not doubt at all that the plaintiff is sincerely convinced that 
there has been an infringement of his story by the defendant. Unless 
subjected to a very critical objective analysis, one could easily reach the 
conclusion, as did the jury in the California case, that there was piracy. 
Certainly after the judgment in that case, the plaintiff could well feel 
justified in pursuing this proceeding against the defendant. I, therefore, 
do not feel that, in the exercise of the discretion provided by the statute, 
I should award attorney’s fees to the defendant against the plaintiff, 
though, of course, the costs of the case will be awarded the defendant. 


Counsel will prepare appropriate findings of fact, conclusions of law, 
and decree to carry the judgment here announced into effect. 


NORTH AMERICAN AIRCOACH SYSTEMS, INC. et al. v. 
NORTH AMERICAN AVIATION, INC. 


No. 14271 —C. A. 9 — September 28, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES. 
Appeal from decision granting injunction where plaintiff claimed defendant 
had undertaken to appropriate name and good will developed by plaintiff which had 
acquired secondary meaning. Plaintiff originally in all phases of aviation industry, 
including manufacture and transportation. In 1938 disposed of transportation 
division but continued to build countless thousands of military planes known the 
world over. NORTH AMERICAN acquired secondary meaning in connection with avia- 
tion identifying plaintiff exclusively. Plaintiff also used formalized drawing of 
flying triangle enclosing NAA and slogan, THE NORTH AMERICAN WAY both of which 
defendant has used in slightly different forms. Proof showed overwhelming confu- 
sion of source. Defendant a ticket agency did not limit the use of the name to 
ticket selling but used NORTH AMERICAN on planes of plaintiff’s competitors. Injune- 
tion is affirmed. 


TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Geographical marks are generally subject to use by all persons who operate in 
area unless it has acquired a secondary meaning, which is a question of fact. Where 
secondary meaning exists it will be granted as complete protection as if it were a 
“strong” mark from inception. Law of California also holds that geographical 
mark may acquire secondary meaning. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 
Direct competition not a prerequisite for granting of injunction but use of 
NORTH AMERICAN on planes of plaintiff’s competitors is an appropriation of property 
of plaintiff and therefore constitutes direct competition. 


Action by North American Aviation, Inc., v. North American Aircoach 
Systems, Inc. (also known as North American Airlines Agency Corp. and 
North American Airlines Agency Corp.), Twentieth Century Air Lines, 
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Incorporated, James Fischgrund, Jack B. Lewin, and Stanley D. Weiss for 
unfair competition. Defendants appeal from judgment of District Court 
for Southern District of California for plaintiff. Affirmed. 


Sidney Fischgrund and Robert 8. Dickerman, of Los Angeles, California 
for appellants. 

Chadbourne, Parke Whiteside, Wolff & Brophy and Charles Pickett, of 
New York, N. Y., and Flint & MacKay, Edward L. Compton and 
Arch R. Tuthill, of Los Angeles, California for appellee. 


Before STEPHENS and Fes, Cireuit Judges, and Lina, District Judge. 
Fer, Cireuit Judge. 


North American Aviation, Inc., filed action for injunction on account 
of unfair competition, claiming the sole and exclusive right to use the name 
NORTH AMERICAN in connection with airplanes and aviation. Complete 
diversity of citizenship between plaintiff and all defendants founded 
jurisdiction in the District Court, where the action was initiated. It was 
charged by the complaint that defendants have unlawfully and fraudulently 
intended and undertaken to appropriate the name and the benefit of the 
celebrity and good will developed by plaintiff, which resulted in a secondary 
meaning acquired by the name in connection with all phases of aviation. 
The appropriation is said to have resulted pursuant to a fraudulent con- 
spiracy in which the individual defendants were the prime movers. It was 
alleged that defendants have used the name NORTH AMERICAN in various 
ways in connection with airplanes and aviation industry, on tickets, uni- 
forms, time and fare schedules, at ticket offices and airports in connection 
with business of buying, selling and reserving airline transportation, and 
has used the name upon airplanes. It was also pleaded that these actions 
of defendants were designed, intended and calculated to and did lead to 
confusion between plaintiffs and others using the name and deceived other 
persons into believing that a connection existed between plaintiff and 
organizations fostered by defendants. Defendants denied that plaintiff had 
any exclusive right to the use of the name NORTH AMERICAN except in the 
manufacture of aircraft, and denied any appropriation of the benefit of the 
reputation of plaintiff or that they caused the public to believe a connection 
existed between plaintiff and defendant. 

After a lengthy trial before an experienced judge, Hon. Peirson M. 
Hall, findings were made in favor of plaintiff on all contentions. A 
permanent injunction against the use of NORTH AMERICAN by defendants 
was granted, and damages were awarded to plaintiff. This appeal followed. 

It is the principal contention of defendants here that plaintiff did 
not have and could not acquire an exclusive use of the name NORTH 
AMERICAN as against others operating in the same geographic area. 
Especially, it is claimed defendants who operate ticket agencies in connec- 
tion with air transportation have a right to use the name of the continent 
in which they do business. It is further urged that, since defendants do not 
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manufacture airplanes for sale to governmental agencies, which defendants 
claim is the sole business of plaintiff, no injunction should be granted 
against use of the name in this limited field. 

Under a situation where the name NORTH AMERICAN had not been ap- 
propriated exclusively in connection with all phases of aviation by plaintiff 
for a great number of years without challenge, there might have been 
some slight basis for the contention that there could be only a limited use 
of a geographic designation. But the identification of the name with plain- 
tiff in such connection was shown by the evidence to be absolute for a long 
period of time before defendants began their activities. It is exactly this 
feature which causes plaintiff to seek relief in the courts. The purposes for 
which plaintiff was organized, its history as a business concern, the relation- 
ship of the public to the activities so conducted and the good will build 
up in that business are important factors in determining the existence and 
extent of a secondary meaning of the name of plaintiff. 

Plaintiff was organized in December, 1928. Manufacture of airplanes 
and other aircraft, carrying the mail and operation of air navigation 
facilities and incidental equipment were its specific objectives. NORTH 
AMERICAN AVIATION, INC. was adopted as its name at that time. This was 
intended and aptly chosen for the purpose of identifying plaintiff with 
all phases of aviation. Plaintiff at that time was a holding and management 
company, owning stock in several companies operating in various phases 
of aviation. Some subsidiaries ran airlines, others manufactured aircraft 
and others made electronic equipment. The name NORTH AMERICAN was 
from the beginning better known generally than the names of the operating 
companies. Almost from its inception, the stock of North American Aviation, 
Ine., has been traded on the exchange, and the operating subsidiaries 
referred to themselves using such terms as A DIVISION OF NORTH AMERICAN 
AVIATION, INC. In 1934, plaintiff ceased to be a holding company and became 
an operating aviation company with two divisions: (1) manufacturing, 
(2) air transportation. Plaintiff used the NORTH AMERICAN name in the 
operation of this air transportation division in that ‘‘air transportation 
activities were conducted under the name of Eastern Air Lines, Division 
of North American Aviation, Inec., which appeared in time tables which 
were distributed and available at offices maintained in several cities in the 
United States, on tickets and baggage checks and stickers issued to pas- 
sengers, and on various other material used by plaintiff.’’ 

Plaintiff has spent a great deal of money in the advertising and 
publication of the name NORTH AMERICAN and has spent tremendous sums 
over the years for that purpose. Besides that, owing to the circumstances 
hereafter mentioned in connection with its activities during the war, plain- 
tiff received a tremendous amount of unpaid publicity. Plaintiff has in 
this regard used the letters Naa together with a symbol or design devised 
by it, consisting of a triangle enclosing these letters and bearing a formalized 
drawing of a bird. This symbol was used by plaintiff on airplanes in 1935 
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and was registered in the United States Patent Office. Plaintiff also used 
extensively the slogan, THE NORTH AMERICAN WAY, since sometime in 1941. 


In 1935, plaintiff built a new plant at Los Angeles Airport, which has 
been greatly expanded during the years and is still its headquarters. In 
1938, apparently because of the approaching emergency, plaintiff sold the 
assets of its air transport division to a new independent corporation known 
since aS EASTERN AIRLINES. Although plaintiff has not operated a scheduled 
airline since 1938, for many years it has been operating several airplanes 
to transport people doing business with it and its own employees. 


Irrespective of the fact that its factories were located on the continent, 
the name of plaintiff had a world wide significance owing to its activities 
in a war industry. This is so well known that the Court would take judicial 
notice of it if it had not been proved. But there was exact and explicit 
proof. Airplanes manufactured by plaintiff and bearing its name were 
furnished to the Government of the United States and flown all over the 
world. There is testimony to the effect that these planes carried the 
insignia of North American throughout the world. Defendants cannot 
avoid this record by pointing out that the advance trainers, of which 
plaintiff built about sixteen thousand through 1945 and which were the 
standard airplanes used for advance training of pilots by the United States 
and thirty-three different countries of the United Nations and of which 
many are still used throughout the world to train pilots, were popularly 
denominated ats instead of NORTH AMERICAN. The B-25 or MITCHELL bomber 
of NORTH AMERICAN manufacturing was used in the spring of 1942 in the 
initial raid on Tokyo from Shangri La. These were used throughout the war 
in the South Pacific and in Europe. Plaintiff built about ten thousand of 
them. North American P-51, popularly known as the MUSTANG, was known 
at the time as the ‘‘most aerodynamically perfect pursuit plane in 
existence.’’ It was the outstanding fighter of World War II. Sixteen 
thousand of these were built by plaintiff. These flew over both fronts in 
World War II. Since the end of World War II, plaintiff developed many 
new types of military aircraft: the North American F-86. saBREJET, 
maintained supremacy of the air for our country in Korea. In view of 
this, there is no substance to the contention of defendant that, since these 
aircraft were called popular names the activities of plaintiff did not 
strengthen its use of the name NORTH AMERICAN. 


The proof is irrefutable that NORTH AMERICAN in connection with 
aviation means the plaintiff solely and exclusively today as well as in the 
past. The finding of the trial court is that the name had “acquired a 
secondary meaning, with respect to plaintiff, in connection with airplanes 
and in the aviation industry. It identified, in connection with airplanes and 
in the aviation industry, plaintiff and no one else, and was associated by 
persons in the aviation industry and by the general public, with plaintiff 
and no one else.’’ The exclamation of the learned trial judge was only 
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a reflection of the impression which anyone would obtain who impartially 
read the record: 


“I have never seen, and I cannot imagine, any case where a secondary 
meaning has become so attached to a party or a business as the words 
NORTH AMERICAN have to the plaintiff in this case in the entire aviation 
industry.” 
From the record and the findings, the nature of the secondary meaning 
of NORTH AMERICAN is established as referring to plaintiff alone. 


strong” and “weak” 


”? 


“ 


The courts have made the distinction between 
marks or names. Names “fanciful” in character are denominated “strong. 
These are designations which are generally not descriptive of the business, 
the persons involved or the place of business or operation. “Weak” marks 
are words of common speech and those descriptive of the locality or area 
where the services are performed or the article used or made. The theory 
is that generally there cannot be a monopoly of such a designation. In 
practical experience, however, where the facts warrant, the courts grant 
protection even to weak marks or names with varying degrees of limitation.’ 
Geographic names which have connotations of the place of use or manu- 
facture are generally subject to use by all persons or concerns who 
manufacture or operate in the area. Such a name is in the public domain.* 


The doctrine of secondary meaning is applied as to weak names and 
particularly as to descriptive or geographic designations. The question of 
whether a monopoly of such a title has been acquired depends upon its 
use in relation to goods, business or service to the point where the public 
identifies the name with a particular individual or entity. It is extremely 
difficult to give to a geographic term a proprietary connotation since under 
ordinary circumstances it cannot be used to exclude others who operate in 
the same area, as above noted. But this does not mean that a name of terri- 
torial origin may not acquire a secondary or fanciful meaning connected. 
When this occurs, the proprietorship in the designation or mark will be 


1. “Generic terms and words descriptive of place are not subject to exclusive ap- 
propriation. * * * The plaintiff points out, however, that it has not formulated its 
case on the claim of technical trademark or exclusive right. Its cause of action is 
based on the distinctive or secondary meaning which its name has acquired and on the 
unfair and deceptive use of that meaning which it is alleged the defendant has made 
and threatens to continue to make, to the damage of the plaintiff in particular and 
the confusion and deceit in relation to the public generally.” Academy of Motion 
Picture Arts §& Sciences v. Benson, 15 California 2d 685, 688, 46 USPQ 488, 489, 
(30 TMR 563). 

2. “The proprietary connotation,—‘secondary meaning,’—of a word of common 
speech is harder to create and easier to lose, and its fringe or penumbra does not 
usually extend so far as that of a coined word. But that is a matter of proof and 
of that alone * * * It would therefore be wrong to make an absolute distinction be- 
tween coined, and colloquial, names.” Landers, Frary ¢& Clark v. Universal Cooler 
Corporation, 2 Cir., 85 F.2d 46, 48, 30 USPQ 248, 250 (26 TMR 591). 

3. Phillips v. The Governor and Company of Adventurers of England Trading into 
Hudson’s Bay, 9 Cir., 79 F.2d 971, 27 USPQ 229 (25 TMR 635). For similar fact situa- 
tions, see Academy of Motion Picture Arts g& Sciences v. Benson, 15 California, 2d 685, 
46 USPQ 488 (30 TMR 563); British-American Tobacco Co., Ltd. v. British-American 
Cigar Stores Co., 2 Cir., 211 F. 933 (4 TMR 293); Continental Distilling Sales Co. v. 
Brancato, 8 Cir., 173 F.2d 296, 30 USPQ 543 (39 TMR 305). 
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? 


afforded as complete protection as if it were a “strong” mark at the 
inception. 

In Phillips v. The Governor and Company of Adventurers of England 
Trading into Hudson’s Bay, 9 Cir., 79 F.2d 971, 27 USPQ 229 (25 TMR 
635), this Court held that plaintiff corporation, commonly known as 
HUDSON’S BAY COMPANY, whose character was granted by Charles II of 
England, was entitled to an injunction against a person using the name 
HUDSON BAY FUR COMPANY in Nevada. The facts (1) that the word “fur” 
did not occur in the title of plaintiffs, (2) that plaintiffs had ceased doing 
business in the United States and therefore was not a competitor in the 
retail fur business, (3) that the name was geographical in origin, and (4) 
that it was descriptive in character, did not militate against its monopolistic 
appropriation by plaintiff as applied to trade in fur. The rationale of 
this decision is aptly set out in another opinion, where it is said that the 
company’s “position before the public has been altogether unique, and the 
name Hudson Bay, although territorial in its significance, has long been 
definitely identified in an unusually exclusive way with the plaintiff.’ 

The question of whether a name used by a person in any line of 
activity has taken on a secondary or fanciful meaning identified with the 
activity and the person engaging therein is one of fact. The trial court 
found plaintiff had adopted the name NORTH AMERICAN to identify it with 
all phases of aviation industry, specifically including air transportation, 
and that no one else had presumed to use the name up until 1948 in any 
connection relating to aviation. This connection was not dissipated by the 
fact that plaintiff for some years has not engaged commercially in air 
transportation except for limited purposes. Based upon a review of the 
evidence, we hold these findings of fact are proper and firmly founded. 
A contrary finding would have been set aside as clearly erroneous. If it 
were our function, this Court would enter findings which would in sub- 
stance be identical. 

Inherent in these findings it is established beyond dispute that NorTH 
AMERICAN has acquired a fanciful meaning connected with plaintiff. This 
world wide use of these products, made in factories under this name and 
bearing this name throughout the world in a distinguished performance 
which led to the supremacy of the United States in aerial warfare, changed 
the content of the name NORTH AMERICAN in connection with any phase of 
aviation and gave it a secondary significance and a fantastic meaning, so 
that it was identified not with any activities on the North American 
continent but within the airways and aerial fighting fields of the world as 
indicating plaintiff and plaintff alone. Its celebrity is attested in Tokyo, 
Berlin and Seoul, the mystic isles of the South Seas, and perhaps on the 
Volga. NORTH AMERICAN had a comparable relation to aviation over the 
world which the “Governor and Company of Adventurers of England 


4. The Governor and Company of Adventurers of England Trading into Hudson’s 
Bay v. Hudson Bay Fur Co, (D.C.) 33 F. 2d 801 (19 TMR 453). 
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Trading into Hudson’s Bay” had to fur. HUDSON’s BAY means fur all over 
the world. NORTH AMERICAN means all activities connected with aviation 
in the same area. The reputation of plaintiff in all activities with regard 
to aviation is characterized by universality. The designation has been given 
a secondary significance by the distinguished attainments of its possessor, 
of which all the world knows. Since this is a diversity case, the law of 
California is of considerable importance. This doctrine that a name geo- 
graphical in origin can be monopolized by an individual in connection with 
particular activities is firmly established there: 

“Where words have acquired, as is established beyond dispute in this 

case, a fanciful meaning—a meaning that has no connection with their 

common meaning, it may be more properly said that such meaning 
is their primary meaning in so far as their use in business is concerned. 

Their common meaning has dropped into the background. Otherwise 

no right to use them to the exclusion of others would have been 

acquired. When, however, words have acquired such a sense and are 
the subject of the good will and reputation of a business which they 

designate, there is little if anything left to distinguish them from a 

trademark, a symbol, characters or words which have no common 

meaning and which are artificial, insofar as the scope of protection 
afforded to the one who has the prior right.’ 

Defendants urge that, even though it was found that they were taking 
a “free ride upon the good will and reputation built up by the plaintiff,” 
no sufficient basis for relief of plaintiff is thereby established. So far, 
therefore, we have dealt with the case without reference to the activities 
of defendant. We have found now that the evidence as well as the findings 
firmly establish North American Aviation, Inc., as the possession of 
plaintiff and that it has acquired not only a secondary significance, but, 
on account of the events of recent history, is “fanciful” in its designation 
of plaintiff in all fields connected with transportation by air and aviation. 

It may be remarked in passing that there is no rule that knowing and 
unauthorized appropriation of the name by defendants is not a factor for 
consideration in determining whether the rights of plaintiff have been 
infringed. “These two considerations, the length of user and the fraud, 
are enough evidence of secondary meaning to support an injunction.” 
American Medicinal Spirits Co. v. United Distillers, Ltd., 2 Cir., 76 F.2d 
124, 125, 25 USPQ 82, 83 (25 TMR 155). 

Therefore, we now turn to the activities of defendants. Defendants 
began to use the name about 1950. They bought out a small private air- 
line that had begun using the name in 1949. It will be noted that plaintiff’s 
property in the name was by that time fully and exclusively developed, not 
only as against defendants, but against the world. Defendants’ claim is 
that the exclusive use of the name by plaintiff must be confined to the 
manufacture of airplanes and that the name cannot be used exclusively 
in the air transportation field. Thus they claim that they are not in com- 


5. Eastern-Columbia, Inc. v. Waldman, 30 California 2d 268, 271, 74 USPQ 114, 
115 (37 TMR 586). 
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petition with plaintiff. Under the authorities, competition is not a con- 
dition precedent to the granting of an injunction.® 

Now there must be added to these facts that plaintiff has not attempted 
to monopolize the name NORTH AMERICAN in alien fields such as storage 
and truck transportation and others. The field of aviation has been invaded 
by defendants under cover of this name. 


But the evidence shows that the use by defendants of the name placed 
them in direct competition with plaintiff. The evidence shows pictures 
of airplanes, manufactured by competitors of plaintiff, which have em- 
blazoned in large letters almost the full length of the fusilage the words 
NORTH AMERICAN.’ Although these airplanes of other manufacturers are 
not sold under that name, it is an appropriation of the property of plaintiff 
to permit use of such airplanes under this designation. The public are 
not required to determine whether the NORTH AMERICAN so prominently 
displayed describes the manufacturer of the airplane or the ticket broker 
who sells transportation thereon. This is a direct competition. Added to 
that, defendants have appropriated the slogan, FLY THE NORTH AMERICAN 
way, which had a peculiar connotation connected with airplanes manu- 
factured by plaintiff because of its use for many years in that connection 
in peace and in war. Defendants have relied upon the good will and 
reputation of plaintiff to build up their business. They have spent money 
freely and in tremendous sums to encourage the belief that they were 
plaintiff. 

The use by defendants in this connection of a copy of the stylized 
design which plaintiff had invented, varying the design only enough to 
permit defendants to hope that it would encourage the public to believe 
defendants were plaintiff but enough to confuse judges into the belief that 
defendants are in good faith. It is conclusive evidence that defendants 
were doing all they could to identify themselves with plaintiff and capitalize 
on the reputation which plaintiff had built up under this exclusive name. 
But, of course, that does not permit them to take away plaintiff’s right to 
operate under the name NORTH AMERICAN in the transport field with air- 
planes which it manufactures or license the use thereof by others. Plain- 
tiff is not required to see aircraft manufactured by a competitor flown 
under the protection of a name which it has exclusively built up. Defend- 
ants have no right to dispute this market under the name NORTH AMERICAN, 
as they are now attempting to do. Notwithstanding the disclaimer of plain- 
tiff of the role of a “vicarious champion of the public,” it is the opinion 
of this Court that the public has a vital interest in preventing confusion 


6. Phillips v. The Governor and Company of Adventurers of England Trading 
into Hudson’s Bay, 9 Cir., 79 F.2d 971, 27 USPQ 229 (25 TMR 635). 

7. This factor alone would be sufficient to distinguish this case from previous cases 
in this Court. Sunbeam Lighting Co. v. Sunbeam Corporation, 183 F.2d 969, 86 USPQ 
240 (40 TMR 669); Sunbeam Furniture Corporation v. Sunbeam Corporation, 191 F. 2d 
141, 90 USPQ 43 (41 TMR 818). 
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of the name of plaintiff.* The direct customers of plaintiff are at present 
governments and governmental agencies. But conditions may change. 

The attempt of defendants to prevent plaintiff from in the future 
engaging in air transport, which was one of the purposes for which it was 
organized and in which field it had an honorable history, is quite improper 
and one which plaintiff had a right to resist. 

North American Aireoach Systems, Inc., is nothing but a ticket drum- 
mer. Therefore, in advertising itself as NORTH AMERICAN AIRLINES, it is 
not only appropriating from plaintiff, but it is also falsely describing 
itself to the public. Defendant TWENTIETH CENTURY, whose airplanes have 
been prominently marked NORTH AMERICAN, did not actually change its 
name tO NORTH AMERICAN until after this action was commenced. Defend- 
ants maintain their principal facility at Los Angeles in connection with a 
manufacturer of airplanes in competition with plaintiff. It is of no small 
consequence that plaintiff for many years before defendants invaded the 
field has had its headquarters and principal manufacturing plant also in 
Los Angeles. Defendants have pursued their course persistently, and have 
entirely disregarded all warnings. They were notified by plaintiff of 
violation in 1950 and 1951. The California Board refused to allow the 
registration of the corporate name of NORTH AMERICAN AIRCOACH SYSTEMS, 
INC., because of the conflict with the long previously registered name of 
plaintiff. Defendants urge that their adoption of the name is justified 
by the advice of an attorney. A prerequisite to validity of such a defense 
is that the situation be characterized by good faith on both parts. 

There was overwhelming proof of confusion of source. Instances of 
actual confusion in the mind of the public were stacked high in the record. 
The trial court found the acts of defendants were designed, intended and 
calculated to cause confusion and “have already misled numerous members 
of the general public including persons desiring to obtain air transporta- 
tion or otherwise have dealings with defendants, into believing, contrary 
to fact, that plaintiff, or a subsidiary or branch of plaintiff under plain- 
tiff’s control and supervision, conducts defendants’ businesses and opera- 
tions; and that a connection exists between plaintiff, its business and 
operations, and defendants, their businesses and operations; and that 
defendants are either a part of plaintiff’s organization or in some way 
controlled by plaintiff.” When such an appropriation is coupled with 
representations that North American Airlines is a single air carrier or 
entity which, as an operating carrier, has flown a billion passenger miles 
without an accident and that half a million passengers have placed confi- 
dence in it as one of the four great airlines, the injury to plaintiff and 
the public is apparent. Under such circumstances, the public was in need 
of a champion. But plaintiff had its own vital interest to protect. Further- 


8. See American Philatelic Society v. Claibourne, 3 California 2d 689, 698, where 
it is said: “It is also to be borne in mind that the rules of unfair competition are based 
not alone upon the protection of a property right existing in the complainants, but also 
upon the right of the public to protection from fraud and deceit.” 
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more, the record shows that the activities of defendants have been such 
that shades might have been cast upon the reputation of plaintiff if it 
had not been so well established. 

There is then no basis for the contention of defendants that the field 
covered by the name has been limited as to plaintiff so that ticket selling 
for aerial transportation can be carried on by alien interests appropriating 
plaintiff's name and displaying NORTH AMERICAN prominently upon air- 
planes which it did not manufacture. 

Against this background, an appraisal must be made of the plea of 
defendants that the injunction was too broad. Here there must be a resume 
of the motive and intent of defendants. The record is replete with evi- 
dence of a bold, intentional and illegal seizure of the name of plaintiff. It 
is the duty of the courts to prevent such practice through the use of the 
extraordinary writ of injunction. Even if the injunction be now placed 
in effect, defendants have made gains which can never be taken away from 
them, and plaintiff has suffered intangible losses which can never be re- 
paired. Defendants are asking the grace of the chancellor when they ask 
for this amelioration of the terms of the injunction. But the hands they 
stretch out in prayer are unclean. 

The judgment is affirmed. 


POWELL v. MOBILE CAB AND BAGGAGE COMPANY, INC. 
Alabama Sup. Ct. — November 3, 1955 


REMEDIES—UNFAIR COMPETITION—DEFENSES 
Plaintiff’s failure to secure municipal license, if liable therefor, was a wrong 
only against municipality, and not a bar against plaintiff’s obtaining relief against 
unfair competition. 

Action by Mobile Cab and Baggage Company, Inc. v. A. C. Powell 
for unfair competition. Defendant appeals from decree for plaintiff of 
Mobile, Ala., Cireuit Court. Affirmed. 

Rushton, Stakely & Johnston, of Montgomery, Alabama, and Caffey, Gal- 
lalee & Caffey, of Mobile, Alabama, for appellant. 
Vincent F. Kilborn, of Mobile, Alabama, for appellee. 


Goopwyn, Justice. 

This is an “unfair competition” suit brought by appellee against 
appellant in the circuit court of Mobile County, in Equity, to enjoin 
appellant from using in his taxicab business the words YELLOW CAB or 
YELLOW CAB COMPANY and the colors yellow and black in any combination 
likely to confuse his cabs with those of appellee. The appeal here is from 
the final decree granting the relief prayed for. 

Although there are assignments of error questioning the propriety of 
enjoining appellant in any respect, we gather from appellant’s brief that 
the claimed error insisted on is that the injunction is made operative in 
territory (the corporate limits and police jurisdictions of the municipalities 
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of Prichard and Chickasaw, in Mobile County) where appellee is not 
licensed to do business but appellant is so licensed. The argument seems 
to be that the doctrine of “unclean hands” is applicable, so as to deny to 
appellee the right to seek injunctive relief with respect to unfair competi- 
tion in such municipalities. A further argument is that since appellee is 
not legally authorized to do business in said municipalities, and appellant 
is so authorized, appellant cannot be said to be engaged in unfair competi- 
tion therein with appellee. It is insisted that the decree should be modified 
so as to exclude such territory from the operation of the injunction. 


It does not appear that there is any serious conflict in the evidence, 
which was taken orally before the trial judge. The following facts appear 
to be established: For many years appellee and its predecessor in interest 
have conducted a taxicab business in Mobile under the name of YELLOW 
CAB COMPANY and have operated YELLOW CABS in connection with said 
business. The principal place of its business has been in the City of Mobile. 
At the time of filing the bill in this case it was doing a gross annual 
business of about $400,000 and operating between 35 and 40 taxicabs. In 
connection with appellee’s said business it maintains a number of telephone 
eall boxes throughout the City of Mobile, uses radios in its taxicabs, and 
has spent considerable money in advertising, throughout the City of Mobile 
and Mobile County, the name YELLOW CAB in connection with its taxicab 
business. It is licensed by the Alabama Public Commission to operate on 
charter or call within a radius of 50 miles of Mobile. However, the licensing 
Act (Alabama Motor Carrier Act of 1939, Code 1940, Tit. 48, §301(1), et 
seq., Pocket Part, as amended) contains the following provision (§301(2), 
subdiv. A(2)) excluding application of the Act to the following: 

“* * * (2) Motor vehicles for hire while operating wholly within the 

limits of a city or incorporated town or within the police jurisdiction 

thereof; or between two or more incorporated towns or cities whose 
city limits join or are contiguous or whose police jurisdictions join 
or are contiguous. * * *,” 

Appellee’s cabs are painted yellow and black with distinctive designs. 
Each cab has on the top a yellow lighted sign bearing the word YELLOW 
on one side and appellee’s telephone number on the other. 

YELLOW CAB is a trade or business name developed many years ago 
by the Yellow Cab Manufacturing Company of Chicago which encouraged 
and licensed the installation of YELLOW caAB taxi systems in numerous 
localities throughout the United States. The Yellow Cab Manufacturing 
Company went out of business many years ago. Mr. Robin C. Herndon, 
Sr., predecessor of appellee, operated under this system and continued to 
use the name YELLOW caB after he discontinued purchasing the Manu- 
facturing Company’s cabs. In 1947 Mr. Herndon transferred his taxicab 
operations to the Mobile Cab and Baggage Company, Inc., appellee, which 
has continued the use of the name until the present time. 


For several years appellant has been licensed to do a taxicab business 
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in Prichard and Chickasaw, while appellee has never been so licensed. 
Appellant is not licensed to do a taxicab business in the City of Mobile. 


In 1950 appellant admittedly decided “to capitalize on the national 
reputation of the word YELLOW caB and the yellow color in his business 
and in October of that year he adopted the name POWELL’S YELLOW CAB 
and began to operate under his license five or six yellow and black taxicabs 
in Prichard and Chickasaw.” On the top of his cabs he put a light simi- 
lar to that used by appellee, except in place of the word YELLOow in front 
he put the word PowELL’s. Like appellee, he put his company’s phone 
number on the other side. 

Appellant picks up passengers in Prichard and Chickasaw and some- 
times discharges passengers in Mobile. Appellee discharges passengers in 
Prichard and Chickasaw and on a telephone call will send a cab to either 
of those municipalities for the purpose of picking up a customer; but 
appellee instructs its drivers not to pick up passengers on the streets of 
either. Appellant advertises, as does appellee, in the telephone directory 
which is common to Mobile, Prichard and Chickasaw. Introduced in 
evidence was a map of “Greater Mobile” showing the location of Prichard 
and Chickasaw in relation to Mobile. Prichard adjoins Mobile on the north 
and Chickasaw adjoins Prichard on the north, the three cities constituting 
a single heavily populated metropolitan area known as “Greater Mobile.” 
The same telephone exchange, broadcasting stations and utilities serve the 
entire area with their principal offices being in Mobile. 

In addition to the testimony of witnesses, the parties stipulated as 
follows: 

“That the Mobile Cab & Baggage Company, Inc., does business in 
the City of Mobile, Alabama, in the operation of a number of enter- 
prises, among which is taxi operations for the transportation of 
passengers and small packages for hire, and that it operates there 
under the name of Yellow Cab Company; that the principal place of 
business of the Mobile Cab & Baggage Company is Mobile, Alabama, 
where its general offices and equipment are located, and Mr. A. T. 
Powell, the respondent, doing business as Powell Yellow Cab Company, 
owns and operates a taxicab business of similar nature, with the City 
of Prichard as its principal place of business; that Mr. Powell is 
licensed to do business under the ordinances of the City of Prichard 
and the City of Chickasaw, in the manner set forth in his answer, and 
that the Ordinances as there set forth, or the conclusions as to the 
effect of such ordinances as there set forth, are accurate and correct; 
that the Mobile Cab & Baggage Company is licensed under the 
Ordinances of the City of Mobile, and that the Ordinances of the City 
of Mobile governing such operations are substantially to the effect as 
set out in the bill of complaint. It is not admitted what the purpose 
of the Mobile Ordinances imply. That the Mobile Cab & Baggage 
Company is not licensed to do business in the City of Prichard, or in 
its police jurisdiction, by the Ordinances of the City of Prichard, and 
that Mr. Powell is not licensed to do business in the City of Mobile, 
or its police jurisdiction, by the Ordinances of the City of Mobile, 
and Mr. Powell is licensed to [do] business in the City of Chickasaw 
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and its police jurisdiction by the Ordinances of the City of Chickasaw, 
but that the Mobile Cab & Baggage Company is not licensed to do 
business in Chickasaw and its police jurisdiction by the Ordinances of 
the City of Chickasaw. 


“The history of the complainant’s operations in the City of Mobile 
are admitted.” 


We have given careful consideration to the argument made by appel- 
lant, and the authorities relied on by him, and are unable to agree that the 
trial court erred in making the injunction operative in Prichard and 
Chickasaw. 


It appears to be clearly established that appellee picks up and dis- 
charges passengers in Prichard and Chickasaw. And it is appellant’s in- 
sistence that such action subjects appellee to certain licenses prescribed 
by the license codes of said municipalities; that appellee has not obtained 
the prescribed licenses; that such failure constitutes a violation of each 
of said codes, punishable as criminal offences; and that appellee thus comes 
into court with unclean hands and cannot be heard to complain about any 
unfair competition by appellant in said municipalities. We do not think the 
doctrine of ‘‘unclean hands’’ is applicable here. It seems to us that the 
securing of a license to do business in Prichard or Chickasaw is a matter 
between appellee and said municipalities, and that only those municipalities 
can take advantage of appellee’s failure to obtain any licenses required by 
them. It should be emphasized that the proceeding under review is one 
involving a question of ‘‘unfair competition,’’ and whether appellee is 
obligated to secure municipal licenses in connection with its business has 
no bearing on that issue. 


In discussing applicability of the “unclean hands” doctrine in unfair 
competition cases, it is stated in Callmann’s Unfair Competition and 
Trademarks, 2d Ed., §87.1(b) (3), p. 1751, as follows: 


“The allegedly illegal act of the plaintiff must be immediately and 
necessarily related to the issue in litigation.” 


Also bearing on the question is the following from §87.1(b) (5), p. 1765, 
of the same authority: 


“When a court refuses to enjoin a defendant’s unfair competition 
because of the plaintiff’s ‘unclean hands,’ it doubles the potential injury 
to the public. It has rightly been recognized that in a case other than 
one involving unfair competition, the doctrine of unclean hands is 
applied by the court for the purpose of punishing the plaintiff. ‘He 
loses a great privilege—his day in court. No one suffers but himself. 
His sins fall on his own head. But this is not true in the unfair 
competition case. Here, an application of this doctrine causes the 
results of the plaintiff’s sins to fall, not on him alone, but on the 
consumer as well. A court of equity should not allow a situation to 
continue where one party at its bar is making profit by deceiving the 
public, merely because the other party also is guilty of inequitable 
conduct.” 
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In Ruffin v. Crowell, 253 Ala. 653, 661, 46 So.2d 218, we stated the 
rule as follows: 

“The principle of unclean hands is confined to misconduct in regard 
to the particular matter as to which he is entitled to relief but for such 
unclean hands, and does not serve to deprive him of relief in respect 
to some other matter.” 

In discussing the “unclean hands” doctrine in Foster v. Winchester, 
92 Ala. 497, 501, 9 So. 83, this court said: 


“* * * The principle invoked does not, and never was intended to 
apply to all the transactions of the party seeking the aid of a court 
of equity. The principle has its limitations, and must be confined to 
misconduct in regard to the matter in litigation, so that it has in some 
measure affected the equitable relations subsisting between the parties 
and arising out of the transaction.—1 Pom. Kq., §399.” 

From 19 Am. Jur., Equity, §475, p. 328, is the following: 

“8475. The wrong which may be invoked to defeat the suit must 
have an ‘immediate and necessary relation’ to the equity which the 
complainant seeks to enforce against the defendant or it must ‘in some 
measure affect the equitable relations between the parties in respect 
of something brought before the court for adjudication.’ If the wrong 
is shown to be merely collateral to the complainant’s cause of action, it 
does not constitute matter of defense.” 


The rule is thus stated in 30 C.J.S., Equity, §98 ¢. pp. 491-492: 


“The misconduct which falls within the clean hands maxim must 
relate directly to the transaction concerning which complaint is made or 
the subject matter is litigation. The misconduct which falls within 
this maxim must have infected the cause of action, so that to entertain 
it would be violative of conscience. It is not sufficient that the wrong- 
doing is remotely or indirectly connected with the matter in contro- 
wr. °° =” 

The wrongs of appellee in not securing licenses, if there be wrongs, 
were against the municipalities of Prichard and Chickasaw, and ones of 
which only those municipalities could properly complain. “The revenue 
laws, it is said, provide ample punishment for the evasion by taxpayers of 
their just debts.” Pomeroy’s Equity Jurisprudence, 5th Ed., Vol. 2, Sect. 
401d, p. 114. 

Our conclusion is that appellee’s failure to secure licenses, if liable 
therefor, was so unconnected with the issue raised in the suit that that 
defense can not be invoked so as to deny appellee its day in court. As aptly 
observed by Judge Learned Hand in United States Light & Heating Co. 
of Maine v. United States Light & Heating Co. of New York (S.D., N.Y.), 
181 F. 182, 187: 

“T have yet to learn that a man’s failure to pay taxes disqualifies 
him from suing in a court of equity, and the rule must be the same 
as to corporations.” 

We have not been cited to any case, nor have we found any, dealing 
with specific question here involved. However, we think the following 
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authorities lend support to the conclusion which we have reached, viz: 
Nims, Unfair Competition and Trademarks, 4th Ed., Vol. 2, §417d, §418, 
pp. 1320-1322; Northwest Ready Roofing Co. v. Antes, 117 Neb. 121, 219 
N.W. 848, 850; Sterling Products Corporation v. Sterling Products (D.C., 
8.D., N.Y.), 43 F. Supp. 548, 549-550, 52 USPQ 454, 455-457 ; (32 TMR 158) 
Western Auto Supply Co. v. Western Auto Supply Co. (D.C., N.H.), 13 F. 
Supp. 525, 528, 29 USPQ 195, 198; (26 TMR 126) General Film Co. of 
Missouri v. General Film Co. of Maine (C.C.A. 8), 237 F. 64, 66, (7 
TMR 50). 

We see no occasion to discuss whether the case could be decided on the 
theory of potential competition under the doctrine of reasonably expectable 
expansion of business, through which the public might be confused, since 
the evidence shows an already existing actual competition. (By this we do 
not mean to imply that the business being done by appellee in Prichard 
and Chickasaw is covered by the ordinances now in effect. We do not 
pass on that question.) That there is such competition appears to be 
recognized by appellant in insisting that appellee has violated license 
ordinances of Prichard and Chickasaw by doing business therein without 
securing licenses. 

The decree appealed from is due to be, and is, affirmed. 


Livineston, Chief Justice, Simpson and MAYFIELD, Justices, concur. 


BECHIK PRODUCTS, INC. v. FEDERAL SILK MILLS, INC. eft al. 
No. 7172 — D.C. Maryland — November 4, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Federal law and Maryland law agree that essential element of unfair competi- 
tion is deception, by means of which goods of one dealer are passed off as goods 
of another. 

Rule as to protection of numeral systems seems to be that use of numerals 
similar to those used by another to designate similar merchandise does not constitute 
unfair competition in absence of conduct tending to pass off one man’s merchandise 
as that of another. 

What competition is unfair means depend to some extent upon standards which 
prevail in particular market place. 

Law affords no redress to plaintiff for damage caused by defendant’s selling 
identical goods at lower price. 


Action by Bechik Products, Inc., v. Federal Silk Mills, Inc., and 
David Goetz and Rose Goetz, doing business as Federal Silk Mills, for 
unfair competition. Judgment for plaintiff. 


Thomas W. Y. Clark, of Baltimore, Maryland, and L. FE. Matteson, of 
Minneapolis, Minnesota, for plaintiff. 


Bernard F. Garvey, of Washington, D. C., and Thomas J. Kenney and 
Kenney & Kaiser, of Baltimore, Maryland, for defendants. 


THoMSEN, Chief Judge. 
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Plaintiff, a distributor of bedding accessories, charges defendant’ with 
unfair competition in the sale of mattress tape, and with violation of 
plaintiff’s rights under the Lanham Act, 15 U.S.C.A. 1051, et seq., in that 
for many years defendant manufactured certain tapes for plaintiff, which 
plaintiff sold under certain pattern numbers; that in 1953 defendant 
started to sell these tapes direct to mattress manufacturers at prices lower 
than plaintiff was charging; that for three months early in 1953 defendant 
advertised and sold four patterns under the same pattern numbers used 
by plaintiff to identify these patterns; and that plaintiff was forced to 
reduce its prices on its entire line of tapes. Plaintiff admits that defendant 
had the right to sell the identical patterns, and at whatever price he chose, 
but contends that defendant had no right to designate them by the particular 
pattern numbers used by plaintiff, and that such designation tended to 
confuse the public as to the business source of the goods. 

Defendant takes the position that the numbers were not trademarks; 
that plaintiff had no exclusive right to use the numbers, which were used 
by other distributors; and that, in any event, plaintiff lowered its prices 
because defendant was selling identical tapes at lower prices, not because 
defendant identified his tapes by any particular pattern numbers. As soon 
as lhe learned that plaintiff objected to the use of the numbers, defendant 
stopped using numbers and began to identify his tapes by letters—AAA, 
BBB, ete.—because, he said, he did not want to get into trouble, whether 
he was right or wrong. 

At a pre-trial conference, counsel for defendant stated that defendant 
did not intend to use numbers to identify his tapes in the future, and would 
consent to an injunction against such use, without prejudice to his conten- 
tion that he had not been guilty of any unfair competition. It was further 
agreed that defendant need not check the mass of evidence offered by 
plaintiff on the issue of damages unless and until the court rules that 
plaintiff is entitled to recover damages in this action. 


Facts 
THE PARTIES 


Plaintiff has manufactured and sold bedding accessories since 1932, 
and is now reported to be the largest distributor of bedding accessories 
in the world. It sells to mattress manufacturers some forty parts that go 
into the making of mattresses, including mattress tape, which plaintiff has 
been selling since about 1940. It did not start manufacturing such tape 
until 1953 or 1954, but has purchased such tape from three or four com- 
panies from 1940 to date. 

Defendant David Goetz, who trades as Federal Silk Mills, was original- 
ly a ribbon manufacturer. About 1933 he caused Federal Silk Mills, Inc., 


1. Plaintiff sued David Goetz and Rose Goetz t/a Federal Silk Mills, and Federal 
Silk Mills, Inc. I have found as a fact that the tapes in question were sold by David 
Goetz individually, t/a Federal Silk Mills, and I will refer to him as “defendant.” 
The possible liability of the other defendants will also be discussed. 
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to be incorporated in Maryland, and transferred to the corporation the 
real estate and the machinery in his mill. The corporation still owns the 
real estate and the machinery, which are assessed for taxation at over 
$200,000, but sometime before 1940 the corporation ceased manufacturing 
and David Goetz, individually, trading as Federal Silk Mills, resumed 
his manufacturing activities. He pays rent to the corporation, of which 
he and his wife own all of the stock. Separate sets of books are kept for 
the corporation and for the individual enterprise. I find that plaintiff had 
no reason to believe that it was dealing with the corporation. None of the 
letters or other papers offered in evidence purport to be signed by any 
officer of the corporation, but all are signed “Federal Silk Mills,” with the 
name “David Goetz,” or some other name, on the line below, without title. 

Defendant Rose Goetz, wife of David Goetz, is associated with him 
in the business, but I find that she has not been his partner and would not 
be liable as such in this case. The facts that her signature, as well as that 
of the plant manager, was an authorized signature on the checking account 
of David Goetz, trading as Federal Silk Mills, and that she works in the 
office, took an active part in certain discussions with the plaintiff’s officers, 
and referred to Federal Silk Mills as “we,” are not sufficient to overcome 
the flat and uncontradicted testimony of David Goetz that she has no 
proprietary interest in the business, but that she is paid a salary by him 
individually, trading as Federal Silk Mills, and is also paid a salary by 
Federal Silk Mills, Inc. And I find the evidence insufficient to show that 
she had such knowledge of or participation in the acts alleged to constitute 
unfair competition as would make her liable as a tort feasor. 

All dealings were between plaintiff and David Goetz, individually 
trading as Federal Silk Mills. 


THE INDUSTRY, AND PLAINTIFF’s PosITION THEREIN 


Mattress tape is used to join the side wall and the top of a mattress. 
Its quality depends upon the number of “ends” and “picks” in the warp 
and woof of the pattern, and on the size or weight of the yarn. It must 
be dense enough not to “pucker” in the sewing machines. The machines in 
general use in the United States call for 5 inch tape with a tolerance of 
1/32 inch. 

Most patterns and designs have been used for many years by all 
manufacturers, long before either the plaintiff or defendant went into the 
business, though there may be slight variations in the construction (i.e. the 
number of ends and picks or the size or weight of the yarn) of the same 
pattern made by different manufacturers. 

Mattress tape is distributed by several dozen manufacturers, jobbers 
and mill representatives, of whom some identify their patterns by numbers 
and some by descriptive names such as “Diagonal” or fanciful names such 
as “Marcy”; at least one distributor identifies some of its patterns by num- 
bers and some by names. 
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Plaintiff uses numbers to designate its patterns, and makes an effort 
to select numbers which are not in current use by other distributors, 
although some other distributors use some of the numbers, e.g. 501 and 526, 
which plaintiff uses to designate the same or different patterns. 

Neither the distributor’s name nor the pattern number customarily 
appears on the tape itself or on the core on which the tape is wound. The 
loose end of a roll of tape is usually sealed with a tab or a pin. Plaintiff 
uses a tab on which is printed plaintiff's name but not the pattern number. 
Plaintiff supplies these tabs to the manufacturers from whom it buys tape, 
who attach the tabs, wrap ten rolls of the same pattern in a paper package, 
and seal the package at the top with a blue label, supplied by plaintiff, 
containing its name and the pattern number and color. Other labels are 
used to seal the bottom and sides of the package. 

Most sales to a new customer are made by sample. Thereafter, a 
mattress manufacturer usually orders by pattern number and color. 

It is possible for an experienced person to identify tape made by a 
particular manufacturer by noting the method of splicing and the method 
of rolling on the core. 

Plaintiff is careful about the quality of its tape, and before selling a 
new pattern or construction has a sample run tried out by a mattress 
manufacturer. The Bechik tapes are recognized in the industry as being 
of good quality. 


DEFENDANT’S ACTIVITIES, AND THE COURSE OF DEALINGS 
BETWEEN THE PARTIES 


Defendant entered the mattress tape business at about the same time 
as plaintiff, i.e. between 1939 and 1941. At first defendant sold through a 
distributor known as Interstate Ribbons Company, in which defendant 
and Penn Textile Company were interested. Defendant was then manu- 
facturing most of the patterns which it subsequently manufactured for 
plaintiff, and was selling them under the pattern numbers used by Penn 
Textile Company. At or about the same time, defendant also sold tape to 
the Southern Bedding Company and to Lea & Sachs. 

In April, 1941, defendant wrote plaintiff soliciting mattress tape 
business and stating that it understood plaintiff was “using tapes that we 
manufacture.” Plaintiff replied, referring to “your number 1004,” “our 
number 586” and other patterns. All of these numbers were the Penn 
Textile numbers, which both plaintiff and defendant had been using up to 
that time and continued to use for some years. Plaintiff began to buy a 
substantial part of its mattress tape requirements from defendant, but 
always bought from several other manufacturers. Plaintiff insisted, how- 
ever, that defendant agree not to sell to Southern Bedding or any other 
distributor except Lea & Sachs, to whom plaintiff agreed defendant might 
sell four colors of the pattern originally known as number 586 and later 
sold by plaintiff as number 2005. 
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About 1945 defendant adopted a new system of numbering mattress 
tapes produced in his factory. Under that system, the number 4517 
indicated that the pattern so designated was first made in the year 1945, 
and was the 7th sample produced in the 1st month of that year. Defendant 
assigned the number 4517 and similar numbers to each pattern which he 
made for plaintiff and to each change in the construction of each Bechik 
pattern. Plaintiff would sometimes either raise or lower the quality of a 
particular pattern for competitive reasons, and the new construction would 
be given a new factory number by defendant, although plaintiff continued 
to sell the new construction under the old pattern number. 

The general course of business between the parties was that plaintiff 
would place an order for so many thousand gross of a particular pattern 
to be made up by defendant, usually not to be delivered to plaintiff, but to 
be held by defendant against orders from plaintiff, known as drop-orders, 
to deliver various quantities to various customers of plaintiff. As a result, 
defendant frequently had on hand a substantial stock of tapes which plain- 
tiff had ordered to be made up but had not yet ordered to be delivered. 
On one occasion at least, plaintiff helped defendant finance the carrying 
of this large amount of tape. To facilitate the delivery of drop-orders to 
plaintiff’s customers, plaintiff supplied defendant with Bechik labels and 
tabs. 

Plaintiff was always after defendant to be sure he did not sell to 
anyone else, and defendant was always after plaintiff to give him a larger 
share of its business and to spread it more evenly over the year. As a result 
of the mutual distrust so generated, the parties in June, 1952, entered into 
the only written agreement offered in evidence. It provided: 

“Tf, at any time, Bechik Products, Inc., decides to discontinue doing 

business with Federal Silk Mills it will give Federal Silk Mills a 

ninety day written notice and agrees to purchase from Federal Silk 

Mills 30,000 gross or more Mattress Tape, during said ninety day 

period, at prices prevailing at that time. 

“Federal Silk Mills also agrees that at any time they decide to dis- 

continue doing business with Bechik Products, Ine., they will give 

Bechik Products a ninety day notice and agrees to ship 30,000 gross 

or more Mattress Tape, during said ninety day period, at prices pre- 

vailing at that time.” 

Shortly thereafter the feeling between the parties became exacerbated, 
and in July, 1953, defendant wrote plaintiff: “* * * I am also, herewith, 
giving you notice as of July 20th, we are discontinuing any and all previous 
verbal or written arrangements which might have been made.” Neverthe- 
less, plaintiff placed some additional orders with defendant, and defendant 
filled some of those orders. 

THE PRESENT CONTROVERSY 


In December, 1953, defendant had on hand a stock of about 30,000 
gross of tape made up on plaintiff’s order. I find that plaintiff had ordered 
defendant to deliver some of this tape to its customers and that defendant 
had failed to make such deliveries, but that some of this tape represented 
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tape which plaintiff had ordered defendant to make up but had never 
ordered defendant to deliver to it or its customers. It is impossible to tell 
from the evidence how much of the tape fell into each category. 

In December, 1953, there was a strike in defendant’s plant which was 
not settled until February 17, 1954. At some time, which cannot be de- 
termined from the evidence, defendant decided to sell direct to mattress 
manufacturers the tape which he was manufacturing. In the February, 
March, and April, 1954, issues of “Bedding,” the trade journal for the 
industry, defendant inserted an advertisement which showed the four most 
popular patterns he had been making for plaintiff, identified by the same 
numbers under which plaintiff had been selling them, together with the 
following words: 

“Now... You Can 
SAVE 


from 25¢ — 50¢ per gross 

by buying your Mattress Tape 

Direct From The Manufacturer 
Pattern 2005 We have been manufacturers of tape since 1932. 
Pattern 1000 The bedding trade knows the quality of our products 
Pattern 650 which formerly were distributed through jobbers. 
Pattern 500 For immediate service, samples and prices, Call, Write or 

Wire FEDERAL Silk Mills, Williamsport, Maryland” 


Defendant purchased from Boyd’s City Dispatch, Inc., a list of all 
the mattress manufacturers in the United States, and sent each of them 
a circular letter, a copy of the advertisement, and samples of the tapes 
which he had made. 

In the May, 1954, issue of “Bedding” a modified advertisement ap- 
peared. The same tapes were illustrated but they were designated by 
the letters AAA, BBB, CCC and DDD respectively, and the text was 
changed to read: “Now... You can SAVE more Than Ever Before! by 
buying your Mattress Tape Direct From The Manufacturer; low, low 
prices For Quality Tapes. We have been manufacturers of tape since 
1932. The bedding trade knows the quality of our products which formerly 
were distributed through jobbers. For immediate service, samples and 
prices, Call, Write or Wire FEDERAL Silk Mills, Williamsport, Mary- 
land.” 

On March 11, 1954, plaintiff filed the instant action in this court; and 
as soon as he was served, defendant stopped advertising and selling the 
tapes under the numbers used by plaintiff. Defendant tried to put the 
amended advertisement in the April issue of “Bedding” but found that it 
was too late. Defendant testified that he did not want any difficulty 
whether he was right or wrong. About the same time, the senior Bechik 
got in touch with defendant and told him that he (Bechik) did not mind 
defendant using the patterns but that he strongly objected to defendant 
using plaintiff’s numbers. 
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In February, 1954, employees in defendant’s plant opened all the 
packages of mattress tape which had theretofore been made up, removed 
3echik’s adhesive tabs which sealed the rolls of tape, resealed the rolls 
with plain adhesive tape, and wrapped them in new packages, each of which, 
as was customary, contained ten rolls of tape. To seal the top of the new 
packages defendant’s employees used plaintiff’s blue labels, after clipping 
off plaintiff’s name and address. I find, however, that all of these packages 
were delivered in cartons or other containers which showed clearly that 
they came from Federal Silk Mills, and that in no case was there any 
confusion in the minds of any purchaser with respect to the source of the 
goods he was purchasing from Federal Silk Mills. Plaintiff suffered no 
damage from this use of the labels, except the value of the labels themselves, 
which is not claimed in this ease. 

In the latter part of 1954 Harry Hirsch, who was connected with 
David Raider & Son, of New York, was engaged by Federal Silk Mills to 
sell mattress tape on commission in the New York metropolitan area. At 
Hirsch’s request, defendant supplied him with a list of plaintiff’s customers 
to whom defendant had delivered tape over the years. Hirsch used this 
list in soliciting business. At the show in Chicago in the fall of 1954, 
defendant had a booth where he showed his mattress tape. Hirsch was 
present and used the list of plaintiff’s customers in soliciting business. 
Shortly thereafter Hirsch ceased to sell for defendant and became plaintiff’s 
New York representative. At that time, he turned over to plaintiff a list 
of accounts he had solicited for other principals. I find, as Hirsch testified, 
that plaintiff, defendant and others in the trade regarded the selling of 
bedding accessories as a “rough” business where “you had to use every 
means to make a sale.” I find that defendant’s solicitation of plaintiff’s 
customers to whom defendant had delivered for plaintiff in the past, did 
not violate the standards of ethics prevailing in the trade. Moreover, I 
find that plaintiff had proved no damage caused by defendant’s use of 
the list of plaintiff’s customers in selling defendant’s tape. 

Plaintiff was selling fifteen different patterns of tape in February, 
1954. As a result of defendant’s selling similar tape at a lower price, 
plaintiff was forced to reduce the price of thirteen of these patterns in 
April, 1954. The price of one was reduced in March, 1954, and the price 
of one was reduced in October, 1954. Some prices were reduced a second 
time later in 1954 or in 1955, and a few were reduced three or four times. 

I find that these reductions were caused by defendant’s competition in 
selling similar tape at a lower price, but I do not find that such reductions 
were caused, to any appreciable extent, by any of the elements in the 
competition which plaintiff claims were unfair. 


CoNCLUSIONS 


Federal law and Maryland law agree that the essential element of 
unfair competition is deception, by means of which the goods of one dealer 
are passed off as the goods of another. Goodyear India Rubber v. Goodyear 
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Co., 128 U.S. 598; Edmondson Village Theatre v. Einbinder, 116 A.2d 377, 
380, 106 USPQ 227, 230 (45 TMR 1211). “The essence of the wrong in 
unfair competition consists in the sale of the goods of one manufacturer 
or vendor for those of another, and if defendant so conducts its business 
as not to palm off its goods as those of complainant, the action fails.” 
Howe Scale Co. v. Wyckoff, Seamans, etc., 198 U.S. 118, at 140. This rule 
has been reiterated by the Supreme Court, Hanover Milling Co. v. Metcalf, 
240 U.S. 403, and by the Courts of Appeals for the various circuits, most 
recently in West Point Manufacturing Co. v. Detroit Stamping Co., (6 
Cir.), 222 F.2d 581, 586, 105 USPQ 200, 205 (45 TMR 795) et seq., where 
many eases are reviewed. 

Plaintiff admits that the patterns were in the public domain, and that 
defendant had the right to sell at whatever price he chose, the identical 
patterns he had manufactured for plaintiff. Plaintiff further admits that 
the numbers plaintiff used to identify its patterns were not trademarks, 
within the meaning of the Lanham Act. But plaintiff contends that the 
numbers, such as 2005, 1000, 650 and 500, applied to the particular patterns 
of mattress tape to which it applied them, had acquired a secondary mean- 
ing, and identified those tapes as Bechik tapes in the minds of mattress 
manufacturers, without the use of the Bechik name. This contention is 
not supported by the evidence. 

It was shown that at least two other distributors use some of the same 
numbers that plaintiff uses to identify its tapes. One of the distributors 
is the Gibson Sales Company. The younger Bechik was asked: “Is Gibson 
selling your tape or somebody else’s tape?” He replied: “He is selling 
somebody else’s tape. It doesn’t say ‘Bechik’s tape’ on the Gibson price 
list.” When asked “Why would it have to say ‘Bechik’s tape’ on his price 
list if number 526 means to the trade a Bechik tape?” he replied that 
patterns No. 526 and No. 501 were insignificant numbers to plaintiff, not 
sold in any volume, and that plaintiff did not know Gibson was using the 
numbers. The witness Coran formerly worked for defendant, and now 
manufactures tape for plaintiff. Called by plaintiff, he referred to “Bechik’s 
2005,” “Bechik’s 1000” and “Bechik’s 650.” I find that this is the way the 
trade generally would think of the tapes, and that the numbers, unaccom- 
panied by Bechik’s name, had not acquired a secondary meaning which 
would identify a pattern as a Bechik product. 

There is considerable doubt how far numerous systems as such may be 
subject to protection. Germanow v. Standard Unbreakable Watch Crystals, 
Inc., 283 N.Y. 1, 27 N E 2d 212; William H. Keller v. Chicago Pneumatic 
Tool Co., (7 Cir.), 298 F. 52 (18 TMR 393) ; Dennison Mfg. Co. v. Scharf 
Tag, Label & Box Co., (6 Cir.), 135 F. 625; Humphreys Homeopathic 
Medicine Co. v. Hilton, (SD.N.Y.), 60 F. 756. In the following cases, how- 

ever the use of the same system of numbering was one of the factors, along 
with others more important, which led the court to find unfair competition. 
Seriven v. North, (4 Cir.), 134 F. 366; Enterprise Mfg. Co. v. Landers, 
Frary & Clark, (2 Cir.), 131 F. 240; Noma Lites v. Lawn Spray, (E.D.N.Y.), 
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130 F. Supp. 124, 105 USPQ 34 (45 TMR 570) Shaw Stocking Co. v. Mack, 
(N.D.N.Y.), 12 F. 707. 

The rule seems to be that the use of numerals similar to those used by 
another to designate similar merchandise does not constitute unfair compe- 
tition in the absence of conduct tending to pass off one man’s merchandise as 
that of another. Mathews Conveyor Co. v. Palmer-Bee Co., (6 Cir.), 135 
F. 2d 73, 83, 57 USPQ 219, 228-229; James Heddon’s Sons v. Millsite Steel 
& Wire Works, 35 F. Supp. 169, 47 USPQ 106 (30 TMR 649) aff’d 128 F. 
2d 6, 53 USPQ 579 (32 TMR 410) cert. den. 63 S.Ct. 79, 317 U.S. 674, 87 L. 
Ed. 541, 55 USPQ 493; 87 C.J.S. 395. 

The Third Cireuit has held, L’Aiglon Apparel v. Lana Lobell, Inc., 
214 F. 2d 649, 102 USPQ 94, that a new tort has been created by Sec. 43 (a) 
of the Lanham Act, 15 U.S.C.A. 1125(a), which provides that ‘‘ Any person 
who shall * * * use in connection with any goods * * * any false description 
or representation, including words or other symbols tending falsely to 
describe or represent the same, and shall cause such goods * * * to enter 
into commerce. * * * shall be liable to a civil action by any person * * * who 
believes that he is or is likely to be damaged by the use of any such false 
description or representation.’’ Judge Hastie’s opinion recognizes, however, 
that other courts feel that ‘‘palming off’’ is still a necessary ingredient of 
an unfair competition case. Chamberlain v. Columbia Pictures Corp., (9 
Cir.), 186 F. 2d 923, 89 USPQ 7; Samson Crane Co. v. Union National 
Sales, Inc., (D.C. Mass.), 87 F. Supp. 218, 222, 83 USPQ 507, 509-510 
(40 TMR 33). 

It is not necessary to attempt to reconcile any possible conflict in these 
authorities. The element of falsity, required by Sec. 43(a), is absent in 
the case at bar. 

Assuming, as plaintiff contends, that defendant’s original advertise- 
ment should be interpreted as stating, in effect, that defendant is now sell- 
ing direct to the trade the same tapes which it formerly made for plaintiff, 
and which plaintiff sold under the numbers 2005, 1000, 650 and 500, where 
is the falsity? The statement is literally true. 

Plaintiff argues that a reader of the advertisement would be led to 
believe ‘‘that the tape offered and sold by defendant was that theretofore 
approved and sold by the Plaintiff.’’ So it was. Plaintiff admits that de- 
fendant’s tapes are of the same quality as plaintiff’s, not an inferior product, 
as was the case in L’Aiglon Apparel v. Lana Lobell, Inc., supra and in 
Mastercrafters Clock & Radio Co. v. Vacheron, et al., (2 Cir.), 221 F. 2d 
464, 105 USPQ 160 (45 TMR 702). 

Plaintiff contends that the sentence: ‘‘The bedding trade knows the 
quality of our products, which formerly were distributed through jobbers,’’ 
implies that plaintiff no longer sells these patterns. It carriers no such im- 
plication to me, and plaintiff produced no mattress manufacturer or other 
witness to testify that it carried that implication to him or that plaintiff 
lost any business thereby. Plaintiff was then, as it had been for many 
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years, advertising and selling tapes which it bought from four or five differ- 
ent manufacturers. In Columbian Art Works v. Defiance Sales Corp., (7 
Cir.) 45 F. 2d 342 (21 TMR 502) the court found that the advertisements 
of the defendant in that case implied that the plaintiff has discontinued the 
manufacture of certain calendar pads, which was not true. The advertise- 
ments in the case at bar implied at most that plaintiff would no longer 
market tapes manufactured by defendant, but that defendant would sell 
them direct to mattress manufacturers, which was true; the advertisements 
did not imply that plaintiff would not continue to sell the same patterns, 
manufactured by other producers. 

No witness testified that defendant’s advertisements or other sales 
efforts confused him as to the origin of the tapes. This is the important 
point. 

Plaintiff argues that ‘‘there is not a false representation of source of 
products in this case, but a false representation of source of warranty or 
sponsorship.’’ It is true that a violation of a trademark indicting the origin 
of selection and classification, as of flour, may be actionable. Menendez v. 
Holt, 128 U.S. 514. But there was no trademark to violate in this case, 
and no false representation of source of warranty or sponsorship. No pur- 
chaser thought plaintiff was warranting or sponsoring any goods such 
purchaser bought from defendant. The only people who purchased mattress 
tape from either plaintiff or defendant were mattress manufacturers, and 
there is no evidence that any of them were deceived. 

Defendant’s solicitation of the customers to whom it had formerly 
shipped tape for plaintiff does not meet the ethical standards we would like 
to see obtain in the business world. And it is true that ‘‘the tendency of 
the law is to enforce higher standards of fairness and commercial morality 
in trade, depending upon the character and nature thereof.’’ Noma Lites v. 
Lawn Spray, Inc., (E.D.N.Y.) 130 F. Supp. 124, 127, 105 USPQ 34, 37 
(45 TMR 570) and cases there cited; Edmondson Village Theatre, Inc. v. 
Einbinder, supra; 3 Restatement, Torts, ch. 35, pp. 539, 540. But what 
competition is unfair must depend to some extent upon the standards which 
prevail in the particular market-place. Germanow v. Standard, etc., supra. 
This market-place was ‘‘rough.’’ According to plaintiff’s witness Hirsch, 
is was one in which ‘‘you have to use every means to make a sale.”’ 

Finally, there is no evidence that plaintiff lost any sales as a result of 
that solicitation or by reason of any of the elements in the competition 
which plaintiff claims were unfair. Plaintiff’s damage was caused by de- 
fendant selling identical tapes at a lower price; and for such damage the 
law affords no redress. 

I will enter a decree, pursuant to the understanding at the pre-trial 
conference, enjoining defendant David Goetz from using numbers to 
identify his mattress tapes, and denying plaintiff any other relief; each 
party to bear its own costs. 
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FAIRWAY FOODS, INC. v. FAIRWAY MARKETS, INC. et al. 
No. 14108 — C.A. 9 — November 9, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Perhaps most important element of unfair trade is that there be competition 
in sale of like merchandise and that there is, or is likelihood of, confusion as to 
which competitive article is being purchased. It is true that unfair trade may result 
from dilution of business good will in ways not connected directly with possible loss 
of a sale through deception or confusion. 
TRADEMARK Act oF 1946—Scorg oF PROTECTION 
While it is true that activities which in isolation might be deemed local may 
affect commerce due to interlacings of business across state lines, in absence of 
showing that business is part of coordinated interstate system substantially affecting 
commerce, activities of retailers purchasing and selling their wares exclusively intra- 
state are not a permissible field for congressional regulation under Commerce power; 
owner of mark registered under Lanham Act is not entitled to injunction against 
use of mark by another limited to one area within state. 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Defendant is not enjoined where no present impending injury can be found. 


Action by Fairway Foods, Inc. v. Fairway Markets, Inc. and Raisin 
Markets, Inc. for trademark infringement and unfair competition. De- 
fendants cross-complained for unfair competition. Plaintiff appeals from 
judgment for defendants of District Court for Southern District of 
California. Modified. 

Case below reported at 44 TMR 401. 

L. Glenn Fassett, of Minneapolis, Minnesota, for appellant. 


Leonard Horwin and Wolfson & Essey, of Los Angeles, California, and 
Merle H. Sandler, of Beverly Hills, California, for appellees. 


Before STEPHENS and FEexg, Circuit Judges, and Wua, District Judge. 
STEPHENS, Circuit Judge. 


Plaintiff, under the title TrwIN CITY WHOLESALE GROCER COMPANY which 
later changed its title to FAIRWAY FOODS, INC, a Minnesota corporation 
organized in 1914, filed under its original name its complaint for injunction 
and damages in the United States District Court for the Southern District 
of California, Central Division, in which complaint it was alleged that 
defendant, Fairway Markets, a California corporation, was infringing its 
registered trademarks and was practicing unfair competition against it. 
Thereafter plaintiff by supplemental complaint corrected its title in the 
action to conform to the change of name. The defendant answered ade- 
quately denying the said allegations and cross-complained asking that 
plaintiff be enjoined from using the word FAIRWAY upon its threatened 
entry into the territory in which defendant was doing business under the 
name of FAIRWAY MARKETS. 

The district court denied relief to plaintiff and awarded injunctive 
relief to defendant against plaintiff in one inclusive judgment. The plain- 
tiff is here appealing from the judgment in toto. 
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In order to minimize confusion as to the party being referred to in 
the course of this opinion we shall generally refer to the parties as plaintiff 
and defendant. 

Plaintiff, a wholesale grocery concern, is the owner of eight certificates 
of national registration for its trademark, the word rarrway, for food and 
food products. Under such mark it provides foodstuffs at volume wholesale 
prices to over 1250 rarrway stores which sell the foodstuffs under the label 
FAIRWAY in over one thousand cities and towns throughout the states of 
Minnesota, North and South Dakota, Wisconsin, and Iowa, but not else- 
where. It purchases canned and packaged foodstuffs from suppliers in 
various states, including California, under its label ratrway. It maintains 
its principal office and warehouse in Saint Paul, Minnesota, and another 
at Fargo, North Dakota. Its cooperative member and licensee stores are 
generally small, independent owner-operated markets which are conducted 
aS FAIRWAY MARKET, FAIRWAY Foops, or other style featuring the word 
FAIRWAY. Since 1923 plaintiff has been purchasing large quantities of 
its merchandise labeled with its rarRwAy mark from California manu- 
facturers, canners, packers, and brokers under its original name but under 
its new title since its adoption. It will be important to note that plaintiff 
has not and never has had any outlet for its merchandise in California, 
nor within 1500 miles of defendant’s one seat of business. 


Defendant, a California corporation, has since August 16, 1951, 


operated a retail food super market in Monterey Park, California, under 
the name and style of FAIRWAY MARKETS. By means of local radio and 
newspapers, defendant advertises its market and its merchandise. It sells 
no canned or boxed goods under the mark or brand of rAIRWAY but does 
label its delicatessen wrappings with the words PACKED BY FAIRWAY MARKET, 
MONTEREY PARK, CALIFORNIA. The word FAIRWAY on these wrappings is 
printed in block capitals approximately twice the size of that of the other 
quoted words. Defendant’s merchandise is sold solely to personal shopper 
consumers from its one store at Monterey Park which is situated several 
miles easterly from the City of Los Angeles, and it has no customers and 
sells no merchandise outside of Los Angeles County, California, and its 
customers are almost exclusively residents of the easterly one-half of that 
county. 

At the trial, defendant’s officers testified that they had no knowledge 
of plaintiff’s existence or of the latter’s use of the word FrarrRWAY, and that 
their (defendant’s) use of the name was prompted by the location of the 
market on the fairway of an abandoned golf course, coupled with the idea 
that the name suggests fair dealing. 

The evidence without conflict supports the trial court’s finding’ that 
there has been no confusion and that there is no likelihood of confusion 
because of the use by both parties of the word ramRway. Neither party 


1. Finding of Fact XX, Record on Appeal p. 68. Also Finding of Fact XXT, 
XXVII, XXVIII, XXIX, XXX, XXXI, and XXXIII in particular, Record on Appeal. 
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sells or tries to sell to any customer who buys from the other party. Neither 
party sells or tries to sell or offers to sell anything within the same territory 
that the other does business. There is absolutely no competition between 
the parties. Perhaps the most important element of unfair trade is that 
there be competition in the sale of like merchandise and that there is, or 
is likelihood of, confusion as to which competitive article is being purchased. 
It is true that unfair trade may result from the dilution of the business 
good will in ways not connected directly with the possible loss of a sale 
through deception or confusion, and this phase of unfair trade is well stated 
in Vale Electric Corp. v. Robertson, 1928, 2 Cir., 26 F.2d 972, at p. 974: 
“However, it has of recent years been recognized that a merchant may 
have a sufficient economic interest in the use of his mark outside the 
field of his own/ exploitation to justify interposition by a court. His 
mark is his authentic seal; by it he vouches for the goods which bear it; 
it carries his name for good or ill. If another uses it, he borrows the 
owner’s reputation, whose quality no longer lies within his own control. 
This is an injury, even though the borrower does not tarnish it, or 
divert any sales by its use; for a reputation, like a face, is the symbol 
of its possessor and creator, and another can use it only as a mask. 
And so, it has come to be recognized that, unless the borrower’s use 
is so foreign to the owner’s as to insure against any identification of 
the two, it is unlawful. [citing cases].” 


See, also, Stork Restaurant, Inc. v. Sahati et al., 1948, 9 Cir., 166 F.2d 348, 
76 USPQ 374, (88 TMR 431). There is a finding in this case that no such 
dilution was or is present in the instant case.? See United States v. Wright- 
wood Dairy Co., 1942, 315 U.S. 110. 

It is not a convincing argument that because radio advertising and 
newspaper advertising are not physically contained within state lines, 
someone in the territory wherein plaintiff sells groceries might be induced 
thereby to buy some groceries from defendant or that such person might 
in so doing mistakenly think he was buying of plaintiff or buying plaintiff's 
goods. Upon the clearest principles, no case whatever has been made out 
in support of plaintiff’s allegation that defendant is engaging or has engaged 
in any unfair competition or trade as to plaintiff or that defendant’s 
conduct, if continued unchanged, is likely to have any such effect, unless 
by operation of The Lanham Trademark Act. 


THE TRADEMARK IssuE 


It is the contention of plaintiff that by reason of its registration of 
FAIRWAY as a trademark for food products, it possesses an exclusive right, 
under The Lanham Trademark Act of 1946,* to the exclusive use of the 
word FAIRWAY as a trademark for food products throughout the entire 
country. 





2. Finding of Fact XX, Record on Appeal p. 66; Findings of Fact XXXII and 
XXXIII, at pp. 70, 71. 


3. See Finding of Fact XXXIII, Record on Appeal, p. 71. 


4. Title 15 U.S.C.A. § 1051 et seq., July 5, 1946, c. 540, Title I, § 1 et seq., 60 
Stat. 427 et seq. 
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The earliest attempt of Congress to regulate trademarks was based 
upon the Constitutional provision for patents and copyrights,’ but since 
the Trademark Cases, 1879, 100 U.S. 82, it has been established that 
Congress gains its power over trademarks under the Commerce clause® of 
the Constitution and therefore is limited to trade between the states, foreign 
countries, and Indian tribes. We do not conclude that The Lanham Act 
changes the general principles of unfair trade, as they are recited in 
Hanover Star Milling Co. v. Metcalf, 1915, 240 U.S. 403. Comprehensive 
trademark legislation was enacted in 1905 and was bolstered from time to 
time by major amendments, and, because of the countrywide rapid com- 
mercial expansion, revamping of the trademark laws became necessary in 
order to supplement the several states’ legislation as to fair dealing in the 
market place. Hence, Congress enacted The Lanham Trademark Act in 
1946* by which Congress intended to: 


“* * * reculate commerce within the control of Congress by making 
actionable the deceptive and misleading use of marks in such commerce ; 
to protect registered marks used in such commerce from interference 
by State, or territorial legislation; to protect persons engaged in such 
commerce against unfair competition; to prevent fraud and deception 
in such commerce by the use of reproductions, copies, counterfeits, or 
eolorable imitations of registered marks; and to provide rights and 
remedies stipulated by treaties and conventions respecting trademarks, 
trade names, and unfair competition entered into between the United 
States and foreign nations.” [Emphasis added] §1127 of Title 15 
U.S.C.A.® 


The Act then, as to the reach of a registered trademark extends 
protection only in interstate or foreign commerce. The scope of the Congres- 
sional control of commerce is undoubtedly broad, extending as it does, not 
only to transactions which can be deemed to be essential parts of a flow of 
interstate commerce but also to activities intrastate in character which are 
possessed of a close and substantial relation to interstate commerce. 
However, as was well said in N.L.R.B. v. Jones & Laughlin Steel Corp., 
1937, 301 U.S. 1, 37: 


5. Article I, Sec. 8, Clause 8 of the Constitution of the United States, which 
reads: 
“To promote the Progress of Science and useful Arts, by securing for limited 
Times to Authors and Inventors the exclusive Right to their respective Writings 
and Discoveries.” 


6. Article I, Sec. 8, Clause 3 of the Constitution of the United States, which 
reads: 
“To regulate Commerce with foreign Nations, and among the several States, 
and with the Indian Tribes.” 


7. Title 15 U.S.C.A. § 1051 et seq., July 6, 1946, c. 540, Title I, § 1 et seq., 60 
Stat. 427 et seq. 


8. July 5, 1946, ce. 541, Title X, § 45, 60 Stat. 443. For commentary and historical 
data on The Lanham Trademark Act of July 5, 1946, 60 Stat. 427, see Title 15 U.S.C.A. 
foll. § 1024 at p. 265. 


9. N.L.R.B. v. Jones & Laughlin Steel Corp., 1937, 301 U. 8, 1, 37; United States 
v. Darby, 1941, 312 U, 8. 100, 118. 
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“* * * the scope of this power must be considered in the light of our 
dual system of government and may not be extended so as to embrace 
effects upon interstate commerce so indirect and remote that to embrace 
them, in view of our complex society, would effectually obliterate the 
distinction between what is national and what is local and create a 
eompletely centralized government.” 

While it is true that activities which in isolation might be deemed 
local, may affect commerce due to interlacings of business across state lines, 
in absence of a showing that the business is part of a coordinated interstate 
system substantially affecting commerce,’ the activities of retail grocers 
purchasing and selling their wares exclusively intrastate are not a permis- 
sible field for Congressional regulation under the Commerce power. 

The finding of the district court in our case was that “[d]efendants 
purchase all of their food and other products and sell all of their food and 
other products, within the County of Los Angeles, State of California. 
Defendants advertise exclusively to the buying public located in the 
County of Los Angeles, State of California, and said advertising is con- 
ducted exclusively through local newspapers, throw-sheets, post cards, radio 
broadeasts, promotional sales and other advertising made, published or 
circulated within said County.’™ 


THE VALIDITY OF THE TRADEMARK STATUTE 


There is much discussion in the briefs pro and con as to whether the 
word FAIRWAY is a proper subject of a trademark. That question seems to 
lurk also in the pleadings and in the Findings of Fact, but there is a lack 
of a forthright attack upon the validity of the registered trademarks and 
there is no sufficient finding or conclusion as to the validity of the marks. 
We gain from the record that the judgment is based upon the court’s view 
of the law that whether or not the marks are valid under the statute, they 
do not and cannot be effective as against defendant for the reason that 
the facts of the case do not show any competition or likelihood of competition 
or dilution of plaintiff’s good will, and do not touch interstate or foreign 
commerce.*” 

We find no reversible error in the court’s conclusion that defendant 
has not infringed and is not infringing plaintiff’s registered trademarks. 
And that there is no competition or likelihood of competition between the 
parties, for the reason that the facts do not bring the mark into issue. 


INJUNCTION AGAINST PLAINTIFF 


There remains for disposition on this appeal, the injunction which 
enjoins plaintiff from using the word FraIRWaAy in the territory now occupied 


10. N.L.R.B. v. Howell Chevrolet Co., 1953, 9 Cir., 204 F.2d 79, 82; Capital Service 
v. N.L.B.B., 1953, 9 Cir., 204 F.2d 848, 851; Kate v. N.L.R.B., 1952, 9 Cir., 196 
F.2d 411, 413; N.L.R.B. v. Townsend, 1950, 9 Cir., 185 F. 2d 378, 382; N.L.R.B. v. 
Ken Rose Motors Inc., 1952, 1 Cir., 193 F.2d 769, 771. 

11. See Finding of Fact XVII, Record on Appeal p. 64. 


12. See Title 15 U.S.C.A. § 1127, July 5, 1946, c. 541, Title X, § 45, 60 Stat. 443. 
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by defendant, should plaintiff at some time in the future act upon its 
asserted intention of extending its business into such territory. Government 
by injunction is never favored, and the discretion of the chancellor in favor 
of granting the writ is withheld except to prevent impending injury or 
wrong, and is not granted upon indefiniteness and remote possibilities. No 
present impending injury can be found in this case. It may well be that 
if and when plaintiff acts to carry out its expressed intention to expand 
into the territory presently occupied by defendant, the facts will be suf- 
ficiently different from those of the instant case as to commerce and other- 
wise, and as to the validity of the claimed trademark, as to present additional 
and different issues. 

We discern no relevant conflict between the principles expressed in 
this opinion and those applied in the case of Stork Restaurant, Inc. v. 
Sahati, 1948, 9 Cir., 166 F.2d 348, 76 USPQ 374 (38 TMR 431), or in any 
other opinion of this court. 

The judgment is affirmed as to that part thereof which denies relief 
to plaintiff-appellant on its complaint, and is reversed as to that part 
thereof which enjoins plaintiff on defendant’s cross-complaint as to plain- 
tiff’s future action, and the district court is ordered to dismiss the cross- 
complaint without prejudice and in accordance with this opinion. 


OLIN MATHIESON CHEMICAL CORPORATION v. THE WESTERN 
STATES CUTLERY AND MANUFACTURING COMPANY et al. 


No. 5082 — C.A. 10 — November 12, 1955 


ComMoN LAW TRADEMARKS—IN GENERAL 
Law of trademarks and trademark infringement is but part of law of unfair 


competition. 
Mere fact that one person has adopted and used a trademark on his goods does 
not prevent another from adopting and using same mark on a different description. 
Right to a trademark grows out of use and not out of adoption of a trademark. 
Law differentiates between distinctive and fanciful marks and general names 
or words in common use, giving former class broader protection. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
WESTERN, registered trademark for ammunition, is not infringed by WESTERN 
for hunting knives; consideration is that WESTERN is a common word which is in 
general use. 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Confusion in minds of public is not shown by reports from plaintiff’s investi- 
gators that clerks informed them that goods bearing defendant’s mark were made 
by plaintiff. 


Action by Olin Mathieson Chemical Corporation v. The Western States 
Cutlery and Manufacturing Company, H. Reginald Platts, Harlow C. 
Platts, Debbie C. Platts, Lois M. Platts and Marian K. Platts, doing busi- 
ness as Western States Cutlery Company for trademark infringement and 
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unfair competition. Plaintiff appeals from judgment of District Court for 

District of Colorado. Affirmed. 

John H. Sutherland, of St. Louis, Missouri, (Charles H. Haines, Jr., of 
Denver, Colorado, and John H. Bruninga and Philip B. Polster, of 
St. Louis, Missouri, on the brief) for appellant. 

Dudley Hutchinson (T. Henry Hutchinson and Dudley I. Hutchinson on 
the brief) of Boulder, Colorado, for appellees. 

Before Pumurrs, Chief Judge, Huxman, Circuit Judge, and Savaag, 
District Judge. 

Huxman, Circuit Judge. 


Appellant, Olin Mathieson Chemical Corporation, filed an action in 
the United States District Court for the District of Colorado against 
appellee, the Western States Cutlery and Manufacturing Company, a 
corporation, et al., seeking an injunction restraining appellees from using 
the trademark WESTERN and restraining them from selling or offering to 
sell knives bearing the trademark WESTERN and for an accounting of profits 
realized from the alleged unlawful use of that trademark name upon knives 
sold. After a hearing before the court findings of fact and conclusions of 
law were made and based thereon judgment was entered dismissing 
appellant’s complaint with prejudice. 

Appellant, formerly operating under the name of Western Cartridge 
Company (a Delaware Corporation organized January 25, 1922) and now 
operating under the name and style of Western Cartridge Company Division 
of Olin Industries, Inec., and appellant’s predecessors have since January 1, 
1896, been engaged in the manufacture and sale of ammunition, including 
shotshells, rifle and revolver cartridges, shotgun and air rifle shot, shot gun 
wads, bullets, shotgun and rifle powders, primers, blasting caps, targets 
and traps, at East Alton, Lllinois, and at New Haven, Connecticut. Begin- 
ning January 1, 1896, appellant’s predecessors adopted WESTERN as their 
trademark for such products and continuously since appellants and its 
predecessors have manufactured, sold and distributed large quantities of 
such products bearing the trademark WESTERN throughout the United States 
and in foreign countries, primarily to hunters and sportsmen. Such sales 
have been made through hardware stores, sporting goods stores and other 
similar retail outlets. 

Appellant is the owner of nine registered trademarks of the mark 
WESTERN registered pursuant to the Trademark Act of February 20, 1905. 
Four of these registrations registered the word WESTERN in script enclosed 
in a diamond format. The other five merely registered the word WESTERN 
in script, varying somewhat in the characters employed. 

Appellee, the Western States Cutlery and Manufacturing Company, 
organized under the laws of the State of Colorado in 1913, began the 
selling of cutlery as a jobbing business shortly thereafter. It and its 
predecessors have been continuously engaged in such business from that 
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time on. As early as 1920 appellee and its predecessors began the manu- 
facture of cutlery, including pocket knives. Beginning at least by the 
early 1930’s they began the manufacture and sale of hunting or outdoor 
knives on which the word WESTERN alone or in combination was stamped. 
Sometimes the word WESTERN alone was used. At other times WESTERN 
BOULDER COLORADO was stamped on the knives with Boulder Colorado printed 
in smaller type. Some were stamped WESTERN STATES, some with WEsT-cUT, 
some with other marks and some with no marks at all. 

In the early 1930’s the hunting knife production constituted about 
ten per cent of the business of appellee and its predecessors. Since then 
there has been a steady increase in the manufacture and sale of these 
hunting knives and later of axes, until at the present time such products 
constitute over seventy-five per cent of appellee’s production. 

Since 1918 appellees have employed the practice of issuing catalogues 
disclosing its cutlery stamped as above indicated, and beginning in July, 
1944, its hunting knives and other cutlery products, including knives 
manufactured for the war effort for the Government, were advertised in 
national magazines such as Outdoor Life, Field and Stream and Sports 
Field. Included in some of these issues were advertisements by appellant. 

In 1931 appellant purchased the assets of the Winchester Repeating 
Arms Company of New Haven, Connecticut, and among the assets was a 
line of cutlery including pocket knives and hunting knives. Appellant 
continued to sell such knives and cutlery until 1940, when it withdrew 
from the cutlery business. At all times while it was selling such products 
they were sold under the name WINCHESTER. 

On January 25, 1932, appellee filed in the United States Patent Office 
an application for the registration of the word WESTERN as a trademark 
for hunting knives, pocket knives and outing knives. The application was 
denied on the ground that confusion might arise and that hunters might 
be led to believe that they were purchasing appellant’s products. 

Since appellant is not manufacturing and selling cutlery or knives 
of any kind, there is no competition between it and appellees; and it is 
obvious, as found by the court, that the sale of knives and cutlery by 
appellees has not deprived appellant of sales of knives or of cutlery. 

These principles of law must be kept in mind in resolving the contro- 
versy presented by this appeal. The law of trademarks and trademark 
infringement is but a part of the law of unfair competition.’ So also the 
mere fact that one person has adopted and used a trademark on his goods 
does not prevent another from adopting and using the same mark on a 
different description.” 





1. Hanover Milling Co. v. Metcalf, 240 U. 8. 403; Brown ¢ Bigelow v. B. B. Pen 
Co., 191 F.2d 939, 91 USPQ 171 (41 TMR 1066); Seven Up Co. v. Cheer Up Sales Co., 
148 F.2d 909, 65 USPQ 237 (35 TMR 174). 

2. Philco Corp. v. F. ¢ B. Mfg. Co., 170 F.2d 958, 79 USPQ 376 (39 TMR 23), 
and cases there cited; Mershon v. Pachmayr, 220 F.2d 879, 105 USPQ 4 (45 TMR 560). 
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Further, the right to a trademark grows out of the use and not out 
of the adoption of a trademark.* One other principle need be kept in mind. 
The law differentiates between distinctive and fanciful marks or names and 
general names or words in common use. The first class of words or names 
will be broadly protected, but the latter class will receive a much narrower 
protection.‘ 

Tested by these principles we are of the view that the decision of the 
trial court is correct WESTERN is a common word which is in general use. 
There are any number of enterprises which employ this word in describing 
their business. It follows, therefore, that the word WESTERN in appellant’s 
trademark receives a narrow construction and the protection accorded 
appellant is narrowly construed. 

It is doubtful if appellant’s business, as described in its application 
for its trademarks, is sufficiently comprehensive to include hunting knives 
within the narrow protection to which its trademark is entitled. The nature 
of its business in the nine applications for its trademarks is variously 
described as “shot-shells, gun-wads, cartridges, shot, smokeless and semi- 
smokeless powder for ordnance and small-arm ammunition, primers, and 
blasting-caps, in Class 9 Explosives, firearms, equipments, projectiles, rifle 
cartridges, pistol cartridges, targets and target traps in Class 22.” In three 
of its applications it described the trademark as being for “targets and 
target traps in Class 22, Games, toys and sporting goods.’”® 

It is our view that under the narrow construction which must be 
adopted in this case there are no appropriate descriptive words which would 
bring cutlery, pocket knives and hunting knives under the protection of 
the trademark WESTERN. The only words relating even remotely to hunting 
knives are the words “sporting goods.” That phrase again is one of broad 
meaning. If it is sufficiently definite to apply to hunting knives, why 
would it not also apply to hunting caps, coats, trousers, shoes, socks, shirts, 
compasses, camp cook stoves, cooking kits, as well as hundreds of other 
articles sportsmen use. Such a construction would tend to give appellant 
a monopoly of the trademark WESTERN on practically everything that is 
made to be sold to sportsmen. 

Furthermore, appellant is not now and never has been engaged in 
selling hunting knives under its registered trademark and as is pointed 
out in the principles of law hereinbefore stated the right to the protection 
of the trademark grows out of the use and not out of the adoption of the 
mark. Not having used the trademark with respect to hunting knives, it 
cannot complain because appellant uses the common word WES7ERN on the 


3. Hanover Milling Co. v. Metcalf, 240 U. S. 403. 

4. American Steel Foundries v. Robertson, 269 U. S. 372 (13 TMR 289); Sun- 
beam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141, 90 USPQ 43 ((41 TMR 818); 
Majestic Mfg. Co. v. Majestic Elec. Appliance Co., 172 F.2d 862, 80 USPQ 485 (39 
TMR 311); Sunbeam Lighting Co. v. Sunbeam Corp., 183 F.2d 969, 86 USPQ 240 
(40 TMR 669); Dwinell-Wright Co. v. National Fruit Product Co., 140 F.2d 618, 60 
USPQ 304 (34 TMR 128). 


5. Emphasis supplied. 
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cutlery which it sells, even though it should be held that the term “sporting 
goods” is sufficiently definite to include hunting knives. 

What has been said would not, however, warrant appellee in panning 
off its knives as a product of appellant or selling its products under such 
conditions that there would be confusion in the minds of the purchasing 
public with respect to whether they were purchasing appellant’s products 
or the products of some other company. Such conduct would constitute 
unfair trade competition. 

There is no evidence in the record warranting a statement that appellee 
is attempting to deceive the public into believing that knives which are 
stamped WESTERN by it are the product of the appellant. There is no 
evidence that a single purchaser of a hunting knife was misled or deceived 
into believing that a knife purchased by him stamped WESTERN was a prod- 
uct of appellant. Appellant made some effort to establish that confusion 
would result. This was done by offering the testimony of some paid in- 
vestigators who went into stores which handled appellant’s trademarked 
products and also appellee’s knives. They usually began by handing the 
clerk a list of objects sought. This list would contain an item of a box 
of WESTERN shells and then a request for a knife made by Western Cart- 
ridge Company. Obviously, the store had no such knife. Sometimes the 
clerk would so state and at other times the clerk would get out a knife 
marked with appellee’s tradename and hand it to the investigator with 
the statement that it was a good knife and that it was made by Western 
Cartridge Company. We agree with the trial court that this evidence 
under the circumstances was not sufficient to establish confusion in the 


minds of the buying public. 
Affirmed. 































INDUSTRIAL PLANTS CORPORATION v. 
INDUSTRIAL LIQUIDATING CO. INC. et al. 


N. Y. Sup. Ct. App. Div., 1st Dept. — November 15, 1955 






REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 






REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
New York Penal Law, Section 964 makes it misdemeanor for one with intent 
to deceive public to assume corporate, firm or trade name of another, and also 
provides alternative civil remedy authorizing making summary application for 
injunction; it contemplates special proceeding designed to provide summary method 
of preventing or terminating species of fraud; when it properly lies it is not 
necessary to bring plenary action or to serve formal process or pleading; courts 
are empowered to adapt their proceedings to implement statute and summary remedy 
may be obtained on affidavits alone without necessity of trial; consequently 
remedy may be invoked only when right thereto is established in clear manner, 
and must be denied where basic factual allegations of violation are controverted. 
Elements present which prevent obtaining of summary remedy under New York 
Penal Law, Section 964 are 1) that material averments with respect to intent to 
deceive and likelihood of deceiving public which deals with firm involved are 
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substantially controverted and 2) that names used are clearly descriptive of type 
of business in which both corporations are engaged. 


INDUSTRIAL PLANTS CORPORATION and INDUSTRIAL LIQUIDATING CO. INC. are 
clearly descriptive of business of industrial auctioneering, appraising and liquidating, 
and it cannot be said from an affidavit that word INDUSTRIAL has attained such a 


secondary meaning as to disqualify any other than first user from using word 
in its corporate name. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Beneficial summary relief provided by New York Penal Law, Section 964 
should not be unduly curbed and will lie where respondent fails by affidavit to 
establish true issue of fact; bare denials and insubstantial and incredible averments 
are not enough; but once issues are tendered which would require trial and taking 
of proof for resolution then summary order should be denied; clearest cases 
warranting issuance of summary order, but by no means only ones, arise when 
name assumed by second user is not word in English language but a contrived or 
coined word or, if a word in common vocabulary, one not merely descriptive of 
business but patently a trade name. 


Petition by Industrial Plants Corporation v. Industrial Liquidating 
Co. Inc. et al. under section 964 of New York Penal Law. Respondents 
appeal from order of New York Sup. Ct., Spee. Term, N. Y. Cty. granting 
injunction. Reversed. 
Irving Fox, of New York, N. Y., for petitioner. 


Philip Novick and Seymour Stone, of New York, N. Y., for respondents. 
BREITEL, Presiding Justice. 


This is a summary application under section 964 of the Penal Law 
for an injunction restraining the respondents to the petition from using 
the name INDUSTRIAL LIQUIDATING Co. INC. in their business of “industrial 
auctioneering, appraising and liquidating”. The order was granted at 
Special Term and respondents to the petition appeal. The order should 
be reversed and the application denied without prejudice to the bringing 
of a plenary action for appropriate relief. 

Petitioner has the corporate name INDUSTRIAL PLANTS CORPORATION 
and was organized in 1919 under the laws of the State of New York. It 
has its main place of business in Manhattan, and conducts industrial plant 
and machinery auctioneering, appraising and liquidating throughout the 
nation. It advertises extensively. 

Respondent corporation is likewise organized under the laws of the 
State of New York, has its principal place of business in Manhattan and 
has so conducted its business only since 1952. Its corporate name is INDUs- 
TRIAL LIQUIDATING CO. INC. It also is engaged in the business of industrial 
plant and machinery auctioneering, appraising and liquidating. It too 
advertises extensively and its advertisements, on inspection, bear a marked 
resemblance to the advertising of the petitioner INDUSTRIAL PLANTS COR- 
PORATION. 

The impression is a strong one that the newer corporation has de- 
signedly sought to imitate the name and practice of the older corporation. 
This it denies, however. It claims that in the nature of this business the 
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public is not deceived and the name that it bears is simply descriptive of 
the type of business engaged in, namely, that of industrial plant and ma- 
chinery auctioneering, appraising and liquidating. It also argues that the 
use of the word “industrial” is merely descriptive and has not attained 
such a secondary meaning as to denote the specific enterprise conducted 
by the older corporation. Both parties have submitted affidavits of cus- 
tomers, the one to show confusion by reason of the similarity of names and 
advertising, the other to show the absence of any confusion. 

The issue in the ease is whether on the averred facts, some contra- 
verted as they are, petitioner is entitled to a summary order under section 
964 of the Penal Law. 

Section 964 makes it a misdemeanor for one with intent to deceive 
or mislead the public to assume the corporate, assumed or trade name of 
another.* The section also provides an alternative civil remedy. It author- 
izes the making of summary application for an injunction on five days’ 
notice to restrain an actual or threatened violation of the statute. It 
contemplates a special proceeding designed to provide a summary method 
of preventing or terminating a species of fraud. When it properly lies it 
is not necessary to bring a plenary action or to serve formal process or 
pleadings. Matter of Julius Restaurant v. Lombardi, 282 N.Y. 126, 45 
USPQ 109 (30 TMR 187). The courts are empowered to adapt their pro- 
ceedings to implement the statute, and the summary remedy may be ob- 
tained on affidavits alone and without the necessity of trial. Association of 
Contr. Plumbers v. Contracting Plumbers Assn., 302 N.Y. 495, 89 USPQ 
629 (41 TMR 697). Consequently, the remedy may be invoked only when 
the right thereto is established in a clear and convincing manner, and it 
must be denied where basic factual allegations of violation are contra- 
verted. Supra, at p. 498, 89 USPQ at 629; Matter of Alexander’s Dept. 
Stores v. Cohen, 295 N.Y. 557, rev’g, 269 App. Div. 117, 65 USPQ 341 
(35 TMR 121). 





* Section 964 of the Penal Law reads as follows: “No person, firm or corporation 
shall, with intent to deceive or mislead the public, assume, adopt or use as, or as part 
of, a corporate, assumed or trade name, for advertising purposes, or for the purposes 
of trade, or for any other purpose, any name, designation or style, or any symbol or 
simulation thereof, or a part of any name, designation or style, or any symbol or 
simulation thereof, which may deceive or mislead the public as to the identity of such 
person, firm or corporation or as to the connection of such person, firm or corporation 
with any other person, firm or corporation; nor shall any person, firm or corporation, with 
like intent, adopt or use as, or as part of, a corporate, assumed or trade name, for 
advertising purposes, or for the purposes of trade, or for any other purpose, any 
address or designation of location in the community which may deceive or mislead the 
public as to the true address or location of such person, firm or corporation. A violation 
of this section shall be a misdemeanor. Whenever there shall be an actual or threatened 
violation of this section, an application may be made to a court or justice having 
jurisdiction to issue an injunction, upon notice to the defendant of not less than five 
days, to enjoin and restrain said actual or threatened violation; and if it shall appear 
to the satisfaction of the court or justice that the defendant is in fact assuming, 
adopting or using such name, or is about to assume, adopt or use such name, and that 
the assumption, adoption or use of such name may deceive or mislead the public, an 
injunction may be issued by said court or justice, enjoining and restraining such actual 
or threatened violation without requiring proof that any person has in fact been 
deceived or misled thereby.” 
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It is clear that the evidence to support an order under section 964 need 
not be beyond a reasonable doubt as would be required to convict for the 
misdemeanor provided in that section. Matter of Overseas. News Agency 
v. Overseas Press, 183 Mise. 40, 62 USPQ 510 (34 TMR 329), affd. 268 
App. Div. 856, 683 USPQ 361. But, again, the evidence must be clear and 
convincing, and the basic averments must not be substantially contra- 
verted. Indeed, the proof by affidavit and absence of factual issues must 
be tantamount to that which would authorize a summary judgment in an 
appropriate case under rule 113 of the Rules of Civil Practice. Cf. Asso- 
ciation of Contr. Plumbers v. Contracting Plumber Assn., supra, and 
Matter of Overseas News Agency v. Overseas Press, supra. 

In this case there are two elements present which prevent the obtain- 
ing of this summary remedy. The first is that material averments with 
respect to the intent to deceive and the likelihood of deceiving the public 
which deals with these firms are substantially contraverted. The second 
element in this case which suggest that a summary remedy should not be 
available is that the names used are clearly descriptive of the type of 
business in which both corporations are engaged. It cannot be said, view- 
ing the contradictory affidavits alone, that the word “industrial” has at- 
tained such a secondary meaning as to disqualify any other than the first 
user from using the word in its corporate name. Matter of Industrial 
Itthographic Co. v. Miller, 203 Mise. 299, 95 USPQ 113; ef. Wholesale 
Supply Corp. v. Wholesale Bldg. Materials Corp., 280 App. Div. 189, 93 
USPQ 456, affd. 304 N.Y. 854, 97 USPQ 483 (43 TMR 928) [a plenary 
action]. In the Industrial Lithographic case a conflict of names, not too 
unlike those involved here, was present. The older corporation in that case 
used the name INDUSTRIAL LITHOGRAPHIC CO., INC. and the respondent and 
newer corporation used the name INDUSTRIAL OFFSET CO. Issue was raised 
in the case as to whether lithograph and offset reproduction were similar 
or competitive. This distinguishes the case somewhat because in the in- 
stant case there is no dispute that both of the corporations are engaged in 
the same business. Nevertheless, in the Industrial Lithographic case, 
Special Term noted that the word “industrial” was a descriptive word in 
the common vocabulary and that no one had a monopoly on it; it declined 
to find on the affidavit submitted that the term “industrial” had acquired a 
secondary meaning which would preclude a later user by another. 

This view should not mean, however that the very beneficial summary 
remedy provided by section 964 should be unduly curbed. It will still lie 
where the respondent fails by affidavit to establish a true issue of fact. 
Bare denials will not be enough. Insubstantial or incredible averments 
will not be enough. But, once issues are tendered which would require a 
trial and the taking of proof for their resolution, then the summary order 
should be denied. The clearest cases warranting the issuance of a sum- 
mary order, but by no means the only ones, arise when the name assumed 
by a second user is not a word in the English language but a contrived 
or coined word or, if a word in the common vocabulary, one not merely 
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descriptive of the business but patently a trade name. See e.g., Matter of 
Bill’s Gay Nineties v. Fisher, 180 Mise. 721, 60 USPQ 151 (34 TMR 95) ; 
Matter of Fainblatt v. Leo Sportswear Co., 178 Mise. 760, 54 USPQ 507 
(32 TMR 490) and Matter of Rayco Mfg. Co. v. Layco Auto Seat Cover 
Center, 205 Mise. 827, 101 USPQ 39 (44 TMR 813). 

Petitioner, of course, may be entitled to the relief it seeks in a plenary 
action. See e.g., National Tool Salvage Co. v. National Tool Salvage 
Industries, 186 Mise. 833, 68 USPQ 118 (36 TMR 62). Moreover, in a 
plenary action in equity the relief may be fashioned in less absolute terms 
than would be available under section 964. The two remedies are not to be 
eonfused. Matter of Overseas News Agency v. Overseas Press, 183 Mise. 
40, 62 USPQ 510, affd. 268 App. Div. 856, 683 USPQ 361, supra; Overseas 
News Agency v. Overseas Press, 185 Mise. 1010, 67 USPQ 190, affd. 270 
App. Div. 754. 

Accordingly, the order granting the injunction should be reversed, 
without costs, and the application denied without prejudice, however to 
petitioner to bring such other proceedings or action as may be appropriate. 
Settle order on ten days’ notice. 

Bastow, BorTetn, RABIN and BERGAN, Justices, concur. 


THOMAS A. EDISON, INCORPORATED v. ALTHEIMER & BAER, 
INCORPORATED 


No. 53 C 1113 — D.C., N.D. Illinois — November 16, 1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Defendant’s use of EDISON in connection with electric blankets and EDISON 
in connection with sewing machines infringes plaintiff’s federal registrations 
EDISON and THOMAS A. EDISON for numerous electrical products. 
ComMon LAw TRADEMARKS—IN GENERAL 
Defendant’s use of EDISON in connection with electric blankets and EDISON 
in connection with sewing machines infringes plaintiff’s common law rights 
EDISON and THOMAS A. EDISON for numerous electrical products. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
Defendant’s use of EDISON in connection with electric blankets and EDISON 62 
in connection with sewing machines dilutes distinctive quality of plaintiff’s trade- 
marks EDISON and THOMAS A. EDISON and thereby violates anti-dilution provisions of 
Illinois trademark statute (Ill. Rev. Stat. ¢.140, Sec. 4a, 1953). 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Defendant’s use of EDISON in connection with electric blankets and EDISON 62 
in connection with sewing machines constitutes unfair competition with plaintiff, 
owner of trademarks EDISON and THOMAS A. EDISON for numerous electrical products. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—MISCELLANEOUS 
Defendant is required to deliver up for destruction all labels, signs, prints, 
packages, wrappers bearing infringing trademarks. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—DAMAGES 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Defendant is required to account and pay over to plaintiff all profits realized by 
it and treble amount of damages sustained by plaintiff by reason of acts of infringe- 
ment and unfair competition. 
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REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—COoSTS 
Defendant is required to pay plaintiff costs in action for infringement and 
unfair competition. 


Action by Thomas A. Edison, Incorporated v. Altheimer & Baer, 
Incorporated for trademark infringement and unfair competition. Judg- 
ment for plaintiff. 

Woodson, Pattishall & Garner (Beverly W. Pattishall of counsel), of 
Chicago, Illinois and Paul J. Christiansen and Thomas McKay, Jr., 
of West Orange, New Jersey for plaintiff. 

James R. McKnight, of Chicago, Illinois for defendant. 

HorrMan, District Judge. 


FinpiInGs oF Fact 


1. Plaintiff, Thomas A. Edison, Incorporated, is a corporation duly 
organized and existing under the laws of the State of New Jersey, and is 
a citizen of the State of New Jersey, with its principal office at 51 Lakeside 
Avenue, West Orange, New Jersey. 

2. Defendant, Altheimer & Baer, Incorporated, is a corporation of 
the State of Illinois, with its office and principal place of business located 
at 404 Wells Street, Chicago, Illinois, and is a resident and inhabitant 
of the Northern District of Illinois. 

3. This action is between citizens of different states wherein the 
value of the amount in controversy exceeds the sum of $3,000.00 (Three 
Thousand Dollars) exclusive of interest and costs. 


4. THOMAS A. EDISON during lifetime devoted himself to research and 
invention primarily in the electrical field and to the manufacture and 
sale either as an individual or through corporations organized and owned 
or controlled by him of many kinds of electrical devices, apparatus and 
appliances. 

5. Plaintiff is the successor in interest of THOMAS A. EDISON and of 
various corporations formerly owned or controlled by him and plaintiff 
is the owner of all their rights, business and good will including specifically 
the right in the good will symbolized in the name EDISON and the right to 
use the name EDISON commercially as a name and trademark in connection 
with such various electrical devices, apparatus and appliances. 


6. Since 1894 and long prior to the acts of defendant herein com- 
plained of, the names EDISON and THOMAS A. EDISON have been continuously 
used as trademarks upon, and as the name or part of the name of the 
manufacturer of numerous items of electrical devices, apparatus and 
appliances manufactured and sold by THOMAS A. EDISON and plaintiff’s 
corporate predecessors, and plaintiff since its incorporation and succession 
to the rights in the said trademarks and names and the good will sym- 
bolized thereby and appurtenant thereto, has continued so to use them. 
Among the wide variety of such goods manufactured by plaintiff and 
sold throughout the United States, including the State of Illinois, and 
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the City of Chicago, are electric motors, recording and reproducing appa- 
ratus and equipment including dictating machines, transcribing machines, 
and shaving machines; electric lighting outfits, including miners’ safety 
lamps, electric hand lamps and other portable self-contained electric light- 
ing outfits; storage batteries, including automotive starting, lighting and 
ignition batteries; wet primary batteries; dry primary batteries; dry cell 
packs; thermostatic devices, such as thermostats, thermal relays and 
thermal controls, and control units for regulating heat in electric blankets; 
switches; relays; temperature indicators; pressure gauges; fire detection 
devices; electronic and audio apparatus; devices comprising oscillators, 
attenuators, audio amplifiers and microphones, induction pick-up devices, 
and other electrical apparatus, appliances and devices, to all of which 
plaintiff applies the name EDISON as a trademark or as part of plaintiff’s 
name or as both. 


7. EDISON and THOMAS A. EDISON have been duly registered in the 
United States Patent Office by the plaintiff and its predecessors as trade- 
marks for various electrical goods, apparatus and devices. Among such 
registrations are the following: 


Number Date Products 


34,806 June 19, 1900 Phonographs, phonographie supplies, 
kinetoscopes, kinetoscope-films, num- 
bering machines, batteries, X-ray 
apparatus, electromedical appliances, 
and other philosophical and scientific 
apparatus. 

60,343 February 5, 1907 Primary batteries, parts thereof, and 
fan-motors. 

82,971 August 8, 1911 Storage batteries, parts thereof, and 
sets of such batteries. 


259,035 July 23, 1929 Primary batteries. 
301,881 March 21, 1933 Storage batteries. 


303,203 May 16, 1933 Sound recording and reproducing 
apparatus and equipment consisting 
of dictating and transcribing ma- 
chines, especially designed for record- 
ing and reproducing dictation and 
the like, and sound record tablets. 

303,326 May 23, 1933 Machines for shaving sound record 
tablets and parts thereof. 

305,381 August 15, 1933 Electric motors. 


367,425 May 16, 1939 Electronic and audio apparatus and 
devices, namely, oscillators, attenua- 
tors, audio amplifiers, and micro- 
phones. 

368,005 June 6, 1939 Electronic and audio apparatus and 
devices, namely, oscillators, attenua- 
tors, audio amplifiers, and loud 
speakers. 
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Number Date Products 


368,309 June 13, 1939 Miners’ electric lighting outfits and 
portable self-contained electric light- 
ing outfits. 


368,310 June 13, 1939 Miners’ electric lighting outfits and 
portable self-containing electric light- 
ing outfits. 

372,127 October 24, 1939 Electrical switches and electrical re- 
lays. 

377,016 April 16, 1940 Regulators for heating apparatus, 
namely, thermostatic fluid-flow regu- 
lating valves. 

409,187 September 19, 1944 Indicating instruments, namely tem- 
perature indicators and indicating 
instruments or units each comprising 
an assembly of a temperature indica- 
tor, a pressure gauge, and a differen- 
tial pressure gauge. 


And all of said registrations are owned by the plaintiff, and the plaintiff 
is the owner of the trademarks EDISON and THOMAS A. EDISON, registered 
therein, and of the business and good will connected therewith. Said 
registrations are unrevoked and uncancelled and have been duly renewed. 


8. By reason of the fame of THOMAS A. EDISON as an inventor and 
the long continued use of the name EDISON by him and his successors, in- 
cluding the plaintiff, in the field of electrical apparatus, devices and 
appliances, the name EDISON has acquired and now possesses a wide and 
favorable reputation and great value and good will as identifying the 
goods, particularly electrical devices, appliances and apparatus as coming 
from the plaintiff and its predecessors and when applied to or used in 
connection with articles consisting of or comprising electrical devices, 
apparatus or appliances, the name EDISON is understood to designate and 
does designate the plaintiff and its business and the name EDISON is under- 
stood to indicate and does indicate that said articles were invented or 
manufactured or sold by or under the direction, supervision or approval 
or control of THOMAS A. EDISON, and his successors, and that, therefore, 
said articles are dependable, reliable, and entitled to full public confidence, 
and that the use of the name EDISON thereon is legitimate and authorized by 
plaintiff, and the name EDISON has accordingly acquired a distinctiveness 
or secondary meaning in connection with electrical apparatus, devices, or 
appliances indicating the plaintiff or its products to the trade and public. 


9. By reason of the fame of THOMAs A. EDISON and his inventions and 
other achievements and his commercial enterprises for marketing his in- 
ventions, the name EDISON has become and now is inseparably associated in 
the public mind with THOMAs A. EDISON and his inventions, businesses and 
products. With the authorization or permission of THOMAS A. EDISON or 
his legal successors, the name EDISON has been adopted and used as part of 
the trade styles or corporate names of certain companies engaged in the 
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business of generating electricity and distributing it to the trade and public 
for light and power purposes in various parts of the United States; and 
the aforesaid use of the name EDISON by each of the said light and power 
companies is understood by the trade and public to indicate and does 
indicate that such company derived the right to use the name EDISON from 
THOMAS A. EDISON, and also that it is one of a legitimate and authorized 
group of companies all of which so derived the right to use the name 
EDISON, and that it is entitled to public confidence accordingly, but none 
of said companies have manufactured any products under the name or 
trademark EDISON or THOMAS A. EDISON. 


10. Defendant, Altheimer & Baer, Inc., is engaged in the sale, distri- 
bution, and advertising of portable electric sewing machines under the 
name EDISON 62, and in the distribution and sale of electric blankets under 
the name EDISON, and defendant’s aforesaid use of the names EDISON 62, 
and EDISON commenced long subsequent to the aforesaid use by plaintiff 
of the name and trademark EpIsoN, and defendant’s said use is likely to 
result in confusion, deception and mistake of purchasers and potential 
purchasers in that said articles are likely to impute electric blankets bear- 
ing the name and trademark EDISON, and portable sewing machines bearing 
the name and trademark EDISON 62 as coming from plaintiff or from a 
concern legitimately connected with or authorized by plaintiff. 


11. The use by defendant of the names EDISON and EDISON 62 has never 
been authorized or acquiesced in by the plaintiff and neither plaintiff nor 
any of its corporate predecessors nor THOMAS A. EDISON during his lifetime 
has ever had any connection with the defendant or its business or products 
or that of any of its predecessors. 


12. Defendant’s aforesaid adoption and use of EDISON and EDISON 62 
was with full knowledge of the public and business meaning of the name 
EDISON as an understood reference to the plaintiff and its predecessors, and 
defendant seeks to secure thereby the good will and benefit attached to 
plaintiff’s name and trademark EDISON. 


13. Defendant’s aforesaid use of the names EDISON and EDISON 62 is 
calculated to, and is likely to cause confusion and mistake in the mind of 
the public, and to deceive purchasers, and is likely to cause them to believe, 
contrary to the fact that defendant’s business and products are associated 
with or are a part of plaintiff’s business, or are sponsored or approved by 
plaintiff, or that the goods sold by the defendant under the names EDISON 
and EDISON 62 come from or are sponsored by the plaintiff, thus giving to 
defendant’s goods a salability and to defendant’s business a standing and 
reputation which otherwise they would not have. 

14. Plaintiff’s counsel duly notified defendant that its aforesaid use 
of the names EDISON and EDISON 62 was an infringement of plaintiff’s rights 
and requested defendant to discontinue such use, but defendant declined to 
discontinue such use. 
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ConcLusions orf LAW 


1. This court has jurisdiction over this action since it is a suit of a 
civil nature between citizens of different states wherein the value of the 
amount in controversy exceeds the sum of $3,000.00 (Three Thousand 
Dollars) exclusive of interest and costs, and upon the further ground that 
this action arises under the trademark laws of the United States, Title 15 
U.S.C.A. Sees. 1051-1127. 


2. Plaintiff is the owner of the United States Trademark registrations 
enumerated in its Complaint, and said registrations are valid and sub- 
sisting. 

3. EDISON and THOMAS A. EDISON have acquired a distinctiveness or 
secondary meaning in connection with electrical and electro-mechanical 
apparatus, devices or appliances indicating plaintiff or its products to the 
trade and public. 

4. Defendant’s use of EDISON in connection with electric blankets, and 
EDISON 62 in connection with portable sewing machines is likely to result 
in confusion, deception, and mistake of purchasers and potential pur- 
chasers in that said parties are likely to impute said goods as coming from 
plaintiff or from a concern legitimately connected with or authorized by 
plaintiff. 


5. Defendant’s use of EDISON in connection with electric blankets, 
and EDISON 62 in connection with portable sewing machines infringes plain- 
tiff’s federal registrations of its trademarks EDISON and THOMAS A. EDISON. 


6. Defendant’s use of EDISON in connection with electric blankets and 
EDISON 62 in connection with portable sewing machines infringes plaintiff’s 
common law rights in its trademarks EDISON and THOMAS A. EDISON. 


7. Defendant’s use of EDISON in connection with electric blankets, 
and EDISON 62 in connection with portable sewing machines is likely to 
and does dilute the distinctive quality of plaintiff’s trademarks EDISON and 
THOMAS A. EDISON, and thereby violates the provisions of the Trademark 
Statute of the State of Illinois (Ill. Rev. Stat. ¢.140, See. 4a, 1953). 


8. Defendant’s use of EDISON in connection with electric blankets, and 
EDISON 62 in connection with portable sewing machines constitutes unfair 
competition with plaintiff. 


9. Defendant’s use of EDISON in connection with electric blankets, 
and EDISON 62 in connection with portable sewing machines gives to defend- 
ant’s goods a salability, and to defendant’s business a standing and repu- 
tation which they otherwise would not have and to which they are not 
entitled, and wrongfully diverts to and unjustly enriches the defendant 
with the benefit of good will built up by the plaintiff and its predecessors 
which now rightfully belongs to plaintiff. 


10. Unless restrained by this court, defendant’s use of aforesaid 
EDISON and EDISON 62 will irreparably injure plaintiff’s rights in its trade- 
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marks EDISON and THOMAS A. EDISON and in its corporate name THOMAS A. 
EDISON, INCORPORATED. 


11. The value of plaintiff’s rights in and to the name and trademarks 
EDISON and THOMAS A. EDISON far exceeds, exclusive of interest and costs, 
the sum of $3,000.00 (Three Thousand Dollars). 


12. The defendant’s Counterclaims herein is without foundation in 
law or equity and no evidence has been adduced in support of the allega- 
tions thereof. 


13. Plaintiff is entitled to judgment herein as follows and to a decree 
perpetually enjoining and restraining the defendant, its agents, servants, 
employees, and assigns, and all holding by, through, or under it, or acting 
in privy with it: 

(a) From using in connection with the manufacture, sale, dis- 
tribution, offering for sale or advertising of electric heating pads or 
blankets, or parts thereof the name EDISON or any confusingly similar 
name as a name or trademark, and from using the name EDISON as a 
name or trademark in connection with any other apparatus or appli- 
ances or merchandise likely to result in confusion with plaintiff or its 
products. 

(b) From using as a name or trademark the words and numerals 
EDISON 62 or any confusingly similar name or trademark in connection 
with the manufacture, sale, distribution, offering for sale or advertising 
of portable sewing machines or parts thereof or in connection with any 
apparatus, appliance or merchandise wherein such use is likely to 
result in confusion with plaintiff or its products. 


(c) From doing any other act or thing calculated or likely to 
cause a belief that defendant’s business or its products or any of them 
are in any way associated with or connected with or sanctioned by or 
sponsored by the plaintiff or any of its predecessors, or that defend- 
ant’s products come from or are sponsored by the plaintiff, and other- 
wise from competing unfairly with plaintiff. 

I. Requiring that defendant immediately deliver up for destruction 
all labels, signs, prints, packages, wrappers or other material in the pos- 
session of the defendant bearing the words EDISON or EDISON 62 or any other 
colorable imitation of plaintiff’s trademarks EDISON and THOMAS A. EDISON. 


II. Requiring that defendant account to and pay over to the plaintiff 
all profits realized by it and treble the amount of all damages sustained by 
the plaintiff by reason of the aforesaid acts of infringement and unfair 
competition. 


III. Requiring that defendant pay over to plaintiff the costs of this 
action. 


IV. Dismissing the Counterclaim of defendant herein with costs to 
plaintiff, counter-defendant. 
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THE COCA-COLA COMPANY v. MARY O'BRIEN and 
RICHARD O’BRIEN 


No. 3638 — D.C. Colorado — November 23, 1955 


REMEDIES—UNFAIR COMPETITION—Scope or ReLirr—INJUNCTION 

Where decree has issued enjoining defendant from selling, delivering or offering 
for sale in response to calls or orders for plaintiff’s branded soft drink any product 
other than plaintiff’s, all law requires to find violation of decree is that party 
offending knowingly does or permits act to be done which violates the decree rather 
than doing an act with the intent of violating the decree. 

Manner and method in which defendants do business and admonition given 
their employees as to conducting business are pertinent to matter of penalty to be 
adjudged rather than to matter of defense for violation of decree. 

Expenses incurred in enforcing court order are properly considered in imposing 
remedial fine; court also considers facts that plaintiffs have incurred unnecessary 
expense in bringing in multiplicity of witnesses, economic situation of defendant, 
and absence of loss of profits or damage to reputation of plaintiff. 


Civil contempt proceeding by The Coca-Cola Company v. Mary O’Brien and 
Richard O’Brien, doing business as Joe’s Buffet. Judgment for plaintiff. 

Pershing, Bosworth, Dick & Dawson (Winston S. Howard of counsel), of 
Denver, Colorado and Julius R. Lunsford, Jr. and Albert Anderson, 
of Atlanta, Georgia for plaintiff. 


Anthony J. Pasquale and Donald W. Marshall, of Denver, Colorado for 


defendant. 
Knous, Chief Judge. 

The Consent Decree in this case was entered on August 15, 1951. It 
provided that, “The defendants, their agents, attorneys, employees, servants, 
representatives and assigns, and any and all persons acting by or under 
their authority, be and the same hereby are perpetually enjoined and 
restrained from: (a) Selling, delivering, or offering for sale in response 
to calls or orders for coca-coLa any product not the plaintiff’s. (b) Doing 
any act or thing which may be calculated to pass off any product not the 
plaintiff’s on calls or orders for coca-coLa.” 

The defendants have been cited in under a petition by the plaintiff 
for a ruling to show cause for contempt. Of course, the evidence has been 
adduced, and the Court has listened to the arguments of counsel, and 
I have no doubt that the evidence sustains that the defendants have 
violated the terms of the decree in particular with respect to provision 
(a) of the decree which I just mentioned of selling, delivering, or offering 
for sale in response to calls or orders for cocA-coLA any product not the 
plaintiff's. 

Counsel for the defendants have stressed in their argument that the 
conduct must be with an intent to violate the decree. I don’t quite agree 
with that construction of the law. I think all the law requires is that the 
party offending knowingly does or permits the act to be done which violates 
the decree rather than doing an act with the intent of violating the decree. 
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If the conduct came within the latter category, we might have a case of 
criminal contempt, of course, which this is not. This is a case of civil 
contempt. I think all the effect of the word “contention” as used in the 
eases cited by the defendant has is that the act is a voluntary one and 
done by the defendant. Otherwise, it would be difficult to conceive of a 
situation in which the violation on a civil basis of an order could be 
established, because an order restricts or prohibits the doing of certain 
acts, and, if those acts are done, it constitutes conduct that violates the 
decree, and, of course, the parties who do them are guilty of violating the 
decree in a civil contempt matter. 

Now, also, of course, there has been considerable testimony here with 
respect to the manner, method in which the defendants do business and 
the admonition given their employees and things of that sort. That I think 
bears upon the question of the penalty to be adjudged rather than as a 
defense for the violation of the decree. The evidence indicates to the Court 
that there was a violation of the decree. It seems that these representatives 
of the plaintiff had no difficulty whatsoever upon a number of occasions 
apparently picked at random when they ordered coca-coLa to be delivered 
with an alcoholic drink ordered at the same time that a substitute or a 
different product not the plaintiff’s was furnished, and the ease and manner 
in which this was done would seem to indicate that that was the routine 
in this particular establishment. 

I also do not quite agree with defendants’ counsel in this: that he tries 
to distinguish between a situation where the coca-coLa is to be used as a 
chaser or as an adjunct to an alcoholic beverage drink and a situation in 
a drugstore where the consumer orders coca-coLa alone. In either instance, 
of course, the violation it seems to me is the same. There may be a difference 
in the volume or a difference in the purpose. But in so far as the violations 
it would be I think exactly the same as if this were a drugstore case and 
the same practice had been followed in connection with the delivery of 
an item or article other than that manufactured by the plaintiff or where 
the customer had asked for Ccoca-coLa. 

So, I have no difficulty whatever in concluding that the defendants 
must be adjudged guilty of contempt for a violation of the order, and 
when it comes to determining what should be done in the way of a fine 
or imposition of a fine I encounter more difficulty. It has been testified 
by the plaintiffs that the expense of this particular prosecution to them 
exclusive of attorneys’ fees is some twenty-seven hundred odd dollars. I 
think the authorities are all in accord that the expense that is incurred 
in enforcing the order is properly considerable in imposing the fine which, 
of course, is for the use and benefit of the plaintiff under the law. However, 
I do agree with defense counsel that probably the plaintiffs have incurred 
or brought about more expense than justified in the circumstances of the 
case and included those items in the $2,700.00. I assume in an abundance 
of caution they brought two witnesses on each of these various series of 









116 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


transactions that were testified to. It is possible that that might be justified 
on the basis that there would be opposition or testimony denying those 
particular transactions. 

But based on not too much experience in cases of this type and con- 
siderable experience under the Fair Trade Practice cases where adjudica- 
tions of contempt were sought I would think that they would have been 
perfectly safe with just bringing three of those witnesses. I think another 
example that I think was not properly includable in this item as expense, 
because he came here and entered his appearance as counsel in the case 
and the testimony he gave, is Mr. Anderson, and I think the testimony he 
gave while a little bit enlightening with the background of the situation 
has no direct bearing as I saw it on the issue. In other words, a similar 
result would have obtained with the three witnesses who testified and 
identified the Exhibits. It might also be mentioned that apportionment 
of the expenses and so forth was on somewhat of an arbitrary basis. So, 
I do not believe that the defendants should be penalized to the full extent 
of the $2,700.00 that the plaintiffs have stated was incurred as an item 
of expense in prosecuting this proceeding. I think it properly takes into 
consideration the plight of the defendants in their condition or their 
economic situation in so far as it appears from the record. 

I gather that they operate a buffet or cafe or place where food is 
sold and beverage is dispensed and where three times a week people are 
permitted to dance. I don’t think it is a large operation, and I don’t 
believe that it could be assumed that the earnings are very large. Secondly, 
it would not seem from the testimony I have heard that the volume of the 
sale of cocA-coLA is too extensive. There is no evidence whatever involved 
here in loss of profits or any particular damage to the reputation of 
COCA-COLA as a beverage or anything of that sort. The only evidence as a 
basis for the adjudication of the fine is the evidence I have mentioned. 

Now, I might in passing say one thing I should have said before: 
As I understand this decree, the defendants are not obligated to sell 
coca-coLa at all. They could avoid any trouble with the decree by simply 
announcing to every customer that they didn’t handle coca-coua and could 
not fill orders for coca-coLa. Counsel for the defendants stressed the effect 
of this was to compel them to sell coca-coLa. The decree has no such effect, 
and it is a problem for the defendants to determine if there is a sufficient 
demand from the consuming public for coca-coLa, why, of course, they 
feel that to keep their patronage they must sell coca-coLa, they must furnish 
COCA-COLA when it is ordered by one of their customers. If they feel there 
is not a demand as counsel suggested for coca-coLa, as I understand the 
decree, repeating, they can simply say to anyone, “We cannot sell coca-coLa 
and cannot furnish coca-coua,” and there would be no argument about it. 

Be that as it may, considering all the circumstances I think in this case 
considering the expenditures of the plaintiffs and considering the economic 
situation of the defendants as the same appears from the evidence that a 
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fine of $500.00 will be ample and sufficient in this case, and it will be 
ordered and adjudged that the defendants be fined in that sum, remedial 
fine of $500.00 for the use and benefit of the plaintiff. I might add, which 
I trust we will never have occasion to carry out, I think probably this is 
a lesson to the defendants in respect to the matter, but, if the case should 
ever come before the Court again and violations were established, of 
course, the Court would feel that a more substantial penalty would of 
necessity be required in those circumstances. That will be the conclusion 
of the Court, and counsel for the plaintiff may prepare the findings of 
fact and conclusions of law in accordance with my decision and submit 
them to counsel for the defendants, and, if they agree as to form, it may 
be transmitted for execution. If there is any argument about that, the 
matter can be settled on notice. 


INTERNATIONAL LATEX CORPORATION v. 
REVLON PRODUCTS CORPORATION 


Sup. Ct., Spec. Term, N. Y. Cty. — December 5, 1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Right to injunctive relief has been extended by courts even where there is no 
competition between parties and no confusion as to source of goods, where there 
is likelihood of injury to business reputation or of dilution of distinctive quality 
of trade name or trademark. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Temporary injunction by user of LIVING in connection with girdles, brassieres 
and LATEX gloves against later user of LIVING LIPSTICK for lipsticks is refused where 
plaintiff did not promptly proceed with action upon learning of defendant’s use, 
but tried for months to obtain voluntary cessation of use; no prejudice to plaintiff 
can result if motion is denied, with choice given it to have an early trial. 


Action by International Latex Corporation v. Revlon Products Cor- 
poration for trademark infringement and unfair competition. Plaintiff 
moves for temporary injunction. Motion denied. 

Kaye, Scholer, Fierman & Hays, of New York, N. Y. for plaintiff. 
Blumberg, Singer & Blumenthal, of New York, N. Y. for defendant. 
Eber, Justice. 

In this action for trademark infringement and unfair competition 
plaintiff moves for a temporary injunction restraining defendant from 
using the word LIVING as a trademark or trade name in simulation of plain- 
tiff’s trademark LIVING on any advertising material, packages, labels, etc., 
and marketing, distributing or selling any products bearing such trade- 
mark. 

Plaintiff has established prior use of that trademark registered in con- 
nection with girdles, brassieres and LATEX gloves manufactured by it. It is 
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undisputed that vast sums were expended in advertising these products 
sold in the millions indicating the use of the word LIvINe in conjunction 
with the principal trademark of plaintiff pLayrex. Plaintiff also states 
that it has for several years conducted at great expense product research 
and market study with regard to the contemplated production of ladies’ 
cosmetics; that it applied in December, 1954, for registration of LivinG 
in the cosmetics class; and that it subsequently prepared advertising ma- 
terial for national promotion of cosmetic creams to be sold under that 
trademark, when it learned in June, 1955, of defendant’s use of LIVING 
LipsTicK for its new line of lipsticks. Defendant, it appears, registered 
the trademark in April, 1955, and subsequently engaged in widespread 
advertising and substantial production of that line of lipsticks. Plaintiff 
claims that it delayed introducing its cosmetic creams because of defend- 
ant’s infringing use of the trademark, while protesting and demanding 
a cessation of such use; and that these motion papers were served when its 
demand was finally rejected. 

Defendant urges that its exhibits show that the word LIVING, a com- 
mon English word, has been similarly used in other industries, and that 
plaintiff itself used it only descriptively despite its registration as a trade- 
mark. Plaintiff admits that the word may be used descriptively by any- 
one in fair, good-faith advertising free of connotation as a trade name or 
trademark, but defendant’s use has clearly been one of trademarking 
rather than merely describing its new line of lipsticks. Neither party has 
used the word alone as a distinctive trademark but in conjunction with 
other names and marks. The question is not free from doubt on this 
presentation. 

The right to injunctive relief, as plaintiff properly points out, has 
been extended by the courts even where there is no competition between 
the parties and no confusion as to the source of the goods. Section 368-¢(3) 
of the General Business Law, which is declaratory of the present trend in 
the law, authorizes such relief where there is “likelihood of injury to busi- 
ness reputation or of dilution of the distinctive quality of trade name or 
trademark.” On these papers there would appear to be no serious danger 
of confusion to the public or injury to plaintiff’s reputation in defendant’s 
advertising and sale of LIVING LIPSTICKS BY REVLON nor is it seriously 
maintained that they are in competition with plaintiff’s present products. 
Arguments addressed to the competitive aspect with relation to plaintiff’s 
proposed cosmetics line should, it seems to me, be reserved for the trial 
court which, on a full view of all pertinent facts, will be in a better posi- 
tion to evaluate the proof. That leaves “dilution of the distinctive 
quality” of the trademark or, as it has been described, “the whittling 
away of its uniqueness,” whenever another, however fine his product and 
substantial his reputation, appropriates the trade mark. 

Injunctive relief is permissible if the case falls within any one of the 
above categories, but a proper showing of need and desirability must still 
be made to invoke it. This is especially true of the drastic remedy of a 
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temporary injunction. Upon such an application it is necessary to balance 
the interests of the parties, to determine whether a plaintiff’s right to and 
need for a preliminary order in advance of the trial outweighs the dam- 
age which this may cause a defendant who may ultimately prevail. 

Balancing the interests here involved, the court finds that plaintiff did 
not promptly proceed with action upon learning in June of LIVING LIP- 
STICK, but tried for months to obtain voluntary cessation of use. A short 
delay now is inconsistent with the position it itself took; certainly no imme- 
diate necessity for haste appears on such a showing. Defendant has spent 
large sums of money and its production, advertising and sale of this prod- 
uct must necessarily be so interwoven that, even assuming some relief were 
to be granted plaintiff, proof directed to the conditions and timing thereof 
would have to be given and considered. On a comprehensive view of all 
the factors defendant is held entitled to a trial where all issues may be 
fully explored. No prejudice to plaintiff can result, it seems to me, if the 
motion is denied, with the choice given it to have an early trial. Defend- 
ant’s financial responsibility for any damage accruing to plaintiff is not 
disputed. 

The motion is accordingly denied with leave to plaintiff to obtain an 

early trial by providing for same in the order to be settled hereon. Settle 
order. 





S. PFEIFFER MANUFACTURING COMPANY v. BRIERLEY 
No. 32447 — Commissioner of Patents — November 10, 1955 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Differences between inhalers and vitamin tablets and fact that these goods are 
; sold in same type of outlets to same class of purchasers are common knowledge. 


TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
VAYLO for vitamin tablets is not likely to cause confusion with va-Lo for inhalers. 


REGISTRATION PROCEDURE—APPLICATION 
Where applicant’s record in case creates presumption that its alleged date of 
first use is incorrect, registration will be withheld until date is substantiated or 
application is amended to recite correct date. 

Opposition proceeding by S. Pfeiffer Manufacturing Company v. 
Ralph E. Brierley, application Serial No. 615,875 filed June 29, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

Kingsland, Rogers & Ezell, of St. Louis, Missouri, for applicant-appellant. 
Van Deventer & Shively, of New York, N. Y., for opposer-appellee. 
LeeEpDs, Assistant Commissioner. 


An application has been filed to register vayLo for vitamin and mineral 
preparations constituting a dietary supplement, use since July 16, 1936 
having been asserted. Registration has been opposed by the owner-registrant 
of vayLo for an inhalant for treating nasal discomforts of head colds.? 





1. Reg. No. 426,968, issued Jan. 21, 1947; published in accordance with Sec. 12(c) 
on May 25, 1948. 
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The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer is a manufacturer and distributor of a line of pharmaceuticals 
which it markets under the house mark GOLD MEDAL. Its price lists which are 
in evidence indicate that it offers for sale some products under specific 
marks in addition to its house mark, but the great bulk of the items are 
listed by their common, usual or ordinary commercial names. Among 
other things, it makes and sells an inhaler on which the va-Lo mark has been 
used. 

In 1932 opposer ordered twelve thousand FRONT VALO LABELS and an 
equal number of BACK VALO LABELS, and a witness testified that his company 
had made, in succeeding years, shipments of va-Lo labels to opposer. (The 
intended use of the front and back labels is not explained; but the inhaler 
which is in evidence has a single label thereon.) There is no documentary 
evidence to support this inconclusive statement. 

Another witness testified that he had been employed by opposer since 
1937 ; opposer had old price lists which include va-Lo inhalants and such 
price lists have been distributed to customers all over the United States; 
the products in the price lists are sold by druggists throughout the United 
States; sometimes va-Lo is spelled with a hyphen and sometimes without; 
and vA-LO (vALO) has been used only on the inhaler and no other item or 
product. There is neither testimony nor documentary evidence which 
shows any sales of the inhaler under the mark, but there are price lists 
dated in 1934, 1935, 1936, 1941, 1948 and 1953 which include va-Lo 
(VAPORIZING INHALANT) Or VALO (VAPOR INHALANT) Or VALO INHALOR. The 
package and the inhaler which are in evidence show VALO INHALER. So far 
as the record shows, the inhaler has never been advertised under the 
mark va-Lo, and the mark apparently is not listed in either The Blue 
Book published by American Druggist or in Phe Red Book published by 
Drug Topics. 

Opposer’s only other witness was a St. Louis druggist who testified 
that he had been doing business with opposer since 1934 or 1935—“Some- 
where along there” ; that he had heard of the name va-Lo used on inhalants; 
that he had sold “such products” made by opposer (presumably “such 
products” referred to the inhalers) for the past twenty years (he had been 
in the drug business for less than twenty years), and still sells them; and 
that some pharmaceutical houses manufacture both inhalers and dietary 
supplements. 

It is clear from opposer’s record that it has offered va-Lo inhalers for 
sale since at least 1934, but with regard to any evidence of sales promotion 
or volume of sales, or convincing evidence of any actual sales under the 
mark, the record is far from satisfactory. 

Applicant’s record indicates that he made an intrastate sale of VAYLo 
vitamin tablets in July of 1936. His counsel asked him if he had been selling 
the vayLo tablets continuously since that time, and he replied that he had 





Vol. 46 T. M. R. S. PFEIFFER MFG. CO v. BRIERLEY 121 


“except for a short period of time when on account of war conditions I was 
unable to carry on to any great extent.” There is no documentary or other 
satisfactory evidence of any sales between the single 1936 sale and 1951. 
Applicant sells his product to retail drug stores, directly to the public by 
mail order, and through “specialty salesmen” who sell directly to the con- 
sumer. According to the testimony, approximately fifty percent of his 
sales are made through retail drug outlets, thirty percent are made by 
direct mail, and twenty percent are made through specialty salesmen, but 
the volume of sales does not appear. Applicant has done some consumer 
advertising in two metropolitan New York newspapers since 1951, but 
there are only two clippings of such advertising in the record, and the 
extent of such advertising does not appear. There are samples of direct 
mail circulars to druggists and consumers in the record, but they are 
unidentified as to date and there is not even an estimate of the total 
number of such circulars distributed nor of their cost. Applicant did state, 
however, that “the greater quantity of them was sent out within the last 
three years.” 

Applicant presented the testimony of two retail druggists, each of 
whom testified that he had known of and had been selling applicant’s 
VAYLO vitamin tablets for two or three years and that he was not familiar 
with opposer’s vA-Lo inhaler. 

There is much testimony in the record concerning the differences be- 
tween inhalers and vitamin tablets; but these differences are common knowl- 
edge. There is also a considerable amount of testimony about inhalers 
and vitamin tablets being sold in the same types of outlets to the same class 
of purchasers. This, too, is common knowledge. 

There is, as stated above, testimony on behalf of opposer to the effect 
that some pharmaceutical houses manufacture both inhalers and vitamin 
tablets, but there is nothing which suggests that such manufacturers use 
the same or similar marks on such products, or which could lead to a 
conclusion that the public would associate them with a common origin. 
Opposer manufactures and sells products which might be generally regarded 
as “dietary supplements,” but its price lists do not include in connection 
with such products any mark which remotely resembles vA-Lo. 

Giving due consideration to the differences in the marks when applied 
to the different goods of the parties, and on the inconclusive fact showing 
of opposer, it must be concluded that confusion, mistake or deception of 
purchasers is not likely to result between vA-Lo (VALO) inhalers and vayLo 
vitamin tablets. 

The decision of the Examiner of Interferences is reversed. 


The applicant’s record in this case creates a presumption that his 
alleged date of first use in commerce is incorrect; and registration will be 
withheld until the alleged date is substantiated or the application is amended 
to recite the correct date. 
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HART SCHAFFNER & MARX v. BELK’S BUYING SERVICE, INC. 
No. 31703 — Commissioner of Patents — November 23, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
TRADEMARKS Act OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 

Public analyzes trademarks as they appear on goods, and do not separate the 
parts, examine them in detail, decide what each part means, and then conclude that 
they are not confused; they see entire marks on the goods or associated with the 
goods in advertising, and if they think about them at all, they probably have some 
conscious or sub-conscious mental association stimulated by nature of mark itself, 
or as a result of psychological current engendered by various advertising devices, 
or both. 

Likelihood of confusion cannot be determined in the abstract and as matter of 
law, nor is there any mathematical formula by which it can be measured; it con- 
stitutes one of the more ineffectual signs of our jurisprudence and a determination 
can be made only by evaluating marks themselves and their probable psychological 
impact upon average purchasers as he buys goods under ordinary circumstances; 
before determination can be made, it is important to know what commercial mag- 
netism has been created by given mark as a result of advertising and distribution, 
general content and nature of advertising for purposes of measuring psychological 
current engendered, circumstances and conditions of purchase and goods identified 
by mark, who ordinary and average purchasers are, and how mark looks on product 
in the market; hearing officer, apprising these factors, must disassociate himself 
from his specialized legal knowledge and assume traits of average purchaser, and 
then try to determine what the psychological reactions and natural associations of 
such a purchaser are likely to be as a result of what trademark owner has done. 

TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION. 

DIXIE LAD for polo shirts, trousers, sweaters and boy’s suits is not confusingly 

similar to DIXIE WEAVE for suits for men and young men. 


Opposition proceeding by Hart Schaffner & Marx v. Belk’s Buying 
Service, Inc., application Serial No. 615,150 filed June 14, 1951. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Woodson, Pattishall & Garner, of Chicago, Illinois, and Mead, Browne, 

Schuyler & Beveridge, of Washington, D. C., for opposer-appellant. 
Charles O. Pratt, of Washington, D. C., for applicant-appellee. 

LEeEps, Assistant Commissioner. 

An application has been filed to register prx1e LAD for polo shirts, 
trousers, sweaters and suits for boys. Use is asserted since October 21, 1949. 
Registration has been opposed by the owner-registrant of DIXIE WEAVE for 
coats, vests and trousers for men.’ The Examiner of Interferences dis- 
missed the opposition and opposer has appealed. 

Opposer’s record shows that it has used DIXIE WEAVE as a trademark for 
suits which it has manufactured since 1915; total sales under the mark have: 
exceeded $91,000,000, wholesale value; sales are made through 1160 re- 


1. Reg. No. 112,369, issued on Sept. 5, 1916, renewed; and Reg. No. 565,833, is- 
sued on Oct. 28, 1952. 
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tailers located in all sections of the United States; opposer has spent 
approximately $3,250,000 in advertising its DIXIE WEAVE suits in magazines 
having national circulation; and it appears that retailers have spent about 
the same amount in advertising the DIXIE WEAVE suits in their local news- 
papers. HART SCHAFFNER & MARX is its house mark or primary mark, and 
it is closely associated with prxrmE WEAVE both in use and in advertising. 


Applicant operates a buying service for 320 of its associated stores 
which are located generally in the rural areas of fourteen Southern States. 
It adopted the mark DIXIE Lap and commenced using it in the fall of 1949 
on trousers manufactured for it by a New York manufacturer. Since that 
time it has shipped to its associated stores trousers, suits, polo shirts and 
sweaters having a cost value of $1,083,420—retail value $1,469,706— all 
of which were marked with the Dixie Lap mark. In 1952, after the applica- 
tion had been filed, it extended use of the mark to belts and bow ties for 
boys, and sales of these items under the mark have exceeded $39,946 cost 
value—$60,474 retail value. DIxIE LAD is applicant’s only trademark for 
boys’ wear. Applicant does not advertise its goods under the mark—prob- 
ably because of the nature of its business—but it aids in the preparation 
of mats for use in local newspapers by the associated stores, and it procures 
advertising folders for sale to and distribution by its associated stores. 

It is apparent that both parties have a substantial business goodwill 
symbolized by their respective marks. 


The Examiner of Interferences, relying upon Hart Schaffner & Marz 
v. Empire Manufacturing Co., 94 USPQ 171 (42 TMR 755) (C.C.P.A., 
1952), held that “the word prxIE, which constitutes the sole feature of 
similarity between the marks DIXIE LAD and DIXIE WEAVE of the present 
ease, is not susceptible of exclusive appropriation and belongs in the public 
domain. And the remaining words LAD and WEAVE contained in these 
marks neither look alike nor do they sound alike nor do they have the 
remotest similarity in meaning.” 


When we consider the way purchasers buy the goods involved here, 
and the function of the marks in such purchases, it seems not only unneces- 
sary but undesirable to break the marks into their component parts—hold 
the part common to both marks “in the public domain”’—compare the 
remaining portions—decide that they differ in sound, appearance and 
meaning—and then put the marks back together again and decide that 
the differences in the entire marks predominate over the similarities so that 
there is no likelihood of confusion. The public does not analyze trademarks 
in any such fashion. They see the marks as they appear on the goods—they 
do not separate the parts, examine them in detail, decide what each part 
means and then conclude that they they are not confused. They see the 
entire marks on the goods, or associated with the goods in advertising, and 
if they think about them at all, they probably have some conscious or sub- 
conscious mental association stimulated by the nature of the mark itself, 
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or as a result of a “psychological current engendered by the various adver- 
tising devices,”* or both. 

Likelihood of confusion in these cases cannot be determined in the 
abstract and as a matter of law; nor is there any mathematical formula by 
which it can be measured. It constitutes one of the more “inexact sciences” 
of our jurisprudence; and a determination can be made only by evaluating 
the marks themselves and their probable psychological impact upon the 
average purchaser as he buys the goods under ordinary circumstances and 
conditions of trade. The determination requires a kind of “dual per- 
sonality” of the person making it. Before it can be made, it is important 
to know what “commercial magnetism”*® has been created by a given mark 
as a result of advertising and distribution; the general content and the 
general nature of the advertising for purposes of measuring the “psycho- 
logical current engendered” ; the circumstances and conditions of purchase 
and sale of the goods identified by the mark; who the “ordinary” or “aver- 
age” purchasers are; and how the mark looks on the product in the market. 

With this picture of existing market conditions, the circumstances 
surrounding the purchase of the involved products, and a characterization 
of the average purchaser before him, the hearing officer must dissociate 
himself from his specialized legal knowledge and assume the traits of the 
average purchaser—and then try to determine what the psychological 
reactions and mental associations of such a purchaser are likely to be as a 
result of what the trademark owner has done. 


Opposer’s record shows that its suits for men are, and have been for 
many years, sold in retail outlets to people in all walks of life; potential 
purchasers probably know that prxre WEAVE identifies opposer’s line of 
tropical worsted suits; and potential purchasers are doubtless aware that 
opposer advertised and offered these suits for sale as: “cool,” “the suit 
with the air-conditioned weave,” “DIxIzE WEAVE is the fine worsted summer 
suit,” “takes the simmer out of summer,” “lightweight, porous,” “porous 
and cool,” and like phrases. It cannot be doubted that opposer has created 
in the public mind the impression which it sought to create, namely, that 
these are suits made of a fabric of a special kind of weave. The mark itself 
when seen on the suits creates the same impression. This does not suggest 
that opposer does not have a good and valid mark, but the question of 
likelihood of confusion must be resolved in the light of this impression. 


Applicant’s mark prxtm LAD when seen by purchasers on the goods, is 
likely to suggest, either consciously or subconsciously, a Southern boy. 


Considering these mental reactions or associations which are likely 
to be stimulated in the minds of purchasers, it is not believed that there 
is any likelihood of confusion, mistake or deception of purchasers between 


2. See: Mishawaka Rubber Co. v. 8S. 8S. Kresge Co., 53 USPQ 323 (32 TMR 254) 
(S. Ct., 1942). For comment on “consumer psychology,” see Callmann, “Unfair Com- 
petition and Trademarks,” Vol. 3, Sec. 81.1, page 1375, and articles cited in footnote 
71, page 1376. 

3. See: Mishawaka Rubber Co. v. 8. 8S. Kresge Co., cited above. 
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DIXIE WEAVE suits for men and young men and DIXIE LaD polo shirts, trousers, 
sweaters and suits for boys. In other words, there is nothing which sug- 
gests that DIXIE LAD boys’ apparel and DIXIH WEAVE suits come from a single 
producer—and there is nothing about the mark DIXIE LAD on boys’ apparel 
which suggest any relationship with DIXIE WEAVE suits or their producer. 

The decision of the Examiner of Interferences is affirmed, but for the 
foregoing reasons. 


FINE FOODS, INC. v. CONSOLIDATED PAPER BAG COMPANY 
No. 31532 — Commissioner of Patents — December 6, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
SNO*MAN with picture of snow man for foil insulated bags is not likely to 
cause confusion with SNOBOY with picture of snow man for fruits and vegetables. 
Opposition proceeding by Fine Foods, Inc. v. Consolidated Paper 
Bag Company, application Serial No. 602,801 filed August 26, 1950. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition. Reversed. 
William G. MacKay, of San Francisco, California for opposer-appellee. 
Ezekiel Wolf, of Boston, Massachusetts for applicant-appellant. 
LEEps, Assistant Commissioner. 


An application has been filed to register as a trademark for insulated 
paper bags a picture of a snow man, beneath which appears SNO-MAN. Use 
since May 1, 1950, is alleged. 

Registration has been opposed by the registrant of snopoy for fresh, 
eanned, frozen, dried, and dry food products;’ sNoBoy and a drawing of 
a snow man for fresh fruits, berries and vegetables ;? sNoBoy and a picture 
of a snow man for fresh fruits and vegetables;* and a picture of a snow 
man for fresh apples.‘ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that the sNoBpoy mark was first used in 1927 
or 1928; and the word sNosBoy and the picture of a snow man are presently 
used by opposer’s related companies on fresh fruits, fresh vegetables, 
dried and fresh yams, potatoes, avocados, cranberries, cantaloupes, melons 
and onions. At one time the marks were used also on beans, peas, straw- 
berries, canned coffee, crackers, canned meat and fish, tea and canned 
vegetables, but apparently such use has been discontinued. Recently, use 

1. Reg. No. 390,558 issued on September 30, 1941, for fresh deciduous fruits and 
vegetables; canned fruit, vegetables, fruit and vegetable juices; frozen fresh vegetables 
and berries; dried vegetables; rice, coffee, tea, crackers, salt, and breakfast cereal foods. 


Published in accordance with Sec. 12(¢) on September 21, 1948. 

2. Reg. No. 399,854, issued February 2, 1943; published in accordance with Sec. 
12(¢e) on September 21, 1948. 

3. Reg. No. 546,047, issued July 31, 1951. 

4. Reg. No. 553,347, issued January 15, 1952. Opposer also owned expired Reg. 
No. 204,652, snosoy for fresh fruit and vegetables, issued to a predecessor on October 


20, 1925. 


EF 
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of the marks on frozen orange juice commenced, and the witnesses testified 
that the sale of additional frozen foods is contemplated in the future. 
The best estimate of one of opposer’s witnesses as to volume of sales under 
the sNopoy marks in 1952 was $25,000,000, and distribution was in eighteen 
States of the United States and in three provinces of Canada. The prod- 
ucts are sold under the marks to ultimate consumers through retail food 
stores. Opposer budgets from one hundred fifty to one hundred seventy- 
five thousand dollars annually for advertising its sNoBoy products; and 
the advertising media used are some national magazines, some television 
and radio, point of sale posters and delivery truck posters. It is clearly 
apparent from the record that opposer’s sNoBoy marks symbolize a valu- 
able business good will in the fresh food field. 

Applicant is a manufacturer of paper bags for all purposes, inelud- 
ing grocery bags, cash and carry bags, special industrial bags and foil 
insulated ice cream bags. The foil insulated bags—some of which have 
foil on the outside and others on the inside—are designed to preserve ice 
cream in a frozen condition between the place of purchase and the home. 
The bags are sold to chain stores, ice cream companies and some distribu- 
tors of paper products. In chain stores (super markets) the bags are avail- 
able to customers of ice cream at the check-out counter or at the point of 
purchase of the ice cream. 

Some of applicant’s foil insulated bags show only the sNo-MAN mark, 
whereas 85% to 90% of them feature the name of the outlet, and the 
SNO-MAN mark appears as a small mark on the back of the bag. They are 
not sold for use as original packages, but only as carry-home or take-out 
bags for products—usually ice ecream—which are already packaged. Ordi- 
narily the foil insulated bags are furnished without charge to customers 
of ice-cream, but some outlets make a small one- or two-cent charge for 
them. Use of the SNO-MAN mark commenced in 1950; in 1951 and 1952 
sales under the mark amounted to about one and one-quarter million dol- 
lars; and distribution was in most parts of the United States. The sNo-MAN 
bags are advertised in trade periodicals, such as the Ice Cream Journal and 
Super Market Merchandising. An advertisement which is in evidence is 
directed to the grocers, and it sets forth reasons why they will sell more 
ice cream if they use SNO-MAN foil bags. The bags themselves feature such 
phrases as “Keeps ice cream flavor fresh and pure—cold and firm for 
one hour or more”. 

Considering the methods of distribution of the products of the parties 
to the “average” purchasers, the nature of the marks when applied to the 
respective products, and the wide differences in the goods themselves, it is 
concluded that purchasers in retail groceries and retail ice cream stores are 
not likely to associate SNO-MAN foil insulated bags with sNoBoy fruits and 
vegetables or other food products put out by opposer—nor are they likely 
to assume that the products have a common origin. No likelihood of con- 
fusion, mistake or deception can be found under the circumstances of this 
case. 

The decision of the Examiner of Interferences is reversed. 
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THE ALLIGATOR COMPANY v. COLONIAL TOGS 
No. 30632 — Commissioner of Patents — December 9, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Use of GALE as part of words GALECLOTH and NYLOGALE is not trademark use 
of GALE. 
TRADEMARK ACT oF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
GALE-BUSTER and design for infants’ and children’s clothing is not likely to be 
confused with GALECLOTH for men’s coats; later mark suggests fabric of which coat 
is made rather than coat or model or maker of coat. 
TRADEMARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
GALECLOTH is valid mark for fabric in connection with which it is used. 
TRADEMARK ACT OF 1946—REGISTRABILITY—GENERIC TERMS 
Analysis of term “generically descriptive” shows that it is meaningless even 
when used in legal parlance; if it is used to mean that given word identifies and is 
commonly used and recognized as describing a class, such word might be termed 
“generic,” but it seems preferable to say that word is commonly used and recognized 
as identifying or describing a class of goods in which product falls. 
TRADEMARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
TRADEMARK AcT OF 1946—REGISTRABILITY—GENERIC TERMS 
GALE as used in GALECLOTH is a arbitrary use of an ordinary word, and while 
it may stimulate mental association with coats for winter weather, it is neither 
descriptive, generically descriptive, nor generic. 
TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
In testing mark for descriptiveness, Patent Office is not so much concerned with 
what has been done as it is with effect of what has been done. 
TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Considering circumstances and conditions surrounding purchase of infants’ and 
children’s and men’s wear, GALE-BUSTER for infants’ and children’s clothing is not 
likely to be confused with ALLIGATOR GALECOATS and GALE COATS BY ALLIGATOR for 
men’s coats. 
Considering circumstances and conditions surrounding purchase of infants’ and 
children’s and men’s wear, GALE-BUSTER for infants’ and children’s clothing is not 
likely to be confused with GALETONE and NYLOGALE for men’s wear. 


Opposition proceeding by The Alligator Company v. Colonial Togs, 
application Serial No. 576,745 filed April 7, 1949. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 
Zabel, Baker, York, Jones & Dithmar, of Chicago, Illinois, for opposer- 

appellant. 

Louis Barnett, of New York, N. Y., for applicant-appellee. 
LEEDs, Assistant Commissioner. 

An application has been filed to register GALE-BUSTER, with an illustra- 
tion of a child shoveling snow, for snow suits, jackets, pants and leggings 
for infants and children, use since November 15, 1948, having been asserted. 
Registration has been opposed by the registrant of GALE, with a caricature 
of a walking man, for raincoats and topcoats for men, women, boys and 


girls ;| GALECOAT for raincoats and topcoats for men, women, boys and girls ;? 


1. Reg. No. 381,594, issued October 1, 1940, Act of 1905. 
2. Reg. No. 325,575, issued June 25, 1935, Act of 1920. 
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GALETONE for jackets, raineoats and topcoats for men;* and GALECLOTH 
COACHER BY ALLIGATOR with an illustration of a stagecoach, for gabardine 
topcoats for men, women, boys and girls.* 

The Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

Opposer’s record shows that it manufactures and sells men’s coats— 
especially rainwear—yjackets, ski caps, hats, sport shirts, parkas, and pants 
—all of which are made of waterproof or water repellent fabrics. An 
exhibit indicates that in 1940 and 1941 opposer offered for sale coats, 
jackets, parkas and ski pants for women and misses, but it appears that 
since 1940 only menswear has been made, advertised and sold. Opposer 
sells its merchandise under the well-known mark ALLIGATOR. 

A style catalog in evidence indicates that in 1941 opposer was using the 
terms GALECLOTH, GALECOAT, GALECLOTH COACHER, SAMTHUR, STORMWIND and 
WEATHERSTYLE in connection with some of its styles or the fabrics from 
which they were made. A 1948 price list indicates use at that time of GoLp 
LABEL, GALECLOTH, GALETONE, STORMWIND, WOOL WARMER, and FEATHER- 
WEIGHT in connection with some of its styles or the fabries from which 
they were made. A 1949 price list indicates use at that time of PLATINUM 
LABEL, GOLD LABEL, SURAIN, WOOL WARMER, GALETONE, GALECLOTH, SAMTHUR, 
STORMWIND, LIGHTWEIGHT, and FEATHERWEIGHT in connection with some of 
its models or styles or the fabrics from which they were made. 

Consumer advertisements from 1939 feature the following: GALECLOTH 
COACHER BY ALLIGATOR; ALLIGATOR GALECOATS; “GALECLOTH has that very 
elegant feel and appearance of featherweight worsted—so firmly woven 
wind and dust cannot penetrate it”; ‘“Alligator’s firmly woven GALECLOTH ; 
“The COACHER by Alligator—In water repellent GALECLOTH” ; GALECOAT, by 
Alligator—In water repellent GALEcLoTH; “Alligator GALECLOTH Coats—If 
the wind blows a cold gale, the tightly woven GALECLOTH resists it”; GALE- 
COATS BY ALLIGATOR; ALLIGATOR UNIVERSITY COACHER, ALLIGATOR RAINCOATS, 
GALECOATS BY ALLIGATOR, ALLIGATOR STORMWIND, ALLIGATOR GALECOAT ; ALLI- 
GATOR WEATHER-STYLE; ALLIGATOR STORMWIND, ALLIGATOR GALECOAT, ALLIGA- 
TOR GALETONE; “Alligator’s exclusive water repellent finish and tightly woven 
GALECLOTH ; and other similar phrases. In all advertisements the trademark 
ALLIGATOR predominates. Opposer’s advertising has been extensive and 
nationwide for more than fifteen years—and its retail outlets have long 
advertised opposer’s ALLIGATOR coats in their local newspapers. 

Labels presently in use by opposer include ALLIGATOR GALECLOTH, GALE- 
COAT BY ALLIGATOR, GALECLOTH COACHER by ALLIGATOR, ALLIGATOR GALETONE, 
and ALLIGATOR NYLOGALE.° 

Opposer’s president testified that his company first started using the 
trademark GALE about 1932, and that it has been used in various forms 


3. Reg. No. 439,792, issued July 20, 1948, Act of 1905. 

4. Reg. No. 346,414, issued May 25, 1937, Act of 1905. 

5. NYLOGALE was registered by opposer on September 23, 1952, for men’s raincoats 
and topeoats—Reg. No. 564,342. 
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such as GALECLOTH and NYLOGALE. Use of GALE as a part of the words 
GALECLOTH and NYLOGALE obviously is not trademark use of GALE. Except 
for one appearance of GALE in connection with ski caps in a 1940 catalog, 
it does not appear anywhere, either in style catalogs, price lists or adver- 
tising. The record creates a presumption that whatever rights opposer may 
once have had in GALE as a trademark for its merchandise have long since 
been abandoned. Under these circumstances, it is not necessary to consider 
the question of likelihood of confusion, mistake or deception as between 
GALE raincoats and topcoats for men, women, boys and girls, and GALE- 
BUSTER outerwear for infants and children. 

Assuming, as we must, that opposer’s advertising has brought about 
the intended results in the public mind, GALECLOTH undoubtedly means to 
potential purchasers a firmly woven, water repellent fabric. The mark 
itself, when seen on the coats, suggests the fabric of which it is made 
rather than the coat—or a model—or the maker. Under these circum- 
stances, there is no likelihood of confusion, or mistake, or deception of 
purchasers as between GALECLOTH as used by opposer on its merchandise 
and GALE-BUSTER outerwear for infants and children. The Examiner of 
Interferences was in error in holding that it was doubtful that GALECLoTH 
may properly be regarded as a trademark because it has been used to 
designate the textile material used in making the rainwear rather than to 
indicate origin of the rainwear. It unquestionably is a valid mark for the 
fabric in connection with which it is used. 

The Examiner of Interferences, with reference to the registered mark 
GALECOAT found: 

“* * * it seems at least doubtful that * * * GaLecoaT of the 
opposer’s registration under the Act of 1920 * * * may properly be 
regarded as a trademark. * * * GaALEcoAT having been registered under 
the Act of 1920 admittedly is descriptive of the goods with which used, 
and since a registration under that Act does not constitute evidence 
of ownership, the opposer has been under the burden of establishing 
that through the use thereof the term has acquired a secondary mean- 
ing as a designation of origin. (Citing cases.) The record is deemed 
to contain no such evidence. To the contrary, GALECOAT has been 
persistently used in advertising material of the opposer as a part of 
expressions such aS RAINCOATS-GALECOATS-SPORTSWEAR; and it may be 
supposed in view thereof that to the trade it has become a generically 
descriptive expression, if it has not been such from the outset. * * * 
Accordingly, it is the opinion of the examiner that the opposer’s 
evidence fails to substantiate its claim of proprietary rights in the 
term[s] GALEcoaT * * * for the articles of wearing apparel pleaded 
in the notice of opposition; * * * (Emphasis added.) 

Applicant argues that “the word ‘Gale’ is generically descriptive when 
applied to outer wearing apparel, it being in common usage designating a 
brisk wind and is constantly used by the Weather Bureau in its reports 
to designate winds of certain velocity. As a generically descriptive word 
‘Gale’ by itself is not capable of trademark significance even when used 
in the compound words GALECOAT and GALECLOTH.” (Emphasis added. ) 
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What does the term “generically descriptive’ mean? “Generic” is a 
word meaning pertaining to, or having the rank of, a genus. A “genus” 
is a class; order; kind; sort. “-ally” is an adverbial suffix used with 
adjectives ending in “ic.” “Descriptive” means expressive of the quality, 
kind or condition of that named by the term to which it attaches as adjunct, 
without particularization. So far as has been found, the term is reserved 
for use in trademark legal parlance; but analysis of the term, even there, 
shows that it is meaningless. If it is used to mean that a given word 
identifies and is commonly used and recognized as describing a class, or 
order, or kind, such word might be termed “generic,” but it seems prefer- 
able to say, in such a case, that the word is commonly used and commonly 
recognized as identifying or describing a class of goods in which the 
applicant’s product falls. 

Applying the foregoing meaning to the present case, “gale” is a kind 
or class of wind, the velocity of which, according to Webster’s New Inter- 
national Dictionary is between 25 and 75 miles per hour—and the velocity 
of which the Weather Bureau fixes at 39 to 54 miles per hour. “Gale” is 
commonly used and commonly recognized as identifying a class of winds 
when used in the phrase “gale force winds.” It describes a class or kind, 
i. e., a wind of certain velocity. 

But here we are dealing with coats—not with winds. GALE as used 
in GALECOAT is an arbitrary use of an ordinary word—and while GALECOAT, 


as it appears on labels and in the advertising of opposer, may stimulate 
a mental association with coats for windy weather, it is neither descriptive 


’ 


“generically descriptive” nor “generic.” 

It is true that opposer has used in some of its advertising a display 
of RAINCOATS-GALECOATS-SPORTSWEAR. Such use, over a long period of time, 
might tend to make GALECoAT the commonly recognized name of the par- 
ticular item; but we are not so much concerned with what opposer has 
done as we are with the effect of what it has done. This is to say that we are 
concerned in these cases with the effect of opposer’s acts on the minds of 
the trade and the purchasing public. There is no evidence which remotely 
suggests that either the trade or the public recognizes GALECOAT as the 
name of a type or style of coat; and in the absence of evidence on this 
point, we may not engage in supposition or speculation. Opposer’s exten- 
sive and wide use and advertising of the word in association with its 
ALLIGATOR mark, and the absence of evidence tending to show any use of 
the word by anybody else, leads to a conclusion that GALECOAT means one 
or more models or types of coats made -by opposer. 

This leaves the question of whether purchasers of snow suits, leggings, 
jackets and pants for infants and children are likely, upon seeing the 
label showing GALE-BUSTER on them, to associate them with opposer or with 
its men’s all-weather coats sold as ALLIGATOR GALECOATS Or GALECOATS BY 
ALLIGATOR. Considering the circumstances and conditions surrounding the 
purchase of infants’ and children’s wear and of men’s wear, the fact that 
they are ordinarily sold in different departments to different “average” 
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purchasers, and considering the way the marks appear on the goods of 
the parties, it is concluded that they do not look alike—they do not 
sound alike—and they do not create the same or similar mental associa- 
tions or impressions. Under these circumstances, there is no likelihood of 
confusion, mistake or deception of purchasers. 

There remains for consideration only the question of likelihood of 
confusion, mistake or deception of purchasers as between GALETONE and 
NYLOGALE, as they are used by opposer on its men’s coats, and GALE-BUSTER, 
as it is used by applicant on its infants’ and children’s wear. The rationale 
set forth in the preceding paragraph is equally applicable to this question. 

The decision of the Examiner of Interferences is affirmed, but for the 
foregoing reasons. 








COMMITTEES of tHE UNITED STATES TRADEMARK ASSOCIATION 
a rmeaeaaaaeaaaaaaaaaaaaaaeaaaaaaacaaacaaaacaaaaaaaaacaaaamaccammmmamaaaaal 


Edgar S. Bayol, Chairman 
The Coca- ola Company 


Freeman Crampton 


J. J. DeMario 
Raybestos-Manhattan, Inc. 


Tom Mahoney 
Young & Rubicam, Inc. 


Louis L. Pettit, Chairman 

The Singer Manufacturing Company 
James E. Archer 

American Cyanamid Company 


Peter Behrendt 
General Electric Company 


F. J. Bouda 
Scott Paper Company 


Dudley Browne 
American Home Products Corp. 


Rudolf Callmann 

Greene, Pineles, Callmann & Durr 
Charles E. Carney 

The Glidden Co. 
F. X. Clair 

Esso Standard Oil Company 


Marcel Deschamps 
Langner, Parry, Card & Langner 


Information Committee 
Henry Wm. Marks 


Printers’ Ink 


Lawrence W. Merahn 
New York World-Telegram & Sun 


Stewart W. Richards 
Beer, Richards, Haller, Lane 
& Buttenwieser 


international Committee 


L. L. Gleason 

Marks & Clerk 
Harry Goldsmith 

Ciba States Limited 
H. er. Greiveldinger 

C. Johnson & Son, Inc. 

Gilbert F. Hauke 

Hauke & Hardesty 
Walter E. Ho per, Jr. 

California Texas Oil Co., Ltd. 
Stephen P. Ladas 

angner, Parry, Card & Langner 

Frederick Moeller 

Lehn & Fink Products Corp. 
George E. Mosher, Jr. 

General Motors Corp. 
Arthur Nathanson 

Munn, Liddy, N athanson & March 
Edmund Dill Scotti 

Wm. Wallace White & Scotti 


Lawyers Advisory Committee 


* John B. Cuningham, C heirmen 
Davis, Hoxie & Faithfull 
John Rex Allen 
Schroeder, Hofgren, Brady 
eguer 
Francis C. Browne 
Meee hasten «any Schuyler 


John iL Cassidy 


George M. Chapman 

Rogers, Hoge & Hills 
Orme E. Cheatham 

ears he & Cheatham 
F. X. Clai 

EssoS Seidel Oil Company 
John H. Cleary, Jr 

Davis, Polk, Wardwell, 

Sunderland & Kiendt 

Philip T. Dalsimer 

Kane, Dalsimer & Kane 
F. M. DeRosa 

Watson, Cole, Grindle & Watson 


H. R. Mayers, Chairman 


General Electric Company 


Robert t Ball 
pA ser Thompeon Co. 


F. J. Bouds 
Scott Paper Company 
Leland L. Chapman 
The Standard Oil Company (Ohio) 
Max D. Farmer 
Cluett, Peabody & Co., Inc. 
F. H. Heck 
General Foods Corporation 


Alex Friedman 
Mock & Blum 
J oseph Gravely 
ravely, Lieder, Woodruff & Wills 
John Horan 
Merck & Company 
Andrew Klein 
Synnestvedt & Lechner 
Norman St. Landau 
Johnson & Johnson 
Sylvester J. Lidd 
Munn, iddy, 
arch 
Julius R. Lunsford, Jr. 
The Coca-Cola Company 
A. C. MacMahon 
The Borden Company 
M. P. McDermitt 
United States Steel Company 
John C. Osborne 
Gowling, MacTavish, Osborne 
& Henderson 


Membership Committee 


F. H. Knight 
Corning Glass Works 
George S. McMillan, 
Bristol-Myers Company 
Volney F. Morin 
Technicolor Motion Picture Corp. 
Patrick H. Murph 
General Motors 
A. R. Noll 
International Business 
Machines Corporation 
Wm. n, Glasgo Ww Reynolds 
I. du Pont de Nemours & Co. 


athanson 


orporation 


State Trademark Committee 


Arthur A. March, Chairman 

Munn, Liddy, Nathanson 

& March 

Charles P. Bauer 

Union Bag & Paper Corporation 
Donald Brooks 

The Texas Development Company 
Orme E. Cheatham 

Buckhorn & Cheatham 
James E. Curtiss 

National Biscuit Company 
Franklin M. Depew 

Standard Brands Incorporated 
James C. Dunne 

Sterling Drug, Ine. 


William G. Hanfield 
Philco Corporation 
Bruce Homer 
Sherwin-Williams Company 
George Hopper 
The Procter & Gamble Company 
Sylvester J.T Lid 
Munn, Liddy, Nathanson & March 
George S. McMillan 
Bristol-Myers Company 
Alfred W. Petchaft 


W. L. Scherer 
Automobile Manufacturers Assn. 


h Sh 
Js ple, Corlett & Canfeld 


J. S. Rhoades 
Kaiser Aluminum & Chemical Co. 
C. G. Stallings 
Borg-Warner Corporation 
J. H. Sutherland 
Bruninga & Sutherland 
E. Huber Ulrich 
Curtis Publishing Company 


W. D. Seidler 

Coats & Clark, Inc. 
Lawrence Sherwood 

Vick Chemical Company 
Francis Sullivan 

Alexander, Maltitz, Derenberg 

& Daniels 

Bernard J. Thole 

Socony Mobil Oil Company, Inc. 
H. Gregory Thomas 

Chanel, Inc. 


Horst von Maltitz 

Alexander, Maititz, Derenberg 

& Daniels 

Eric Waters 

Haseltine, Lake & Company 
J. H. Wilson 

The Procter & Gamble Company 
John A. Wortmann 

Radio Corporation of America 


A. Donham Owen 


Stewart W. Richards 
Beer, Richards, Lane, Haller & 
Buttenwieser 
Leslie D. Taggart 
Wace. Leavenworth, Kelton 
& Taggart 
Albert R. Teare 
Bates, Teare & McBean 


Gilbert H. Weil 


Stewart L. Whitman 
Nims, Martin, Halliday, 
Whitman & Williamson 


Robert B. Whittredge 
Fish, Richardson & Neave 


R. H. Wood 

Westinghouse Air Brake Company 
Virgil Woodcock 

Woodcock and Phelan 


John H. Schneider 

Abbott Laboratories 
Mrs. K. Siebert 

An er-Busch, Inc. 
Harold S. Silver 

Allis-Chalmers Mfg. Co. 
Arthur Stewart 

Westinghouse Electric Company 
A. H. Stuart 

Hiram Walker & Sons 


James E. Toomey 
Kaiser Aluminum & Chemical Co. 


Robert B. Shea 
Patterson, Belknap & Webb 


Joseph Stamler 

Lorentz & Stamler 
Mrs. Lenore B. Stoughton 

Rogers, Hoge & Hil 
John T + st gh aber 

Seven-Up Company 

Bari Shenae 

Thomson and Thomson 
H. B. Wands 

Califor: ‘a Research Corporation 
W. W. Yeager 

Shell Of Company 





